GRIGGS BERGEN LLP

ATTORNEYS AT LAaw

BANK OF AMERICA PLAZA
901 MAIN STREET
DALLAS, TEXAS 75202

PATENT, TRADEMARK, AND
COPYRIGHT MATTERS

January 31, 2007

EO 930 064 211 US

Trademark Trial and Appeal Board
U.S. Patent and Trademark Office
P.O. Box 1451

Alexandria, VA 22313-1451

Re:  Trademark Trial and Appeal Board

De Boulle Diamond & Jewelry, Inc., Opposer, v. De Beers LV Ltd., Applicant

Consolidated Opposition No.: 91162370

Dear Sir:

Enclosed for filing please find the following items relating to the above-identified application:

(D Opposer’s Request for Substitution of Lead Counsel and Change of Correspondence

Address;

(2)  Opposer’s Response to Applicant’s Motion for Discovery Sanctions with Exhibits

A-G; and
3) Postcard.

Please file the above and return the date-stamped postcard to our office at the address listed above.

~

TTAB
19, 2% 219

Tel 214.653.2400
Fax 214.653.2401
scott@griggslaw.com

In the meantime, if you have any questions or comments concerning this matter, please call the
undersigned at your earliest convenience. Otherwise, please accept the enclosed.

Sincerely,

(gévl(x

Scptt T. Griggs
eg. No. 48,331

Enclosures

02-01-2007
U.S. Patent & TMOfc/TM Mail Rept Dt. #22




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

DE BOULLE DIAMOND & JEWELRY, INC.,

Opposer, Consolidated Opposition No.: 91162370
v. Opposition No.’s: 91162370
91162469
DE BEERSLV LTD,, 91164615
‘ 91165285
Applicant. 91165465

OPPOSER’S REQUEST FOR SUBSTITUTION OF LEAD COUNSEL AND
CHANGE OF CORRESPONDENCE ADDRESS

Opposer, De Boulle Diamond & Jewelry, Inc. (“Opposer” and/or “De Boulle™),
hereby files this Request for Substitution of Lead Counsel and Change of Correspondence
Address and requests consideration and entry of the following:

l. Scott T. Griggs, of the firm of Griggs Bergen LLP, hereby substitutes for
David A. Harlow, of the firm of Nelson Mullins Riley & Scarborough, L.L.P., as lead
counsel for Opposer in the above-captioned proceeding.

2. Any and all correspondence and communications should hereby be directed

to Scott T. Griggs as follows:

Scott T. Griggs Tel 214.653.2400
Griggs Bergen LLP Fax 214.653.2401
Bank of America Plaza Email scott@griggslaw.com

901 Main Street, Suite 6300
Dallas, Texas 75202



%‘r
This the )‘ ~day of January, 2007.

Respectfully submitted,

/Sceﬁ’f. Griggs
Reg. No. 48,331
State Bar No. 24032254
Griggs Bergen LLP
Bank of America Plaza
901 Main Street
Suite 6300
Dallas, Texas 75202
214-653-2400 — [telephone]
214-653-2401 — [telecopier]

COUNSEL FOR OPPOSER
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CERTIFICATE OF SERVICE

The undersigned hereby certifies that he has served a copy of the foregoing
document upon counsel of record by mailing a true copy thereof, through the United States

Mail, first class, postage prepaid, on this the 3( day of January, 2007, and addressed as
follows: :

Darrell Saunders, Esq.

Vincent P. Rao, II, Esq.
Kirkpatrick & Lockhart Preston Gates Ellis LLP

599 Lexington Avenue

New York, NY 10022-6030
s@. Griggs~ %




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

DEe BOULLE DIAMOND & JEWELRY, INC.,

Opposer, Consolidated Opposition No.: 91162370
V. Opposition No.’s: 91162370
91162469
De Begrs LV LTD., 91164615
_ 91165285
Applicant. 91165465

OPPOSER’S RESPONSE TO APPLICANT’S
MOTION FOR DISCOVERY SANCTIONS

Opposer, De Boulle Diamond & Jewelry, Inc. (“Opposer” and/or “De Boulle”),
hereby files this Response to Applicant’s Motion for Discovery Sanctions, filed by
Applicant, De Beers LV Ltd. (“Applicant” and/or “De Beers”) in this Proceeding (the
Motion™)', and in support of same will respectfully show:

L.

Procedural History

l. De Beers filed Applications for federal registration of the marks in issue in
this Proceeding on the following dates: (i) DB LOGO (Serial No. 78/245.219), applied
May 2, 2003; (ii) DB STAR (Serial No. 78/245,795), applied May 5, 2003; (iii) DB

SIGNATURE (Serial No. 78/245,210), applied May 2, 2003; (iv) DB MONOGRAM

By agreement between counsel for De Beers and De Boulle, Opposer’s time (o file
this Response was extended by forty-eight (48) hours, until January 31, 2007.
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(Serial No. 78/245.779), applied November 15, 2002: and (v) SO DB Mark (Serial No.
79/000,478) applied November 25, 2003 (hereinafter collectively referred to as the “De
Beers Marks™).

2. De Boulle timely filed separate oppositions against federal registration of
the De Beers Marks; namely, Opposition No. 91162370 (DB LOGO), Opposition No.
91162469 (DB MONOGRAM), Opposition No. 91164615 (DB SIGNATURE),
Opposition No. 91165285 (DB STAR), and Opposition No. 91165465 (SO DB).

3. On May 2, 2003, by Order entered on that date, the Board consolidated
Opposition Nos. 91162370, 91162469, and 91164615, under Opposition No. 91162370.
On July 20, 2005, the Board further consolidated Opposition No.’s 91165285, and
91165465 with the earlier Consolidated Opposition No. 91162370, as Consolidated
Opposition No. 91162370 (the “Proceeding™).

fL

De Boulle’s Responses to Discovery in This Proceeding

4. On or about July 27, 2005, De Boulle served it First Set of Requests for
Production of Documents and Things, First Set of Interrogatories, and First Requests for

Admissions on De Beers in this Proceeding (the “De Boulle Discovery™).

1~

The Board in its Order dated July 20, 2005, consolidating the listed Oppositions.
designated Opposition No. 91165285, as the parent of all five Oppositions. By
Order dated January 27, 2006, the Board corrected its initial designation, and
designated Opposition No. 91162370 as the parent for all of the Oppositions made
the subject matter of this Proceeding,.



5. On or about October 3, 2005, De Beers served its answers and objections to
the De Boulle Discovery in this Proceeding, a true and correct copy of which is attached as
Exhibit “A™*,

6. On or about November 18, 2005, De Beers served its First Set of Requests
for Production of Documents and Things, First Set of Interrogatories, and First Requests
for Admissions on De Boulle in this Proceeding (the “De Beers Discovery”).

7. On December 31, 2005, De Boulle served Opposer’s Objections and
Responses Subject Thereto to Applicant’s First Set of Requests for Production of
Documents and Things; and Opposer’s Objections to Applicant’s First Set of
lnterrogatories; and Opposer’s Objections and Answers to Applicant’s First Requests for
Admissions, true and correct copies of which are attached hereto as Exhibits “B”, “C” and

\ i
“D” in response to the De Beers Discovery *.

By agreement between counsel for De Beers and De Boulle, Applicant’s time to
respond to the De Boulle Discovery was on extended on several different occasions
by a total of twenty-three (23) days.

In responding to the De Boulle Discovery, De Beers objected to and completely
failed to answer forty (40) of Opposer’s First Requests for Admissions; thirteen
(13) of Opposer’s First Set of Interrogatories, and twenty-four (24) of Opposer’s
First Set of Requests for Production of Documents and Things. In addition, De
Beers objected to and provided evasive and partial answers only to four (4) of
Opposer’s First Set of Interrogatories; for a total of seventeen (17) out of twenty-
five (25) Interrogatories to which no response at all, or evasive and partial
responses, were provided. In addition, to date De Beers has only produced
nineteen (19) pages of documents in response to Opposer’s First Set of Requests
for Production of Documents and Things in this Proceeding.

By agréement between counsel for De Beers and De Boulle, Opposer’s time to
respond to the discovery was extended by eight (8) days S
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8. Pursuant to the initial Scheduling Order in this Proceeding, the Discovery
Deadline was set Expire on December 25, 2005. On December 27, 2005, De Beers filed a
Motion to Extend Discovery and Testimony Periods (the “De Beers Extension Request™).

9, Subsequently, De Boulle and De Beers entered into discussions to reach an
agreement regarding their respective responscs to the opposing party’s discovery, and the
De Beers Extension Request. In this regard, by May 9, 2006, De Boulle and De Beers both
agreed that they would (a) supplement their initial responses to discovery; and (b) enter
into an Agreed Protective Order to protect their respective trade secrets and other
confidential and privileged information. A true and correct copy of correspondence from
counsel for De Beers to counsel for De Boulle dated May 9, 2006 in this regard is attached
as Exhibit “E”.

10. On March 2, 2006, by Stipulation Regarding Motion to Extend Discovery
and Testimony Periods, Opposerl consented to the extensions requested by the De Beers
Extension Request. Accordingly, on April 11, 2006, the Board entered a revised
Scheduling Order in this Proceeding.

I1.  In addition, on or about May 10, 2006, Opposers served Objections to
Applicant’s First Set of Interrogatories, a true and correct copy of which is attached hereto
as Exhibit “F.

12. On May 31, 2006, De Beers summarily filed a Motion to Compel Discovery
in this Proceeding (the “Motion to Compel”). On June 6, 2006, the Board suspended all

proceedings pending the outcome of its ruling on the Motion to Compel Discovery. By




Order dated July 26, 2006 the Board Granted the Motion, and further revised the
Scheduling Order in this Proceeding (the “Discovery Order™).

13. De Boulle did not receive a copy of the Discovery Order, and had no notice
of the Board’s ruling until it received a copy of the Motion from its previous lead counsel
in this Proceeding, David A. Harlow, of the firm of Nelson Mullins Riley & Scarborough,
L.L.P. See Affidavit of Denis J. Boulle, attached as Exhibit “G” Prior to that time, De
Boulle understood that all proceedings in this matter were still suspended, pending the
outcome of the Board’s ruling on the Motion to Compel Discovery, according to the
Board’s June 6, 2006, Order.

14. De Boulle immediately engaged the [irm of Griggs Bergen LLP, to
substitute as lead counsel for Mr. Harlow and his firm. /d. The file is in the process of
being transferred to Griggs Bergen LLP. Griggs Bergen LLP has confirmed with Mr.
Harlow, that he did receive a copy of the Discovery Order, but has no record of submitting
it to De Boulle. Furthermore, Mr. Harlow has no record of any contact or communication
from counsel for De Beers in this Proceeding whatsoever between the date of the filing of
the Motion to Compel and the date of Motion currently before the Board for consideration.

15, To the extent the previous responses by De Boulle to the De Beers
Discovery, attached hercto as Exhibits “B”, “C”, “D” and “F”, are deemed insufficient, De
Boulle has undertaken to supplement such responses by the production of documents, yet
to be produced, within ten (10) days of the date hereof. In addition, De Boulle has

requested that opposing counsel notify it of any other responses reasonably deemed




insufficient by them, and has further undertaken to supplement any such responses within
ten (10) days of being notified of any deficiency by Opposing Counsel.

16. De Boulle respectfully requests that the Board grant it the additional
opportunity requested hereby to more fully comply with the Discovery Order, to the extent

its previous responses are deemed insufficient.

17. In Pioneer Investment Services Company v. Brunswick Associates Limited
Partnership et al., 507 U.S. 380 (1993), as discussed by the Board in Pumpkin Lid. v. The
Seed Corps, 43 USPQ2d 1582 (TTAB 1997), the Supreme Court clarified the meaning and
scope of “excusable neglect,” finding that “excusable neglect” “is a somewhat ‘clastic
concept” and is not limited strictly to omissions caused by circumstances beyond the
control of the movant.” Pioneer, 507 U.S. at 392. Specifically, the Court held that the
determination as to whether a party’s neglect is excusable is at bottom an equitable one,
taking account of all relevant circumstances surrounding the party’s omission. These
include . . . [1] the danger of prejudice to the [nonmovant], [2] the length of the delay and
its potential impact on judicial proceedings, [3] the reason for the delay, including whether
it was within the reasonable control of the movant, and [4] whether the movant acted in

good faith.

18. In this regard De Boulle would respectfully show the Board that any failure
to comply with the Discovery Order was not through manifest neglect or intentional
disregard of the Board’s Order, but the result of negligence and a failure in communication
between De Boulle and its prior lead counsel. There is no evidence that De Boulle’s delay,

ifany, in complying with the Discovery Order was willful or the resuit of bad faith.
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19. De Boulle would further respectfully show the Board that De Beers has not
and will not be prejudiced by the additional opportunity afforded De Boulle, as requested
hereby. Counsel for De Beers did not communicate with De Boulle’s counsel at all during
the more than f{ive (3) months that have transpired since the entry of the Discovery Order,
to ascertain Opposer’s intent to comply with the Discovery Order. De Beers has made no
showing of lost evidence or unavailable witnesses, as a result of any delay by De Boulle, if
any, in complying with the Discovery Order. See Pratt v. Philbrook, 109 F.3d 18, 22 (st
Cir. 1997); Paolo's Associates Lid. Partnership v. Paolo Bodo, 21 USPQ2d 1899, 1904
(Comm’r 1990). Also, De Beers will bear no greater cost in defending this rﬁatter than it
would have if De Boulle had properly complied with the Discovery Order. There is no
evidence of De Beers having taken action in this case in reliance upon De Boulle’s
inaction. In addition, the Applicant’s T estimony Period has not vet commenced.
Supplemental responses, to the extent required to bring De Bouille’s responses to the De
Beers Discovery in compliance with the Discovery Order, can be affected in short order,
and De Beers will have adequate further opportunity to obtain answers to the De Beers
Discovery by deposition or other testimony in a timely fashion to allow it to prepare its
defense in this Proceeding,.

20. Lastly, the sanctions sought by De Beers by its Motion are extreme. The
law favors the disposition of litigation on its merits. Davis v. Parkhill-Goodloe Co.. 302
I.2d 489 (5th Cir. 1962) In the absence of bad faith, [a court] court should impose the
least severe sanction that will result in compliance with discovery obligations. See United

States v. Golvansky, 291 F.3d 1245, 1249 (10th Cir. 2002); Crabiree v.National Steel

-7.




Corp., 261 F.3d 715, 720 (7th Cir. 2001) (citations omitted); Chrysier Corp. v. Carey, 186
F.3d 1016, 1019 (8th Cir. 1999): Advanced Display System, Inc. v. Kent State University,
212 F.3d 1272, 1288 (Fed. Cir. 2000) (citations omitted)  “[Dlismissal is usually
appropriate only where a lesser sanction would not serve the interest of justice.”™ Meade v.

Grubbs, 841 F.2d 1512, 1520 (10th Cir. 1988) (citation omitted).

II.
Prayer
21. Opposer, De Boulle Diamond & Jewelry, Inc., therefore respectfully prays
that the Motion for Discovery Sanctions filed by Applicant, De Beers LV Ltd, be denied
without prejudice, and that the Board grant it the additional opportunity requested hereby
to fully comply with Discovery Order requested by this Response, to the extent its previous
responses are deemed insufficient, and that the Board grant it such other and further relief,

legal and equitable, general and special, to which De Boulle may show itself justly entitled




- i
This the day of January, 2007.

Respectfully submitted,

(/

™~ ~ 1D

"FS(W . Griggs e

€g. No. 48,331
State Bar No. 24032254
Griggs Bergen LLP
Bank of America Plaza
901 Main Street
Suite 6300
Dallas, Texas 75202
214-653-2400 — [telephone]
214-653-2401 - [telecopier]

COUNSEL FOR OPPOSER




CERTIFICATE OF SERVICE
=D A LE OF SERVICE

The undersigned hereby certifies that he has served a copy of the foregoing
document upon counsel of record by mailing a t%f'copy thereof, through the United States
Mail, first class, postage prepaid, on this the day of January, 2007, and addressed as
follows:

Darrel] Saunders, Esq.

Vincent P. Rao, II, Esq.

Kirkpatrick & Lockhart Preston Gates Ellis LLP
599 Lexington Avenue

New York, NY 10022-6030
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Atty. Ref. No.: 0820278.0103

DEBOULLE DIAMOND & JEWELRY, INC.,
Opposer,
: Consolidated Opposition
V. : No. 91165285

DE BEERS LV LTD,,

Applicant.

APPLICANT’S RESPONSE TO OPPOSER’S FIRST SET OF REQUESTS FOR
: ADMISSIONS TO APPLICANT

To:  David A. Harlow
Christopher M. Kindel
Nelson Mullins Riley & Scarborough LLP
4140 Parklake Avenue
GlenLake One/Second Floor
Raleigh, NC 27612

Peter J. Tredoux
300 Park Avenue, Suite 1700
New York, N.Y. 10022
Applicant De Beers LV Lid., hereby responds to Opposer’s First Set of Requests for

Admissions to Applicant as follows

GENERAL OBJECTIONS
Applicant hereby makes the following objections to Opposer’s First Set of Requests for

- Production of Documents and Things to Applicant:
RECEIVED

OCT - & 2005
Raleigh I.P.

NY-299395 vi

#

2/ 52




5-10-06; 10:29AM;Nelson Mullins 59198773166 # 3/ 52
A. Applicant objects to the instructions, definitions, and requests for admissions to

the extent that they seek to impose duties over and above those required by the Federal Rules of

Civil Procedure and the Trademark Trial and Appeal Board.

B. | Applicant ijects to each request to the extent that it seeks the disclosure; of
privileged communications and ;100uments, attorney work product, or trial preparation material, .
including material prepared by or for counsel in é.nticipation of, or after the‘cofnmencement of
this action.

C. Applicapt objects to each request to the extent that it is vexatious or seeks
information irrelevant to the subject_ matter of this action and not reasonably calculated to lead to
the discovery of admissible evidence.

D. Applicant objects to each request to the extent that it seeks information that is
unduly burdensome to obtain and to the extent that it is not reasonably calculated to lead to the
discovery of admissible evidence.

E. Applicant objeéts to each request to the extent that it is ambiguous, vague,.
logically flawed or otherwise incomprehensible.

F. Applicant objects to each request to the extent that it seeks a responée which is
duplicative of responses to one or more of Opposer’s requests for admissions.

G. Applicant objects to each request to the extent that it requests information
peﬁaining to Application Serial No. 78/140,378 for D AND B, which is not the subject of this
Opposition.

H. In addition to the Objections set forth above, Applicant will also state other

{

specific objections to each request where appropriate, including objections thz’_zt are not generally
|

applicable to all of the requests. By setting forth such specific objections, Applicant does not

NY-299395 v1




5-10-06;10:29AM;Netson Muitlins 59198773166 # 4/ 52

® @
intend to limit or restrict the Objections set foﬁ}i above. To the extent that Applicant respdnds to
a request for admission to which they object, such objections are not waived. In additiqﬁ, the
inadvertent disclosure of privileged information or release of privileged documents shaﬂ not
constitute a waiver of any applicable privilege.

K. The responses given herein shall ﬁot waive any claim of privilege or immunity
Applicant may have as to any response;or any question or right of objection és'to competency,
relevance, materiality or admissibility, or any objection Applicant may have as to a demand for
further response to these or other requests. .

L. Nothing contained herein may be construed as an admission relative to thé
existence or non-existehce of any docum’ent, and no response is an admission respecting the
relevance of any statement or characteriiatiori contained in any request.

M. Theresponses will be made without waiver of;, or prejudice to., any objections
herein made or hereafter made, .and all such objections are hereby expressly reserved.

N. Applicant’s responses to the requests for admissions may not be complete since
discovery in this matter is ongoing. Applicant will not be ]imiied_by its responses herein if| as
this matter progresses, Applicant gathers additional information responsive to the requests or any
request set forth therein.

0. These general objections are made to and are incorporated in each specific

response herein without further reference.

NY-299395 v}




5-10-06;10:29AM;Nelison Mullins ;9198773166

RESPONSES
1. Applicant has not yet used Applicant's Marks in interstate commerce in the United States.

Response:  Admitted with respect to DB LOGO, DB MONOGRAM and DB STAR.
Denied with respect to DB SIGNATURE and SO DB. ‘

2. At the time of filing Applicant's Marks, Apphcant was aware of Opposers Marks.

Response Demed.

3. Applicant intends to market fine jewelry, including diamonds, timepieces and other
.goods identified in International Class 14 under Applicant's Marks. -

Response:  Admitted.

4. Opposer markets fine jewelry, including diamonds, timepieces and other goods
identified in International Class 14 under Opposer's Marks.

Response:  Applicant admits that the records of the United States Patent and
Trademark Office (“USPTO”) show that the goods listed in Opposer’s applications
include jewelry, diamonds and timepieces, and otherwise denies the allegations set forth
in Request No. 4.

5. .  The goods which Apphcant intends to market under Applicant's Marks are related to the
goods which Opposer markets under Opposer's Marks.

Response:  Applicant objects to this request as vague. Notwithstanding the foregoing
objection, Applicant admits that the goods listed in its subject applications before the
the USPTO include, among several other things, jewelry, diamonds, and watches and
the records of the USPTO show that the goods listed in Opposer’s applications include
jewelry, diamonds, and timepieces, and otherw1se denies the allegations set forth in
Request No. 5.

6. Opposer markets its products under Opposer's Marks to the general public and
jewelry and watch specialty distributors.

Response:  Applicant objects to this request as vague, ambiguous, and otherwise
incomprehensible. To the extent Applicant understands this request, Applicant admits
that Opposer owns a jewelry store in Texas and markets its goods and;services to
consumers of jewelry in the Texas area, and otherwise denies the allegatlons set forth in
Request No. 6.

NY-299395 vl
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5-10-06;10:29AM;Neilson Mutlins ;9198773166

7. Applicant intends to market its products under Applicant's Marks to the general
public. .

Response:  Applicant objects to this request as vague, ambiguous, and otherwise
incomprehensible. To the extent Applicant understands this request Applicant admits
that it intends to market goods directly to consumers.

8. Applicant intends to market its products under Applicant's Marks to jewelry and
watch specialty distributors.

Response: Applicant objects to this request as vague, ambiguous, and otherwise.
incomprehensible. Notwithstanding the foregoing objection, Applicant presently
markets its products via Applicant’s own stores, but admits that it may revise its
marketing strategy in the future. '

9. The target audience to whom Applicant intends to advertise its products under

Applicant's Marks includes consumers and specialty distributors of fine jewelry, mcludmg
diamonds, and timepieces.

Response: Applicant objects to this request as vague, ambiguous, and otherwise
incomprehensible. Notwithstanding the foregoing objection, Applicant presently
markets its products directly to consumers via Applicant’s own stores, but admits that
it may revise its marketing strategy in the future.

#*

10.  The target audience to whom Opposer advertises its products under Opposer's Marks

includes consumers and specialty distributors of fine jewelry, including diamonds, and
. timepieces.

Response: Applicant objects to this request as vague, ambiguous, and otherwise
incomprehensible. To the extent Applicant understands this request and after
reasonable inquiry, Applicant cannot at this time admit or deny the allegations set
forth in Request No. 10.

11.  Applicant's products bearing Applicant's Marks and Opposer's products bearing
Opposer's Marks may be used or received by the same person.

Response: Applicant objects to this request as vague, ambiguous, logically flawed,
and otherwise incomprehensible.

12.  Applicant's products bearing Applicant's Marks and Opposer's products bearing
Opposer's Marks may be bought or sold by the same person.

Response: Applicant objects to this request as vague, ambiguous, logically flawed,
and otherwise incomprehensible. .

NY-299395 vi
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13.  Applicant intends to market its products under Applicant's Marks through public
advertising.

5-10~06; 10: 22AM;Nelson Muiltlins

Response: Admitted.

14.  Applicant intends to market its products under Applicant's Marks through specialty
jewelry stores. S ' ' '

Response: Applicant objects to this request as vague, ambiguous, and otherwise
incomprehensible. To the extent Applicant understands this request, Applicant

admits that it presently intends to distribute its jewelry via Applicant’s own jewelry
stores.

15.  Customers have come to identify Opposer's Marks with jewelry, includiﬁg
diamonds, and timepieces which are of the highest quality.

Response:  Applicant objects to this request as vague, ambiguous, and otherwise
incomprehensible. To the extent Applicant understand this request and after
reasonable inquiry, Applicant cannot at this time admit or deny the allegations set forth
in Request No. 15. '

16.  Customers have come to identify Opposer's Marks with fine jewelry, including
diamonds, and timepieces which originate from Opposer. '

Response:  Applicant objects to this request as vague, ambiguous, and otherwise
incomprehensible. To the extent Applicant understand this request and after

reasonable inquiry, Applicant cannot at this time admit or deny the allegations set forth’

in Request No. 16.

17.  Fine jewelry distributors have come to identify Opposer's Marks with jewelry,
including diamonds, and timepieces which are of the highest quality.

Response:  Applicant objects to this request as vague, ambiguous, and otherwise
incomprehensible. To the extent Applicant understand this request and after
reasonable inquiry, Applicant cannot at this time admit or deny the allegations set forth
in Request No. 17.

18.  Fine jewelry distributors have come to identify Opposer's Marks with fine jewelry,
including diamonds, and timepieces which originate from Opposer.

Response:  Applicant objects to this request as vague, ambiguous, and otherwise
incomprehensible. To the extent Applicant understand this request and after
reasonable inquiry, Applicant cannot at this time admit or deny the allegations set forth
in Request No. 18.

NY-299395 v1
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19.  Opposer's Marks are a valuable asset of Opposer.

Response:  Applicant objects to this request as vague, ambiguous, and otherwise
incomprehensible. To the extent Applicant understand this request and after’

reasonable inquiry, Applicant cannot at this time admit or deny the allegations set forth
in Request No. 19. : ‘

20.  Opposer's Marks carry considerable goodwill and customer and distributor
acceptance of the goods offered under Opposer's Marks.

Response:  Applicant objects to this request as vague, ambiguous, and otherwise
incomprehensible. To the extent Applicant understand this request and after

reasonable inquiry, Applicant cannot at this time admit or deny the allegations set forth
in Request No. 20.

21.  Opposer's customers and distributors and potential customers and distributors have
come to recognize Opposer's Marks as representing the quality of Opposer's fine jewelry,
including diamonds, and timepieces.

Response:  Applicant objects to this request as vague, ambiguous, and otherwise
incomprehensible. To the extent Applicant understand this request and after
reasonable inquiry, Applicant cannot at this time admit or deny the allegations set forth
in Request No. 21. ' '

#

22.  Applicant intends to market its products under Applicant's Marks to some of the same

types or classes of purchasers as Opposer is marketing its products under Opposer's Marks.

" Response:  Applicant objects to this request as vague. Notwithstanding the foregoing

objection, after reasonable inquiry, Applicant cannot at this time admit or deny the
allegations set forth in Request No. 22. '

" 23. ° Applicant's Goods bearing Applicant's Marks will likely be offered in and through

some of the same channels of commerce as Opposer's products bearing Opposer's Marks.
Response:  Applicant objects to this request as vague, ambiguous, and otherwise
incomprehensible. Notwithstanding the foregoing objection, after reasonable inquiry,
Applicant cannot at this time admit or deny the allegations set forth in Request No. 23.
24.  Applicant's Marks are visually similar to Opposer's Marks.

Response: Denied. f

25.  Applicant's Marks are similar in sound to Opposer's Marks.

Response:  Denied.

NY-299395 vi
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' i .

"~ 26.  The term "deB" contained within Opposer's Marks, is similar in appearance to the term
“DB", contained within Applicant's Marks.

Response:  Denied.

#

27.  The term "deB" contained within Opposer's Marks; creates a commercial impression |

similar to that created by the term "DB", contained within Applicant's Marks.

Response:  Denied.

28.  Applicant's Marks create a commercial i lmpresswn simnilar to that created by
Opposer's Marks.

Response: Denied.

29.  The similarity of Applicant's Marks to Opposer's Marks is likely to result in
confusion, to cause mistake or to deceive users and purchasers.

Response:  Denied.

30. When Applicant’'s Marks are used with Applicant's Goods, confusion is likely to
result with respect to Opposer's goods provided under Opposer's Marks.

Response: Denied.

31.  Purchasers and users of Opposer's products sold under Opposer's Marks are likely
to assume that Applicant's Goods sold under Applicant's Marks originate with or are
endorsed by Opposer. ' '

Response:  Denied.

32, Purchasers and users of Applicant's Goods bearing Applicant's Marks are likely to
assume that Applicant is associated with or related to Opposer.

Response: Denied.

33.  Purchasers and users of Applicant's Goods bearing Applicant's Marks are likely to
assume that Applicant's Goods are associated with or related to the goods of Opposer.

Response:  Denied.
34,  Applicant's Marks are confusingly similar to Opposer's Marks.

Response:  Denied.

NY-299395 vi
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35. Purchasers and users familiar with Opposer's goods provided under Opposer's Marks
are likely to believe that Applicant's Goods provided under Applicant's Marks are associated
with or related to the goods of Opposer.

Response: Denied.

# 10/ 52

36.  Purchasers and users familiar with Opposer's goods provided under Opposer's Marks

are likely to believe that Applicant's Goods provided under Applicant's Marks are actually
the goods of Opposer.

Response: 'Denied.

37.  Purchasers familiar with Opposer's Marks are likely to confuse Opposer's Marks with
Applicant's Marks and purchase Applicant's Goods sold under Applicant's Marks in the
mistaken belief that they are purchasing goods originating from the same source as the
~goods bearing Opposer's Marks.

Response: Denied.

38.  Purchasers familiar with Opposer's Marks are likely to confuse Opposer's Marks with
Applicant's Marks. -

Response: Denied.

39.  Purchasers familiar with Opposer's Marks are likely to confuse Opposer's Marks
with Applicant's Marks and purchase Applicant's Goods sold under Applicant's Marks in
the mistaken belief that they are purchasing goods associated with, endorsed by or related
to Opposer.

Response:  Denied.

40. Purchasers and users of Applicant's Goods provided under Applicant's Marks are
likely to assume that Opposer has expanded its fine jewelry, including diamonds, and
timepiece lines to include Applicant's Goods.

Response: Denied.

41.  Applicant's Marks are derived from the mark or trade-name "De Beers".

Response:  Admitted.

NY-299395 vl
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42.  De Beers LV's mission is to expand and develop the global consumer brand
potential of the "De Beers" name, including in the United States.

Response:  Applicant objects to this request as vague, ambiguous, and otherwise
incomprehensible. Applicant also ob jects to this request as seeking information irrelevant

to the subject matter of this action, and not reasonably calculated to lead to the discovery
of admissible evidence. = - . ‘ '

43.  DBSA has transferred and assigned to De Beers LV the worldwide rights to use the "De
Beers" name and mark for luxury goods in consumer markets.

Response:  Applicant objects to this as vague, ambiguous, and otherwise
incomprehensible. Applicant also objects to this request to the extent it is overbroad, seeks

information irrelevant to the subject matter of this action, and is not reasonably calculated

to lead to the discovery of admissible evidence.

44.  Applicant's Marks are designed to connote and build upon the history, goodwill, and
business reputation of De Beers. ‘

Response:  Applicant objects to this as vague, ambiguous, and otherwise
incomprehensible. Applicant also objects to this request as seeking information irrelevant

to the subject matter of this action and not reasonab y calculated to lead to the discovery of
admissible evidence, ' :

45.  Applicant's Marks were not used in trade or commerce in the United States prior to
2002. : :

Respdnse: Admitted.

46.  Opposer has conducted business under the name "De Boulle" in the United States since
1989. ‘

Response:  After reasonable inquiry, Applicant cannot at this time admit or deny the
allegations set forth in Request No. 46.

47. Opposer has used the mark "De Boulle" in trade or commerce in the United States
since 1989.

Response:  After reasonable inquiry, Applicant cannot at this time admit or deny the
allegations set forth in Request No. 47.

NY-299395 vi
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48. Opposer has derived considerable commercial prestige and goodwill from the use of the
mark "De Boulle" in trade or commerce in the United States.

Response:  After reasonable inquiry, Applicant cannot at this time admit or deny the
allegations set forth in Request No. 48.

49. Opposer has used the mark "De B" in trade or commerce in the United States since
2001.

Respo.nse: - Applicant admits that Opposer has claimed before the USPTO that it has
used its “De B” designation since 2001, and otherwise denies the allegations set forth in
Request No. 49. :

50. Opposer has used the mark "DB" in trade or comfnerce in the United States since 2001.

Response:  Applicant admits that Opposer has claimed before the USPTO that it has
used its “DB” designation since 2001, and otherwise denies the allegations set forth in
Request No. 50. :

51. The mark "De Beers" was not used in trade or commerce, in association with the sale
of any goods or services in the United States prior to 2004.

Response: Applicant objects to this request as seeking information irrelevant to the
subject matter of this action and not reasonably calculated to lead to the discovery of
admissible evidence

52. The mark "De Boulle" is similar to the mark "De Beers".
Response:  Denied.

53.  The similarity of the marks "De Boulle" and "De Beers" is likely to result in confusion,
to cause mistake or to deceive users and purchasers.

Response:  Denied.

54.  In 2004, DBCAG pled guilty to an Indictment pending in the United States District
Court for the Southern District of Ohio, Case No. CR-2-94-019, admitting that it formed,
joined and participated in a criminal conspiracy in violation of Title 15 U. S.C. § I (the "Anti-
Trust Indictment"). : _

Response:  Applicant objects to this request as vexatious, seeking information irrelevant
to the subject matter of this action, and not reasonably calculated to lead to the discovery
of admissible evidence.

NY-299395 vi
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© 55.  DBCAG was sentenced to pay a $10,000,000.00 fine for its conduct described in the
Anti-Trust Indictment.

Response:  Applicant objects to this request as vexatious, seeking information irrelevant
to the subject matter of this action, and not reasonably calculated to lead to the discovery
of admissible evidence.

56. Prior to DBCAG's 2004 guilty plea to the Anti-Trust Indictment, De Beers was unable to
directly conduct business in the United States.

Response:  Applicant objects to this reques't as vexatious, seeking information irrelevant
to the subject matter of this action, and not reasonably calculated to lead to the discovery
of admissible evidence.

.57. De Beers did not conduct business in the United States until after DBCAG's 2004 guilty
plea to the Anti-Trust Indictment. '

Response:  Applicant objects to this request as vexatious, seeking information irrelevant’
to the subject matter of this action, and not reasonably calculated to lead to the discovery
of admissible evidence.

58.  Inor about 1945, the United States Department of Justice brought an action against De
Beers for violating the United States antitrust laws. -

Response:  Applicant objects to this request as vexatious, seeking information irrelevant
to the subject matter of this action, and pot reasonably calculated to lead to the discovery
of admissible evidence.

59.  In or about 1957, the United States Department of Justice brought an action against De
Beers for violating the United States antitrust laws. :

Response: Applicant objects to this request as vexatious, seeking information irrelevant
to the subject matter of this action, and not reasonably calculated to lead to the discovery
of admissible evidence.

60.  Inor about 1973, the United States Department of Justice convened a grand jury to
investigate criminal charges against De, Beers for violating the United States antitrust laws.

Response:  Applicant objects to this request as vexatious, seeking information irrelevant

to the subject matter of this action, and not reasonably calculated to lead to the discovery
of admissible evidence.

!

l - - -
61. In 1994 DBCAG was indicted in the United States for its participationm a criminal
conspiracy in violation of Title 15 US.C.§1. !

NY-299395 vi
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Response:  Applicant objects to this request as vexatious, seeking information irrelevant
to the subject matter of this action, and not reasonably calculated to lead to the discovery
of admissible evidence.

62. Foy approximately thirty (30) years prior to 2004, De Beers was under investigation
by the United States Department of Justice for violating the United States antitrust laws.

Response:  Applicant objects to this request as vexatious, seeking information irrelevant

to the subject matter of this action, and not reasonably calculated to lead to the discovery -

of admissible evidence.

63.  For approximately thirty (30) years prior to 2004, De Beers had a policy not to do
business in the United States. ‘ '

Response:  Applicant objects to this request as vexatious, seeking information irrelevant

to the subject matter of this action, and not reasonably calculated to lead to the discovery
of admissible evidence.

64.  For approximately thirty (30) years prior to 2004, De Beers did not conduct business
in the United States.

Response:  Applicant objects to this request as vexatious, seeking information irrelevant
to the subject matter of this action, and not reasonably calculated to lead to the discovery
of admissible evidence. :

65. The United Nations Report of the Panel of Experts on Sierra Leone. Diamonds and
. Arms, December 2000, found that De Beers must accept somie responsibility for the trade in
so-called, "conflict diamonds," or "blood diamonds".

Response:  Applicant objects to this request as vexatious, seeking information irrelevant
to the subject matter of this action, and not reasonably calculated to lead to the discovery
of admissible evidence.

66. DBCM was incorporated in South Africa more than a century ago, and De Beers has
had a long-standing business presence in South Africa.

Response:  Applicant objects to this request as vexatious, seeking information irrelevant
to the subject matter of this action, and not reasonably calculated to lead to the discovery
of admissible evidence. '

67. De Beers was associated with the apartheid-era regimes in South Africa.-
Response:  Applicant objects to this request as vexatious, seeking information irrelevant

to the subject matter of this action, and not reasonably calculated to lead to the discovery
of admissible evidence. ’

NY-299395 vl
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- 68.  One or more of The De Beers Group has been sued in the United States for human
rights abuses against victims of South Africa's apartheid-era regimes.

Response:  Applicant objects to this request as vexatious, seeking information irrelevant
to the subject matter of this acnon, and not reasonably calculated to lead to the discovery
of admissible evidence.

69.  De Beers has within the past fifteen years purchased so-called, "conflict diamonds,"
"blood diamonds", and/or other illicit diamonds which were mined in Angola.

Response:  Applicant objects to this request as vexatious, seeking information irrelevant

- to the subject matter of this action, and not reasonably calculated to lead to the discovery
of admissible evidence.

70.  Within the past fifteen years, De Beers has been accused of purchasing so-called,
"conflict diamonds," "blood dlamonds" and/or other illicit diamonds which were mined in
Angola.

Response:  Applicant objects to this request as vexatious, seeking information irrelevant
to the subject matter of this action, and not reasonably calculated to lead to the discovery
of admissible evidence.

71.  De Beers has within the past fifteen years purchased so-called, "conflict diamonds,"
"blood diamonds" and/or other illicit diamonds which were mined in Sierra Leone. '

Response: Applicant objécts to this request as vexatious, seeking information irrelevant
‘to the subject matter of this action, and not reasonably calculated to lead to the discovery-
of admissible evidence.

72.  Within the past fifteen years, De Beers has been accused of purchasing socalled,
"conflict diamonds," "blood diamonds" and/or other illicit diamonds which were mined in
Sierra Leone.

Response:  Applicant objects to this request as vexatious, seeking information irrelevant
to the subject matter of this action, and not reasonably calculated to lead to the discovery
of admissible evidence.

73.  Gary Ralfe Managing Director of the De Beers Group has publicly declared in 2005 that
“De Beers is in no hurry to start doing busmess in America.”

Response:  Applicant objects to this request as vexatious, seeking information irrelevant
to the subject matter of this action, and not reasonably calculated to leadito the discovery
of admissible evidence. E

NY-299395 vi
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74.  Nicky Oppenheimer, has publicly declared: “I am chairman of De Beers, a company
that likes to think of itself as the world's best known and longest running monopoly.”

Response: Applicant objects to this request as vexatious, seeking information irrelevant
to the subject matter of this action, and not reasonably calculated to lead to the discovery
of admxss1ble evidence.

75.  Nicky Oppenheimer publicly declared in October 1999 that De Beers sets out, as a
matter of policy, to break the commandments of the Sherman Act, and that De Beers makes no
pretense that it is seeking to manage the diamond market, to control supply, to manage prices
and to act collusively with its partners in the business.

Response:  Applicant objects to this request as vexatious, seeking information irrelevant
to the subject matter of this action, and not reasonably calculated to lead to the discovery
of admissible evidence.

76.  Nicky Oppenheimer has publicly declared that over the years De Beers has “been
very careful not to have any busmess in the United States which would make it liable to
American law.”

Response: Applicant objects to this request as vexatious, seeking information irrelevant
to the subject matter of this action, and not reasonably calculated to lead to the dlscovery
of admissible evidence.

77.  The legal issues facing De Beers in the United States have been extensively |
. broadcast and published in interstate commerce over the past approximately 30 years.

Response:  Applicant objects to this request as vexatious, seeking information irrelevant
to the subject matter of this action, and not reasonably calculated to lead to the discovery
of admissible evidence.

78.  The legal issues facing De Beers in the United States have received extensive
coverage in TV, broadcast and print media in the United States over the past 30 years.

Response:  Applicant objects to this request as vexatious, seeking information irrelevant
to the subject matter of this action, and not reasonably calculated to lead to the discovery
of admissible evidence.

79. De Beers' alleged association with so-called, "conflict diamonds," "blood diamonds"
and/or other illicit diamonds has received extensive coverage in TV, broadcast and prmt
media in the United States since approximately 2000.

Response:  Applicant objects to this request as vexatious, seeking information irrelevant
to the subject matter of this action, and not reasonably calculated to lead to the discovery
of admissible evidence.

NY-299395 vi
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80.  Since 2002, De Beers has been accused of causing the relocation of thousands of Gana

and Gwi 'Bushmen' from their ancestral land in the Central Kalahari Gammg Reserve as part of its
mining practices.

# 17/ 52

Response:  Applicant objects to this requesi as vexatious, seeking information irrelevant

to the subject matter of this action, and not reasonably calculated to lead to the discovery
of admissible evidence. - ' ’

81.  Public protests accompanied the opening of De Beers LV's first store in London.

Response:  Applicant objects to this request as vexatious, seeking information irrelevant ,
to the subject matter of this action, and not reasonably calculated to lead to the discovery
of admissible evidence.

82.  DBSA owns 100% of DBCM and controls its operations.
Response:  Applicant objects to this request as vexatious, seeking information irrelevant
to the subject matter of this action, and not reasonably calculated to lead to the discovery

of admissible evidence.

83. DBSA owns 100% of DBCAG and controls its operations.

_Response Applicant objects to this request as vexatious, seeking information irrelevant

to the subject matter of this action, and not reasonably calculated to lead to the discovery
of admissible evidence.

84.  The Human Rights Watch Angola Report. 1994 found that: "The De Beers diamond
cartel and other international dealers are buying gems mined in rebel-held territory in violation of
Angolan law." :

Response:  Applicant objects to this request as vexatious, seeking information irrelevant
to the subject matter of this action, and not reasonably calculated to lead to the discovery
of admissible evidence.

85.  Global Witness, the London-based human-rights group, published a report in October 1998
that showed - citing De Beers' own annual reports - how the cartel had pumped large amounts of
money into the coffers of the Angolan UNITA rebels as the war escalated.

Response: Applicant objects to this request as vexatious, seeking information irrelevant
to the subject matter of this action, and not reasonably calculated to lead to the discovery
of admissible evidence. \ ’

1

'
i
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86.  Gary Ralfe Managing Director of the De Beers Group publicly declared at a press
conference with Alrossa Company and De Beers on or about October 21,1997: “You are
absolutely right to say that in fact it is Unita that has over the recent few years been responsible
for most of the production in Angola. One of the essential jobs that we De Beers (sic) carry out
worldwide is to ensure that diamonds coming onto the markets do not threaten the overall price
structure and therefore although we know (sic) direct relationship with Unita, there is no doubt

# 18/ 52

that we buy many of those diamonds that emanate from the Unita-held areas in Angola, second

hand on the markets of Antwerp and Tel Aviv. And as the diamond markets have weakened
recently (inaudible)... in buying up this Angolan production which otherwise will be
threatening the overall price structure has increased.” '

Response:  Applicant objects to this request as vexatious, seeking information irrelevant
to the subject matter of this action, and not reasonably calculated to lead to the discovery
of admissible evidence.

87.  That De Beers has purchased diamonds sourced by The Revolutionary United Front
("RUF") in Sierra Leone. 4

Response:  Applicant objects to this request as vexatious, seeking information irrelevant
to the subject matter of this action, and not reasonably calculated to lead to the discovery
of admissible evidence.

Respectfully submitted,

Kirkpatrick & Lockhart Nicholson Graham LLP
Attorneys for Applicant

Dated: New York, New York By: %

QOctober 3, 2005 Darren W. Saunders
Melanie Bradley
599 Lexington Avenue
New York, NY 10022-6030
Tel. No.: (212) 536-4063
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CERTIFICATE OF SERVICE

- 1 hereby certify that a true and complete copy of the foregoing APPLICANT'S
RESPONSE TO OPPOSER'’S FIRST SET OF REQUESTS FOR ADMISSIONS was served by
First Class Mail, with sufﬁcxent postage prepaid, on this the 3rd day of October, 2005, upon
applicant's attorneys:

To:  David A. Harlow
Christopher M. Kindel
Nelson Mullins Riley & Scarborough LLP
4140 Parklake Avenue
GlenLake One/Second Floor
Raleigh, NC 27612

Péter J. Tredoux

300 Park Avenue, Suite 1700
New York, N.Y. 10022

Dated: New York, New York ML /%GZZ@L¥
October 3, 2005 Mela.me Bradlcy O o
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE -
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Atty. Ref. No.: 0820278.0103 X

DEBOULLE DIAMOND & JEWELRY, INC,,

Opposer, : Consolidated Opposition
A : No. 91165285
y. . ’

DE BEERS LV LTD,,

Applicant. A x

APPLICANT’S RESPONSE TO OPPOSER’S FIRST SET OF REQUESTS FOR
PRODUCTION OF DOCUMENTS AND THINGS TO APPLICANT

To:  David A. Harlow
Christopher M. Kindel
Nelson Mullins Riley & Scarborough LLP
4140 Parklake Avenue
-GlenLake One/Second Floor
Raleigh, NC 27612

Peter J. Tredoux
300 Park Avenue, Suite 1700
New York, N.Y. 10022
Applicant De Beers LV Ltd., hereby responds to Opposer’s First Set of Requests for
Production of Documents and Things to Applicant as follows:
GENERAL OBJECTIONS

Applicant hereby makes the following objections to Opposer’s First Set of Requests for

Production of Documents and Things to Applicant:

RECEEVED
00T - & 2805
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A.  Applicant objects to the instructions, definitions, and document requesté to the
extent that they seek to impose duties over and above those required by the Federal Rules of
Civil Procedure and the Trademark Trial and Appeal Board.

B. Applicant objects to each document request to the extent that it seeks the
disclosure of privileged commu;xications and documents, attorney work product, or trial

preparation material, including material prepared by or for counsel in anticipation of, or after the

commencement of this action, on the ground that such discovery is not permissible under the

_Federal Rules of Civil Procedure.

C. Applicant objects to each document requesf to the extent that it is vexatious or
seeks information and documents irrelevant to the subject matter of this action and is not
reasona-b_l)./ calculated to lead to the discovery of admissible evidence.

D. Applicant objécts to each document request to the extent that it seeks information
and documents which are unduly burdensome to obtain and to the e);tent that it is not reasonably
calculated to lead to the discoifery of admissible evidence.

E. Applicant objects to each document request to the extent that it is ambiguous,

vague, logically flawed or otherwise incomprehensible.

F. Applicant objects to each document request to the extent that it seeks a response .

which is duplicative of responses to one or more of Opposer’s requests.
G. Applicant objects to each document request to the extent that it is overbroad, .
including each document request which asks for “any and all”” documents of a particular

category.

NY-382408 v -2-

# 35/ 52




5-10-06;10:29AM;Nelson Muillins ;9198773166 # 36/ 52

! B

H.  Applicant objects to each request to the extent that it requests information
pertaining to Application Serial No. 78/140,378 for D ANb B, which is not the subj‘ect-o'f this
Opposition. |

L. . Inaddition to the Objections set forth above, Applicz;nt will also state other
specific objections to each document request where appropriate, including objections that are not
generally appiicable to ;'-111 of the docurﬁent requests. By setting forth such sﬁeciﬁc objections,
Applicant d;>es not intend to limit or restrict the Objections set forth above. To the extent that
Applicant responds to a document request to which they object, such 6bjections are not waived.
In addition, the inadvertent disclosure of privileged information or release of privileged |
documents shall not constitute a wgiver of any applicable privilege.

J. - Where Applicant has indicated- that requested ﬁxfonnation is of a confidential -
nature, but has offered to produce the same, such production is offered subj eét to the entry of a
protective order to be entered by the Trademark Trial and Appeal Board concerning conﬁdential

. documents and information produced during discovery.
| _ K. The responses given herein, or the production pf documents or tangibie things by
Applicant in response to any one or more of the document requests, shall not waive any claim of
privilege or immunity Applicant may have as to any responseA, document or thing, or any
question or right of objection as to competency, relevance, materiality or admissibility, or any
objection Applicant may have as to a demand for further response to these or other.requests.

L. Nothing contained herein may be construed as an admission relative to the
existence or non-existence of any document, and no response is an admission respecting the
relevance for admissible in evidence of any statement or characterization contained in any |
document request.

NY-382408 vi -3
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M.  The responses to document requests, when made, will be made without waiver of,
or prejudice to, any objections herein made or hereafter made, and all such objections are hereby

expressly reserved.

N. Applicant’s responses to the document requests may not be complete since

discovery in this matter is ongoing. Applicant will not be limited by its responses herein if, as
this matter progresses, Applicant gathers additional information responsive to the document
requests or any request set forth therein.
| O.  These general objections are made to and are incorporated in each spéciﬁc
response herein without further refe;ence. The insertion of specific objections in the fesponse to
any document request shall not be construed as a waiver of such objection in any other response.
RESPONSES

1. All docuiments and things which reflect, refer to, or relate in any way to the first use in
commerce and first use in interstate commerce in the United States of Applicant's Marks on.or in
connection with each of Applicant's Goods. :

Response:

Applicant objects to this request to the extent it is vague, overbroad, and unduly
burdensome. Notwithstanding the foregoing objections, Applicant will produce documents
responsive to this request with respect to DB SIGNATURE and SO DB. Applicant does
not possess documents responsive to this request with respect to DB LOGO, DB

- MONOGRAM and DB STAR as these marks are not yet in use in the United States.

2. 'If Applicant has not yet sold any goods bearing or in connection with Applicant's Marks
in the United States, then produce representative documents, specimens and things which
indicate, reflect, refer to, or relate in any way to Applicant's use of Applicant's Marks to identify
Applicant's products in countries other than the United States, including without limitation
documents identifying the dates of said use.

Response:

| .
Applicant objects to this response as overbroad, unduly burdensome, irrelevant
to the subject matter of this dispute, and not reasonably calculated to lead to the
discovery of admissible evidence.

NY-382408 v1 : -4-
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3. All documents and things which illustrate, describe, discuss, document, chart or
otherwise refer to or relate to the conception, development, selection, adoption, use or intended
use of Applicant's Marks, including without limitation all representative drawings, photographs,
blueprints and samples of all marks considered and documents created during the development

and selection of Applicant's Marks and of all marks considered as replacements or alternatives
for Apphcant s Marks.

Response:

Applicant ob]ects to this request to the extent it is vexatious, seeks information and
documents irrelevant to the subject matter of this action, is vague, overbroad and unduly
burdensome. Notwithstanding the foregoing objections, documents responsive to tlns
request will be produced.

4, Representative samples of all different sales, advertising, marketing and promotional
materials or items, including without limitation magazine and trade journal advertisements, -
brochures, reports, leaflets, print or broadcast advertisements, bulletins, point of purchase
materials, trade letters, press releases or other documents or things relating to or displaying

# 38/ 52

Applicant’s Marks which have been distributed or displayed by or on behalf of Applicant to other

persons or used in any way since the selection and adoption of Applicant's Marks.

Response:

Applicant objects to this request to the extent it is vexatious, seeks information and
documents irrelevant to the subject matter of this action, overbroad, and unduly

burdensome. Notwithstanding the foregoing objections, Applicant will produce documents

~ responsive to this request with respect to DB SIGNATURE and SO DB. Applicant does
not possess documents responsive to this request with respect to DB LOGO, DB
MONOGRAM and DB STAR as these marks are not yet in use in the United States.

5. All documents and things which refer or relate to Applicant's application to register, or
registration of, Applicant's Marks in any state of the United States or in the United States Patent
and Trademark Office, and all amendments, office actions, examiner's amendments, responses to
office actions, notices, declarations, specimens, or any other paper or document filed in
connection with, or otherwise related to, said applications.

Response:

Applicant objects to this request to the extent it seeks information readily available
to the public on the United States Patent and Trademark Office web site. Applicant
further objects to this request to the extent it seeks documents and things subject to the
attorney-client privilege. Notwithstanding the foregoing objections, documents responsive
to this request will be produced.

NY-382408 vl -5-
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6. All documents and things constituting, pertaining to, resulting from, referring to, or
relating to, any study, search or investigation, opinion or request for opinion referring to or
relating to Applicant's Marks, including without limitation all trademark and service mark search
reports and results of any computer searches.

Response:

Applicant objects to this request to the extent it seeks documents and things subject .
to the attorney-client privilege. Applicant further objects to this request to the extent it is
overbroad and unduly burdensome. Noththstandmg the foregoing objections, documents
responsive to this request will be produced.

7. All documents and things relating or referring to, or tending or relevant to show the
registrability of Appllcant's Marks.

Response:

Applicant objects to this request to the extent it seeks documents and things subject

to the attorney-client privilege. Applicant further objects to this request to the extent it is
vexatious, vague, overbroad, and unduly burdensome. Notwithstanding the foregoing
objectlons, documents responsnve to this request will be produced.

8. Al] surveys, market studies, opinion polls or other sampling of attitudes or opinions
‘concemning, referring to, or relating to Applicant's Marks or any of Applicant's Goods sold
thereunder. .

Response:

Applicant objects to this request to the extent it is vexatious, vague, overbroad,
unduly burdensome and not reasonably calculated to lead to the discovery of admissible
evidence. Notwithstanding the foregoing objections, Applicant does not possess documents

- responsive to this request.

9. - All surveys, market studies, opinion polls, or other sampling of attitudes or opinions
concerning, referring to, or relating to any of Opposer's Marks or products sold thereunder.

Response:

Applicant objects to this request to the extent it is overbroad and unduly
burdensome. Notwithstanding the foregoing objections, Applicant does not possess
documents responsive to this request. !
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10. To the extent not otherwise produced, all documents and things showing, reflecting,
referring or relating to Opposer or Opposer's Marks, including without limitation all documents

relating to the circumstances surrounding Applicant becoming initially aware of Opposer's
Marks. :

Response:

Applicant objects to this request to the extent it is vague, ambiguous, overbroad and
unduly burdensome. Nothwithstanding the foregoing objections, documents responsive to
this request will be produced. C '

11.  All documents which refer or relate to any and all investigations by Applicant into '
Opposer's Goods which are sold or provided under Opposer's Marks.

Response:

Applicant objects to this request to the extent it is overbroad and unduly
burdensome. Notwithstanding the foregoing objection, documents responsive to this

request will be produced to the extent Applicant is able to locate any following a reasonable
search of its records. : o

12. Al documents and things that were reviewed, considered, or discussed dun'ng the .
preparation or prosecution of Applicant's applications for United States trademark registration of

Applicants Marks, or any foreign applications which correspond in whole or in part to said U.S.
application. '

Response:

* Applicant objects to this request to the extent it seeks documents and things subject
to the attorney-client privilege. Applicant further objects to this request to the extent it is
vague, overbroad, and unduly burdensome. Nothwithstanding the foregoing objections,
documents responsive to this request will be produced.

13.  All documents and things showing, reflecting, representing, or relating to the number of
units sold and dollar volume of sales of goods or services in connection with Applicant’s Marks,
including all summaries, abstracts and compilations thereof.

Response:

Applicant objects to this request to the extent it is vexatious, overbroad, and unduly
burdensome. Nothwithstanding the foregoing objections, Notwithstanding the foregoing
objections, Applicant will produce documents responsive to this request with respect to DB
SIGNATURE and SO DB, subject to the entry of an appropriate protective order.
Applicant does not possess documents responsive to this request with respect to DB LOGO,
DB MONOGRAM and DB STAR as these marks are not yet in use in the United States.

NY-382408 v1 : -7 -
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14.  All documents and. things showing, reflecting, referring, or re]atmg to the advertising and
marketing expenditures relating to the sale or offering for sale of goods in connection with

Applicant's Marks has been or will be used, mcludmg summaries, abstracts and compilations
thereof.

Response:

Applicant objects to thls request to the extent it is vexatious, overbroad, and unduly
burdensome. Notwithstanding the foregoing objections, Applicant will produce documents
responsive to this request with respect to DB SIGNATURE and SO DB, subject to the entry
of an appropriate protective order. Applicant does not possess documents responsive to
this request with respect to DB LOGO, DB MONOGRAM and DB STAR as these marks
are not yet in use in the United States.

'15.  Representative documents and thlngs identifying the channels of distribution of the goods
with which Applicant uses or intends to use Applicant's Marks, including without limitation the

channels of trade through which Appllcant offers, has offered or intends to offer same for sale
under Applicant's Mark.

Response.

Applicant objects to this request to the extent it is vexatious, overbroad, and unduly
burdensome. Nothwithstanding the foregoing objectlons, documents responsive to this
request will be produced.

16.  Representative documents and things identifying the types or classes of potential or
actual consumers, recipients and/or users of Applicant's Goods which are or will be sold under
Applicant's Marks.

Response:

Applicant objects to this request to the extent it is confusing, overbroad, and unduly
burdensome. Nothwithstanding the foregoing objections, documents responsive to this
request will be produced.

17.  To the extent not otherwise produced, all documents and things relating or referring to,
showing, or reflecting Applicant's Goods with which Applicant uses or intends to use Applicant's
Marks.

|

\
Applicant objects to this request to the extent it is vexatious, overbroad, and unduly

burdensome. Nothwithstanding the foregomg objections, documents responsive to this
request will be produced.

Response:

NY-382408 v1 - -8-
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18. Al documents and things showing, reflecting, referring, or relating to the type or.

sophistication of Applicant's clients whom Apphcant alleges are not likely to be confused by
Applicant's Marks and Opposer's Marks.

Response:

# 42/ 52

Applicant objects to this request to the extent it is confusing, overbroad, and unduly -

burdensome. Applicant also ob]ects to this request to the extent it is duphcatlve of Request
No. 16.

19.  All documents, agreements, correspondence, oppositions, complaints, pleadings, or other
writings constituting, referring to, or relating to any assertions, interactions or claims by or

against Applicant, or between Applicant and any other entity (other than Opposer), which in any -

way assert or claim that Applicant's Marks are similar to such entity’s mark, that any such entity's
mark is similar to Applicant's Marks, that Applicant's rights in Applicant's Marks are limited in
any way due to the existence of such entity’s mark, or that Applicant's rights in Applicant's
Marks are extinguished in any way due to the existence of such entity's mark. -

Response:

Applicant objects to this reﬁuest to the extent it is vexatious, overbroad and unduly
burdensome. Nothwithstanding the foregoing objections, Applicant does not possess
documents responsive to this request.

20. All documents that refer or relate to any complaints related in any way to Applicant's
goods bearing Applicant's Marks or to any of Applicant's Goods related thereto.

Response:

Applicant objects to this request to the extent it is vexatious, overbroad, and unduly
burdensome. Nothwithstanding the foregoing objections, Applicant does not possess
documents responsive to this request.

21.  All documents and things that refer or relate to any incidents of actual confusion
between Opposer and Applicant or between Opposer's Marks and Applicant's Marks, including
without limitation any such incidents involving persons inquiring or commenting about any
relationship between Opposer and Applicant; incidents involving persons inquiring about or
requesting products where there is any indication that such persons were confused or mistaken
about the source of such products or the relationship of Opposer and Applicant; or any other
incident involving a question about the relationship, source of goods, or other confusion of or
between Opposer and Applicant or their respective marks.
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"Response:

Applicant objects to this request to the extent it is vague and ambiguous.
Notwithstanding the foregoing objections, Apphcant does not possess documents
responsive to this request.

22.  All documents disclosing 'personS to whom Applicant has sold Applicant's Goods under
Applicant's Marks since the introduction of such goods. '

Response:

Applicant objects to this request as vexatious, unduly burdensome, and not
reasonably calculated to lead to the discovery of admissible evidence. Applicant further
objects to this request as impermissibly seeking dlsclosure of confidential documents and
information. -

23.  All documents which refer or relate to any plans of Applicant to expand, including, but
not limited to, expansion of marketing lines, consumer base, or geographical areas served.

Response:

Applicant objects to this request to the extent it is vague and ambiguous.
Notwithstanding the foregoing objection, Applicant will produce documents responswe to
this request.

24.  All documents which refer or relate to any acquisition of any rights in Applicant's Marks
by Applicant.

Response:

Applicant objects to this request as ambiguous, vague, and otherwise '
incomprehensible. Notwithstanding the foregoing objections and to the extent Apphcant
_understands this request, Applicant does not possess documents responsive to this request.

25.  All documents which refer or relate to any authorization, license, franchise, contract,
assignment or grant from Applicant to any other person or entity glvmg the other person or entity
the right to use Applicant's Marks.

Applicant objects to this request to the extent it is vexatious, overbroad, and unduly
burdensome. Nothwithstanding the foregoing objections, documents responsive to this
request will be produced.

{
'
i
i
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26. Representatxve documents which evidence the geographlc extent to which Applicant has
used or intends to use Applicant's Marks.

Response:

Applicant objects to this request to the extent it is vague and ambiguous.
Notwithstanding the foregoing objections and to the extent Applicant understand this
request, Applicant will produce documents responsive to this request.

27.  All documents which refer or relate to any plans of Applicant to develoi) use of

Applicant's Marks in connection with the sale of jewelry, watches and other items compnsmg
- Applicants' Goods.

Response:

Applicant objects to this request to the extent it is vexatious, overbroad, and unduly
burdensome. Nothwithstanding the foregoing objections, documents responsive to this
request will be produced.

28.  All documents, agreements, and correspondence constituting, referring to, or relating to
any assertions, interactions, or claims by or between Applicant and any other entlty which in any
way involve, affect or purport to affect Applicant's ownership, title to, or rights in Applicant's
Marks, including but not limited to any consent agreements relating to any opposmons to
registration of Apphcant's Marks.

Response:

Applicant objects to this request to the extent it is vague and ambiguous.
Notwithstanding the foregoing objections, Applicant does not possess documents
responsive to this request.

29.  All documents not produced as part of your responses to these Requests, but which were
referred in the preparation of, or otherwise identified in Applicant's answers to, Opposer’s First
Set of Interrogatories to Applicant in this cause. '

Response:
Applicant ob]ects to this request to the extent it is vexatious, overbroad, and unduly

burdensome. Nothwithstanding the foregoing objections, documents responsive to this
request will be produced.

NY-382408 v 211 -
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30. Any and all notes, writings, documents or tangible things which contaih, evidence, refer,
relate or pertain DBCAG's Indictment in the United States District Court for the Southen
District of Ohio, in Case No. CR-2-94-019 (the "Anti-Trust Indictment").

Response:

Applicant objects to this request as vexatious and seekiﬁg information and '

documents irrelevant to the subject matter of this action and not reasonably calculated to

lead to the discovery of admissible evidence. .

31.  Any and all notes, writings, documents or tangible things which contain, evidence, refer, ‘
relate or pertain to any strategy, plan or design by, or the ability of, De Beers to directly conduct

business in the United States prior to 2004, :

Response:

Applicant objects to this request as vexatious and seeking information and
documents irrelevant to the subject matter of this action and not reasonably calculated to
lead to the discovery of admissible evidence.

32.  Any and all notes, writings, documents or tangible things which contain, evidence, refer,
relate or pertain to the investigation (including but not limited to any action or indictment - .
brought or threatened pursuant thereto), by the United States Department of Justice of De Beers
for violations of the Sherman Act (or any similar or related United States antitrust or anti-
monopolistic law, statute, rule, regulation, act, or ordinance), in or about 1945.

Response:

Applicant objects to this request as vexatious and seeking information and
documents irrelevant to the subject matter of this action and not reasonably calculated to
Jead to the discovery of admissible evidence.

33. . Any and all notes, writings, documents or tangible things which contain, evidence, refer,
relate or pertain to the investigation (including but not limited to any action or indictment
brought or threatened pursuant thereto), by the United States Department of Justice of De Beers
for violations of the Sherman Act (or any similar or related United States antitrust or anti-
monopolistic law, statute, rule, regulation, act, or ordinance), in or about 1957.

Response:

Applicant objects to this request as vexatious and seeking information and
documents irrelevant to the subject matter of this action and not reasonably calculated to
lead to the discovery of admissible evidence. '

NY-382408 v! -12 -
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34.  Any and all notes, writings, docurnents or tangible things which contain, evidence, refer,
relate or pertain to the investigation (including but not limited to any action or indictment
brought or threatened pursuant thereto), by the United States Department of Justice of De Beers
for violations of the Sherman Act (or any similar or related United States antitrust or anti-
monopolistic law, statute, rule, regulation, act, or ordinance), in or about 1973.

Responsei

Applicant objects to this request as vexatious and seeking information and
documents irrelevant to the subject matter of this action and not reasonably calculated to
Jead to the discovery of admissible evidence.

35.  Any and all notes, writings, documents or tangible things which contain, evidence, refer,
relate or pertain to the investigation (including but not limited to any action or indictment
brought or threatened pursuant thereto), by the United States Department of Justice of De Beers
for violations of the Sherman Act (or any similar or related United States antitrust or anti-
monopolistic law, statute, rule, regulation, act, or ordinance), other than those referred to in
Requests no's 32 through 34 above. .

Response:

Applicant objects to this request as vexatious and seeking information and
documents irrelevant to the subject matter of this action and not reasonably calculated to
lead to the discovery of admissible evidence.

36.  Any and all notes, writings, documents or tangible things which contain, ev1dence refer,

~ relate or pertam to lawsuits against one or more of the De Beers Group brought in the United

States based, in whole or in part, on allegations of human rights abuses against victims of South
Africa's apartheid-era regimes.

Response:

Applicant objects to this request as vexatious and seeking information and
documents irrelevant to the subject matter of this action and not reasonably calculated to
Jead to the discovery of admissible evidence.

NY-382408 vl . -13-
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37.  Any and all notes, writings, documents or tangible things which contain, evidence, refer,
relate or penaln to lawsuits against one or more of the De Beers Group brought in the United
States based, in whole or in part, on allegations of violations of the Sherman Act (or any similar
or related United States antitrust or antx-monOpohstlc law, statute, rule, regulanon act, or
ordinance).

Response:

_ Applicant objects to this request as vexatious and seeking information and
documents irrelevant to the subject matter of this action and not reasonably calculated to
lead to the discovery of admissible evidence.

38.  Any and all notes, writings, documents or tangible things which contain, evidence, refer,
relate or pertain to the source or origin of diamonds mined in Angola, purchased or otherwise
acquired, directly or mdlrectly, by one or more of the De Beers Group.

-Response:

Applicant objects to this request as vexatious and seeking information and
documents irrelevant to the subject matter of this action and not reasonably calculated to
lead to the discovery of admissible evidence.

39.  Any and all notes, writings, documents or tangible things which contain, evidence, refer,
relate or pertain to the source or origin of diamonds or other gems mined in Sierra Leone,
purchased or otherwise acquired, directly or indirectly, by one or more of the De Beers Group.

Response:

Applicant objects to this request as vexatious and seeking information and
documents irrelevant to the subject matter of this action and not reasonably calculated to
lead to the discovery of admissible evidence.

40.  Any and all notes, writings, documents or tangible things which contain, evidence, refer,
relate or pertain to any deal, contract, agreement, or understanding, directly or indirectly,

between De Beers and the Government of Botswana pertaining to the mining of diamonds and

other gems in the Central Kalahari Gaming Reserve.
Response:
Applicant objects to this request as vexatious and seeking information and

documents irrelevant to the subject matter of this action and not reasonably calculated to
lead to the discovery of admissible evidence.

NY-382408 v1 -14-
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41. Any and all notes, writings, documents or tangible things which contain, evidence, refer,
relate or pertain to contacts and communications, whether written or oral, between De Beers and

the Government of Botswana pertaining to the mining of diamonds and other gems in the Central
Kalahari Gaming Reserve.

Response:

Appl'icant objects to this request as vexatious and seeking information and
documents irrelevant to the subject matter of this action and not reasonably calculated to
lead to the dlscovery of admissible evxdence

42.  Any and all notes, writings, documents or tangible things which contain, evidence,
refer, relate or pertain to any deal, contract, agreement, or understanding (including but not
limited to pertaining or relating to the provision or supply of funding, other resources, or
support), directly or indirectly, between De Beers and the Angolan UN1TA rebels..

Response:

Applicant objects to this request as vexatious and seeking information and
documents irrelevant to the subject matter of this action and not reasonably calculated to
lead to the dlscovery of admissible evidence.

43, Any and all notes, writings, documents or tangible things which contain, evidence, refer,
relate or pertain to contacts and communications (including but not limited to pertaining or
relating to the provision or supply of funding, other resources, or support) whether written or -
oral, directly or indirectly, between De Beers and the Angolan UNITA rebels.

Response:

Applicant objects to this request as vexatious and seeking information and
documents irrelevant to the subject matter of this action and not reasonably calculated to
lead to the discovery of admissible evidence.

44,  Any and all notes, writings, documents or tangible things which contain, evidence, refer,
relate or pertain to any deal, contract, agreement, or understanding (including but not limited to
pertaining or relating to the provision or supply of funding, other resources, or support), directly
or indirectly, between De Beers and the Revolutionary United Front ("RUF") in Sierra Leone.

Response:
Applicant objects to this request as vexatious and seeking information and

documents irrelevant to the subject matter of this action and not reasonably calculated to
" lead to the discovery of admissible evidence.
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~45.  Any and all notes, writings, documents or tangible things which contain, evidence, refer,

relate or pertain to contacts and communications (including but not limited to pertaining or
relating to the provision or supply of funding, other resources, or support), whether written or
oral, between De Beers and The Revolutionary United Front ("RUF") in Sierra Leone.

Response:

Applicant objects to this request as vexatious and seeking information and '
documents irrelevant to the subject matter of this action and not reasonably calculated to
lead to the discovery of admissible evidence.

46.  Any and all notes, writings, documents or tangible things which contain, evidence, refer,
relate or pertain to the De Beers/LVMH Joint Venture.

Response:

Applicant objects to this request to the extent it is vexatious, overbroad and unduly
burdensome. Applicant further objects to this request as seeking information and _
documents irrelevant to the subject matter of this action and not reasonably calculated to
lead to the discovery of admissible evidence.

47. Anyand all notes, writings, documents or tangible things which contain, evidence, refer,
relate or pertain to:

(a) the date, manner (for example, corporation, partnership, limited pannersmp,
limited liability company), and state of orgamzatlon of De Beers LV Trade Mark Limited;

(b) the name, address, telephone number, of each person or entity that,- at any
time, was a shareholder, partner, limited partner, general partner, member, and/or otherwise
beneficially and/or legally owned an equity or other ownership interest in De Beers LV
Trade Mark Limited;

(c) the name, address, telephone number, of each person or entity that, at any
time, was an officer, director, and/or manager of De Beers LV Trade Mark Limited;

(d) the name, address, and relationship to you of the persons or entities who
have in their custody or control copies of the documents or tangible things referred to in (a)
though (d) above.

Response:

Applicant objects to this request to the extent it is vexatious, overbroad and unduly
burdensome. Applicant further objects to this request as seeking mformatlon and
documents irrelevant to the subject matter of this action and not reasonably calculated to
lead to the discovery of admissible evidence. .

NY-382408 v) -16-
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48.  Any and all notes, writings, documents or tangible thmgs which contam evidence, refer
relate or perlam to:

(a) the date, manner (for example, corporation, partnership, limited partnershlp,
limited hability company) and state of organization of De Beers LV;

(b). the name, address, telephone number, of each pérson' or entity that, at
any time, was a shareholder, partner, limited partner, general partner, member, and/or

otherwise beneficially and/or legally owned an equity or other ownership mterest in De.
Beers LV,

(c). the name, address, telephone number, of each person or entity that at
any time, was an officer, director, and/or manager of De Beers LV;

(d) the name, address, and relationship to you of the persons or entities who
have in their custody or control copies of the documents or tangible things referred to in
(a) though (d) above.

Response:

Applicant objects to this request to the extent it is vexatious, overbroad and unduly
burdensome. Applicant further objects to this request as seeking information and
documents irrelevant to the subject matter of this action and not reasonably calcilated to
lead to the discovery of admissible evidence. Notwithstanding the foregoing objectlons,
documents responsive to this request will be produced.

49.  Any and all notes, writings, documents or tangible things which contain, evidence, refer,
relate or pertain to the business policy or practice of De Beers as articulated by its Chairman,
Nicky Oppenheimer to be "very careful not to have any busmess in the United States which
would make it liable to American Jaw."

Response:

Applicant objects to this request to the extent it is vexatious, overbroad, and unduly
burdensome. Applicant further objects to this request as seeking information and
documents irrelevant to the subject matter of this action and not reasonably calculated to
lead to the discovery of admissible evidence. :

50.  Please identify any and all information, facts or documents concerning or relating to all
communications, whether written or oral, between Applicant, and/or de Beers, and N.W. Ayer.

Response: -

Applicant objects to this request to-the extent it is vexatious, overbroad, and unduly
burdensome. Applicant further objects to this request as seeking information and
documents irrelevant to the subject matter of this action and not reasonably calculated to
lead to the discovery of admissible evidence.
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51.  Please identify any and all information, facts or documents concerning or relatihg to all
communications, whether written or oral, between Applicant, and/or de Beers, and JWT.

Response:

Applicant objects to this request to the extent it is vexatious, overbroad, and unduly
burdensome. Applicant further objects to this request as seeking information and
“documents irrelevant to the subject matter of this action and not reasonably calculated to
lead to the discovery of admissible evidence. ' '

52.  Any and all notes, writings, documents or tangible things which contain, evidence, refer,
relate or pertain, directly or indirectly, to any claim or allegation that De Beers has violated the
Sherman Act, or any similar or related United States antitrust or anti-monopolistic law, statute,
rule, regulation, act, or ordinance.

Response:

Applicant objects to this request as vexatious and seeking information and
documents irrelevant to the subject matter of this action and not reasonably calculated to
lead to the discovery of admissible evidence.

Respectfully submitted,

Kirkpatrick & Lockhart Nicholson Graham LLP
Attorneys for Applicant '

Dated: New York, New York By: ‘\724’&44'2’

October 3, 2005 Darren W. Saunders
Melanie Bradley
599 Lexington Avenue
New York, NY 10022-6030
Tel. No.: (212) 536-4063
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CERTIFICATE OF SERVICE

I hereby certify that a true and complete copy of the foregoing APPLICANT'S
RESPONSE TO OPPOSER’S FIRST SET OF DOCUMENT REQUESTS was served by First
Class Mail, with sufficient postage prepaid, on this the 3rd day .of October, 2005, upon
applicant's attorneys:

To: David A. Harlow
Christopher M. Kindel -
Nelson Mullins Riley & Scarborough LLP
" 4140 Parklake Avenue
GlenLake One/Second Floor
Raleigh, NC 27612

Peter J. Tredoux

300 Park Avenue, Suite 1700
New York, N.Y. 10022

Dated: New York, New York By MQ M
October 3, 2005 Melanie Bradley _ O '
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Atty. Ref. No.: 0820278.0103

: X
DEBOULLE DIAMOND & JEWELRY, INC., :
Opposer, : . '
: . Consolidated Opposition
V. : No. 91165285
DEBEERS LV LTD,,
Applicant.
X

APPLICANT’S RESPONSE TO OPPOSER’-S FIRST SET OF INTERROGATORIES

To: David A. Harlow
Christopher M. Kindel
Nelson Mullins Riley & Scarborough LLP
4140 Parklake Avenue
GlenLake One/Second Floor
Raleigh, NC 27612

Peter J. Tredoux
300 Park Avenue, Suite 1700
New York, N.Y. 10022
Applicant De Beers LV Ltd., hereby responds to Opposer’s First Set of Interrogatories to
Applicant as follows:

GENERAL OBJECTIONS

Applicant hereby makes the following objections to Opposer’s First Set of

Interrogatories:

RECEIVED -

OCT -6 2005
NY-299395 v1 08203120001 R_a]e_igh LP
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A. Applicant objects to the instructions, definitions, and interrogatories to the extent
that they seek to impose duties over and above those reéuired by the Federal Rules of Civil
Procedure and the Trademark Trial and Appeal Board.

B. Applicant objects to each interrogatory to the extent that it seeks the disclosure of
privileged communications and documents, attorney work product, or trial preparation material, .
inéluding material prepared by or for counsel in anticipation of, or after the commencement of
this action.

C. | Apblicant objects to each interrogatory to the extent that it is vexatious or seeks
information and documents irrelevant to the subject matter of this action and is not reasonably
calculated to lead to the discovery of adﬁmissible evidence.

D. Applicant objects to each interrogatory to the extent that it seeks information and
documénts which are unduly burdensome to obtain anﬁn to the extent that it is not reasonably
calculated to lead to the discovery of admissible evidence.

E. Applicant objects to each interrogatory to the extent that it is ambiguous, \)ague,‘
logically flawed or otherwise incomprehensible. |

F. Applicant objects to each interrogatory to the extent that it seeks a response which
is duplicative of respoﬁses to one or more of Opposer’s interrogatories.

G. Applicant objects to each interrogatory to the extent that it is overbroad, including
each interrogatory which asks for “any and all” documents of a particular category.

H. Applicant objects to each interrogatory to the extent that it requests information
pertaining to Application Serial No. 78/140,378 for D AND B, which is not thie subject of this
Opposition.

NY-299395 v
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L Ip addition to the Objections set forth above, Applicant will also state other
specific objections to each interrogatory wﬁere appropriate, including objections that are not
generally applicable to all of the interrogatories. By setting forth such specific objecti(;ns,
Applicant does not intend to limit or restrict the Objections set forth above. To the extent that
Applicant responds to an interrogatory to which they object, such objections are not waived. In
addition, the inadvertent disclosure of privileged information or reiease of privileged docﬁmehts
shall not constitute a waiver of any applicable privilege.

J. %ere Applicant has indicatéd that requested information is of a confidential
nature, but has offered to produce the same, such producﬁon is offered subject to the entry of a
protective order to be entered by the Trademark Trial and Appeal Board concerning confidential
documents and information produced during discovery. | -

K. The responses givén herein, or the production of documents or tangible things by
Applicant in response to any one or more of the interrogatories, shall not waive any claim of
privilege or immunity Applicant may have as to any response, document or ﬂﬁng, or any
question or right of objection as to competency, relévance, materiality or admissibility, or any
objection Applicant may have as to a demand for further response to these or other
interrogatories.

L. Nothing contained herein may be construed as an admission relative to the
existence or non-existencg of any document, and no response is an admission respecting the
relevance for admissible in evidence of any statement or characterization contained in any

- interrogatory.
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M. The rCSponées to interrogatories, when made, will be made without waiver of, or
préjudicé to, any objections herein made or hereafter mz;de, and all such objections are hereby
expressly reserved.

N. Applicant’s responses to the interrogatori.es may not be complete since discovery
in this matter is ongoing. Applicant will not be limited by its responses herein if, as this matter |
progresses, Appiicant gathers additional information responsive to the interrogatories or any
interrogatory set forth therein.

0. Thése general objections are made to and are-incorpofatcd in each specific
response herein without further reference. The insertion of specific objections in the response to
any interrogatory shall not be construed.as a waiver of such objection in any other response.

RESPONSES
1. .Identify the individual(s) responding to these iﬁterro gatories or to Opposer's First-Set of
Requests for Production of Documents and Things or who contributed information used in

responding to these interrogatories or to Opposer's First Set of Requests for Production of
Documents and Things. '

Response:

Applicant objects to this interrogatory as overbroad and unduly burdensome.
Notwithstanding the foregoing objection, Applicant identifies Amanda Fogg, as responding

" to these Interrogatories.

2. For each Request for Admission served upon Applicant and denied, specify with
particularity each and every fact that you rely on to support such denial and identify all
documents that support or relate to such allegations. :

Response:

Applicant objects to this interrogatory as overbroad and unduly burdensome.

|
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3. Indicate Applicant's country of incorporation, and any U.S. states or foreign countries
where it intends to provide Applicant's Goods under Applicant's Marks. ‘

Response:

Applicant objects to this interrogatory to the extent it seeks information irrelevant
to the subject matter of this action and not reasonably. calculated to lead to the discovery of
admissible evidence. Notwithstanding the foregoing objection, Applicant De Beers LV Ltd.
is a corporation organized and existing under the laws of the United Kingdom. Within the
United States market (the only relevant market at issue in this proceeding), Applicant
intends to use its Marks nationally.

4. Identify all indi\;iduals currently or formerly employed byv the Applicant, who were.

involved in the decision to select and register each of Applicant's Marks for use with Applicant's
Goods.

Response:

Applicant objects to this interrogatory as overbroad and unduly burdensome.

# 24/ S2

Notwithstanding the foregoing objection, Applicant hereby identifies Jean-Christophe

Gaudon as being knowledgeable about the decision to select Applicant’s Marks for use with
Applicant’s Goods.

5 Describe in detail the process by which the Applicant selected and applied to register .

- each of Applicant's Marks for use with Applicant's Goods, including the following:
(a) the date (or approximate date) Applicant first considered adoption of the Mark;
(b)  the date (or approximate date) Applicant decided to adopt the Mark;

(c)  the date, location and attendees of any meetings or discussions held by Applicant
at which the consideration, selection, approval or adoption of the Mark was discussed; and

(d)  identify all documents relating or referring to the meeting or discussion.

Response:

Applicant objects to this interrogatory as overbroad and unduly burdensome.
Notwithstanding the foregoing objection, Applicant will provide documents suff’ cient to
identify the information requested in Interrogatory No. 5.
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6. Identify each mark, name or symbol ever considered by Applicant as an alternative to the

selection, adoption, acquisition, or use of each of .Applicant's Marks and for each such
alternative:

(a) state the date and place when such alternative was considered;
(b) state the persohs who were present at such consideration;

(c) state the persons who suggested such altemativé;

(d) state the reasons why such alternative was not adopted; and

(e) identify all documents relating or referring to the alternative term, name or
symbol ' '

Response:
Applicant objects to this interrogatory as vexatious, overbroad and unduly

burdensome and not reasonably calculated to lead to the discovery of admissible evidence.

7. Has any person ever recommended or advised-against Applicant's acquisition, adoptlon
or use of any of Applicant's Marks?

Response:

Applicant objects to this interrogatory to the extent it seeks the disclosure of

privileged information. Notwithstanding the foregoing objection, Applicant was not so
advised.

8. Ifthe é.nswer to Interrogatory 7 is anything by an unqualified negative, then:

(a) identify each such person;

(b) state the date, Mark, and substance (;f such advice or recommendation;

©) identify each person receiving such advice or recommendation; and

(d) identify all documents referring or relating to such adﬁce or recommendation.
Response:

See Response to Interrogatory No. 7, which is incorporated herein ‘by reference.

NY-299395 vi
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9. Identify when each of Applicant's Marks were first used in interstate commerce in the
United States; or if any of Applicant's Marks have not yet been used in commerce, when
Applicant intends to use such Mark in interstate commerce in the United States.

Response:

# 26/ 52

Applicant commenced use of DB SIGNATURE in the United States on June 23,

2005. Applicant commenced use of SO DB in the United States on June 25, 2005.
Applicant has not commenced use of DB LOGO, DB MONOGRAM or DB STAR in the

United States. Applicant intends to use DB LOGO, DB MONOGRAM and DB STAR
within the next two years.

10.  Identify each type of Applicant Good(s) made, sold or offered for sale by Applicant using

trademarks other than Applicant's Marks and what trademarks were used and the general or.

common name or term used to denote the Applicant's Good(s).

Response:

Applicant objects to this interrogatory as vexatious, confusing, overbroad, unduly
burdensome and seeking information irrelevant to the subject matter of this action.

11.  Identify each'person who participated, participates or anticipates participating in any way
in the sale, advertisement or marketing of Applicant's Goods under Applicant's Marks, and for
each such person state:

(a) the Mark, and date upon which each such person began/will begin such

participation; and

(b) the period of time by dates during which each such person performed/will
perform said participation; and

(c) how such person participated/will participate in the sale, advertisement or
marketing of products or services sold under the Mark.

Response:

- Applicant objects to this interrogatory as vexatious, overbroad, unduly burdensome
and seeking information irrelevant to the subject matter of this action. Notwithstanding
the foregoing objection, Applicant identifies Fabrice Paget, Director of Marketing and
Communcations, as generally knowledgeable about the sale, advertisement and marketing
of Applicant’s Goods under Applicant’s Marks. o '

Y
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12.  Identify all documents which comprise, relate to or refer to any plans, projections, market

strategies or estimates of the number or dollar value of sale of Applicant's Goods under each of
Applicant's Marks.

Response:

Applicant objects to this request to the extent it is vexatious, overbroad and unduly
burdensome. Notwithstanding the foregoing objections, responsive documents, to the
extent Applicant is able to locate any following a reasonable search of its records, will be
produced as indicated in Applicant’s Response to Opposer’s First Set of Requests for
Production of Documents and Things to Applicant, subject to the entry of an appropriate
protective order. ,

13.  Describe iﬁ detail each and every reason why Applicant contends that use of each of

Applicant's Marks are not likely to cause a likelihood of confusion with each of Opposer's
Marks. ‘ : '

Response:

Applicant objects to this interrogatory to the extent that it seeks the disclosure of
privileged communications, attorney work product, or trial preparation material.
Notwithstanding the foregoing objection, there is no likelihood of confusion between
Applicant’s Marks and Opposer’s Marks for reasons including, but not limited to, the
differences in the Marks and channels of distribution, and the sophistication of purchasers
of upscale jewelry items.

14. Identify the date Applicant first became aware of each of Opposer's Marks, how
Applicant became aware of such Mark, and what steps Applicant took to avoid any likelihood of
confusion that could potentially be caused by any Mark owned, claimed, or designed by
Applicant, after becoming aware of such Mark.

Response:

_ Applicant first became aware of Opposer’s Mark on August 4, 2005 when it
received the Notice of Opposition to Application No. 78/245,779 for DB MONOGRAM.
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15.  Identify all applications filed by Applicant anywhere in the world which. have sought
trademark registration of any of Applicant's Marks. '

Response:

Applicant objects to this interrogatory as vexatious, overbroad, unduly

# 28/ 52

burdensome, seeking information irrelevant to the subject matter of this action and not -

reasonably calculated to lead to the discovery of admissible evidence.

16.  Identify each- federal or state registration or -application.by or on behalf of Applicant

covering a mark consisting or including each of Applicant's Marks, and with respect to each such
registration or application state: '

(a) its serial, registration or application nufnber, the date of filing, and any date of.
issue, and where applicable, indicate each state or geographical area of the application or
registration;

(b)  identify the goods or services specified therein;
(c) . indicate its present status; and |
(d)  identify all documents relating thereto.

Response:

Applicant object to this request to the extent it seeks information readily available

to the public on the United States Patent and Trademark Office web site. Applicant
further objects to this request to the extent it is confusing, overbroad and not reasonably
calculated to lead to the discovery of admissible evidence. Notwithstanding the foregoing
objection, Applicant will provide documents sufficient to identify the information
requested in Interrogatory No. 16. :

17. Describe in detail any instances of actual or possible confusion, mistaken identity or
mistaken relationship between Opposer and Applicant or between Opposer's Marks and
Applicant's Marks (including without limitation any such incidents involving persons inquiring
or commenting about any relationship between Opposer and Applicant, and incidents involving
persons inquiring about or requesting products where there is any indication that such persons
were confused or mistaken about the source of such products or a relationship between Opposer
and Applicant), and identify the dates and all persons Applicant is aware of that can offer any
evidence, information and/or testimony of any such actual or possible confusion.

Response:

Applicant has not encountered any instances of actual or possible confusion.
NY-299395 vl
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18.  Identify all persons with whom Applicant has entered into any agreements concemning
authorization to use any of Applicant's Marks.

Response:

Applicant objects to this interrogatory to the extent it is vexatious, seeks
information and documents irrelevant to the subject matter of this action, is vague,
overbroad and unduly burdensome. Notwithstanding the foregoing objection, Applicant

has granted an oral license to De Beers LV (USA) to use Applicant’s Marks in the United
States.

19. Describe all communications, including but not limited to all telephone conversations,
Jetters, or emails relating to any opinion from legal counsel that Applicant has obtained
concemning its rights to use each of Applicant's Marks as a trademark in connection with fine
jewelry, including diamonds, and timepieces. ‘

Response:

Applicant objects to this interrogatory as seeking information subject to the
attorney-client privilege. Notwithstanding the foregoing objection, Applicant will provide
relevant non-privileged documents sufficient to identify the information requested in
Interrogatory No. 19, to the extent there are any.

20.  Identify each advertising, marketing or promotional item created by or on behalf of
Applicant using or containing each of Applicant's Marks ever commissioned, produced,
published, broadcast or displayed, including without limitation advertisements in newspapers and
magazines, advertisements in trade journals, catalogs, handbills, promotion flyers, sales literature
brochures, tags, labels, containers or other packaging materials, and for each such advertisement
state the date on which such advertisement was commissioned, produced, published or displayed.

Response:

~ Applicant objects to this request to the extent it is vexatious, overbroad and unduly
burdensome. Notwithstanding the foregoing objections, Applicant will provide decuments
sufficient to identify the information requested in Interrogatery No. 20, to the extent
Applicant is able to locate any following a reasonable search of its records.

21.  With respect to the De Beers/LVMH Joint Venture, please identify wi}h specificity and in
detail: '

NY-299395 v}
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(a) the " parties, date and particulars of 'each deal, contract, agreement, or
understanding pertaining or relating thereto; '

(b) each constituent document or instrument (certificate of formation, or its
equivalent, partnership agreement, or its equivalent, etc.) pertaining or relating to each entity
formed or organized pursuant to its terms;

(© name, address, telephone number, and relationship to you of each of each party
or participant, of each of the documents or instruments identified in your response to (2) and (b);

(d) - the parties, date and particulars of each modification or amendment to the
documents or instruments identified in your response to (a) and (b); '

(e) identify any and all documents or tangible things which evidence, refer, or relate

to your answers to (a) through and (d) above;

6] the name, address, and relationship to yoix of the persons or entities who have in

their custody or control copies of the documents or tangible things referred to in (a) through (¢)
above. :

Response:
Applicant objects to this interrogatory as vexatious, seeking information and

documents irrelevant to the subject matter of this action, and not reasonably calculated to
Jead to the discovery of admissible evidence. ' '

A 22.  For De Beers LV Trade Mark Limited, please state:

(a) the date, manner (for example, corporation, partnership, limited partnership,
limited liability company), and state of organization of De Beers LV Trade Mark Limited;

(b)  the name, address, telephone number, of each person or entity that, at any time,
was a shareholder, partner, limited partner, general partner, member, and/or otherwise
beneficially and/or legally owned an equity or other ownership interest in De Beers LV Trade
Mark Limited;

(c) the name, address, telephone number, of each person or entity that, at any time,
was an officer, director, and/or manager of De Beers LV Trade Mark Limited;

(d) identify any and all documents or tangible things which evidence, réfer, or relate

. to your answers to (a) through and (c) above;

(e) the name, address, and relationship to you of the persons or entities who have in
their custody or control copies of the documents or tangible things referred to in (d) above.
NY-299395 vl '
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Response:

Applicant objects to this interrogatory as vexatious, seekmg mformatlon and

# 31/ 52

documents irrelevant to the subject matter of this action, and not reasonably calculated to

lead to the discovery of admissible evidence.

23.  For De Beers LV Ltd. please state:

. (a) the date, manner (for example corporation, partnership, limited partnership,
limited liability company), and state of organization of De Beers LV;

(b) the name, address, telephone number, of each person or entity that,: at any time,
was a shareholder, partner, limited partner, general partner, member, and/or otherwise
beneficially and/or legally owned an equity or other ownership interest in De Beers Lv;

(c) the name, address, telephone number, of each person or entity that, at any time;
was an officer, director, and/or manager of De Beers LV;

(d)  identify any and all documents or tangible things which evidence, refer, or relate
to your answers to (a) through and (c) above;

(e)  the name, address, and relationship to you of the persons or entities who have in
their custody or control copies of the documents or tangible things referred to in (d) above.

Response:

Applicant objects to this interrogatory to the extent it is vexatious, duplicative,
overbroad, unduly burdensome and not reasonably calculated to lead to the discovery of
admissible evidence. Notwithstanding the foregoing objections, Applicant herewith
identifies Guy Leymarie, CEO and Amanda Fogg, Legal Counsel and Company Secretary
as officers of De Beers LV Litd.

24.  Please identify any and all information, facts or documents concerning or relating to all
communications, whether written or oral, between Applicant, and/or de Beers, and N.W. Ayer,
including but not limited to the dates of communication, the means of communication, the
persons communicating, and the purpose of any such communication.

Response:

Applicant objects to this interrogatory to the extent it is vexatious, overbroad,
unduly burdensome, and not reasonably calculated to lead to the dlscovery of admissible
evidence. ‘
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25.  Please identify any and all information, facts or documents concerning or relating to all
communications, whether written or oral, between Applicant, and/or de Beers, and JWT,
including but not limited to the dats of communication, the means of communication, the
persons communicating, and the purpose of any such communication.

Response:

Applicant objects to this interrogatory to the extent it is vexatious, overbroad,

unduly burdensome, and not reasonably calculated to lead to the discovery of admissible

evidence.

Dated: New York, New York
October 2 , 2005

Dated: October 3, 2005

NY-299395 vi

Respectfully submitted,

. As to the Objections:

Kirkpatrick & Lockhart Nicholson Graham LLP

. Attorneys for Applicant

Darren W. Saunders
Melanie Bradley

599 Lexington Avenue

New York, NY 10022-6030
Tel. No.: (212)536-4063

As to the Interrogatories: -
De Beers LV Ltd.

Namc Amanda Fogg
Title: Legal Counsel & Company Secreary
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CERTIFICATE OF SERVICE

I hereby certify that a true and complete copy of the foregoing APPLICANT'S

# 33/ 52

RESPONSE TO OPPOSER’S FIRST SET OF INTERROGATORIES was served by First Class

Mail, with sufficient postage prepaid, on this the 3 day of October, 2005, upon applicant's

attorneys: i

To:  David A. Harlow
Christopher M. Kindel
Nelson Mullins Riley & Scarborough LLP
4140 Parklake Avenue
GlenLake One/Second Floor
- Raleigh, NC 27612

Peter J. Tredoux
300 Park Avenue, Suite 1700
New York, N.Y. 10022 .

Dated: New York, New York By M& %

October 3, 2005 Melanie Bradley
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

DEBOULLE DIAMOND & JEWELRY, INC.,

Opposer, Consolidated Opposition

No. 91165285

V.
DE BEERS LV LTD,,

Applicant,

KL A O A L LT LN U O I el K

OPPOSER’S OBJECTIONS AND RESPONSES SUBJECT THERETO
TO APPLICANT’S FIRST SET OF REQUESTS FOR
PRODUCTION OF DOCUMENTS AND THINGS

TO:  Applicant, De Beers LV Ltd., by and through its attorneys: Mark L. Peroff, Esq.,
Darren W. Saunders, Esq., and Melanie Bradley, Esq., Kirkpatrick & Lockhart
Nicholson Graham, LLP, 599 Lexington Avenue, New York, NY 10022-6030

Opposer, De Boulle Diamond & Jewelry, Inc. (“Opposer” and/or "De Boulle"), hereby
submits its Objections and Responses Subject Thereto to Applicant, De Beers LV Ltd.’s
("Applicant™ and/or "De Beers") First Set of Requests for Production of Documents and Things
to Opposer, pursuant to Rules 26 and 34 of the Federal Rules of Civil Procedure, 37 CFR
§§2.116 and 2.120, and Trademark Trial and Appeal Board Manual of Procedure, Chapter 400

(collectively the “TBMP™).
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TO APPLICANT’S FIRST SET OF REQUESTS FOR
PRODUCTION OF DOCUMENTS AND THINGS — Page 1




This the %Q day of December, 2005.

Respectfully submitted,

Pieter {. Trefloux
E-MailMddress:
ptredoux doux.com

[Member of the New York Bar]
300 Park Avenue, Suite 1700
New York, New York 10022
(212) 308-3500

-and -

David A. Harlow

NELSON MULLINS RILEY & SCARBOROUGH LLP
E-Mail Address:

david.harlow@nelsonmullins.com

NC Bar No. 1887

4140 Parklake Avenue

Glenl.ake One / Second Floor

Post Office Box 30519 (27622-0519)

Raleigh, North Carolina 27612

(919) 877-3800

CO-COUNSEL FOR OPPOSER

OPPOSER’S OBJECTIONS AND RESPONSES SUBJECT THERETO
TO APPLICANT’S FIRST SET OF REQUESTS FOR
PRODUCTION OF DOCUMENTS AND THINGS — Page 2




CERTIFICATE OF SERVICE

The undersigned hereby certifies that he has served g copy of the foregoing document
upon counsel of record via hand delivery, on this the day of December, 2005, and
addressed as follows:

Mark I. Peroff, Esq.

Darren W. Saunders, Esq.

Melanie Bradley, Esq.

Kirkpatrick & Lockhart Nicholson Graham, LLP
599 Lexington Avenue

New York, NY 10022-6030

P@deoux
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L.

RECURRING OBJECTIONS

1. The objections set forth in paragraphs 2 through 12 below apply to and are
incorporated into Opposet’s response to cach Request as if set forth at length, unless the context
specifically states otherwise.

2. Applicant has set forth in its Requests Instructions and extremely broad
Definitions of various terms purportedly to aid Opposer's responses to the Requests. Such
Instructions and Definitions, however, have unduly complicated Opposer's ability to provide a
response to the Requests, inasmuch as the Instructions and Definitions render the Requests
ambiguous, overly broad, unduly burdensome, and repetitive. The Instructions and Definitions
cause each of the Requests to which they apply to seek information which is not relevant,
material, or reasonably calculated to lead to the discovery of admissible evidence; in that each
such Request seeks information which is not even remotely connected to the facts and
circumstances of this Proceeding. The Instruction and Definitions thus cause the scope of
Applicant’s Requests to be expanded to such an extent that they exceed the scope of discovery
permitted under the TBMP; in that the relevant provisions of the TBMP provide all instructions
and definitions recognized with respect to responding to discovery requests.

3. Opposer objects to the definition of "Opposer and "Applicant”, contained in
Definitions A and B, in that such definitions, require Opposer to make a determination whether a
person or entity qualifies or acted within one of many enumerated capacities, and/or bears an
enumerated relationship to or affiliation with another person or entity, which renders the
Definitions and each Request to which they apply, unduly burdensome, vague, ambiguous,

oppressive and harassing.

OPPOSER’S OBJECTIONS AND RESPONSES SUBJECT THERETO
TO APPLICANT’S FIRST SET OF REQUESTS FOR
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4, Opposer objects to the definitions of the term “documents” contained in
Definitions E in that such Definition, as worded, and each Request to which it applies, are overly
broad, unduly burdensome, vague, ambiguous, oppressive and harassing. The Definition causes
the scope of Applicant’s Requests to be expanded to such an extent that they exceed the scope of
discovery permitted under the TBMP; in that the relevant provisions of the TBMP provide all
instructions and definitions recognized with respect to responding to discovery requests.

3. Opposer objects to the definitions of the terms “and" as well as “or” contained in
Definition F, and Instructions M and N, in toto. in that the Definition and Instructions, by their
own wording, attempts to require Opposer to respond to Requests which are “otherwise outside
[the] scope™ of permissible discovery, and/or the matters inquired about in a particular Request,
which renders the Definition and Instructions, and the Requests to which they apply, overly
broad, unduly burdensome, vague, ambiguous, oppressive and harassing.

6. Opposer objects to the definition of "commerce", contained in Definition G, in
that such definition is vague and ambiguous, and requires Opposer to make a legal determination
and solve a plethora complex constitutional, regulatory and other legal arguments, as to whether
Congress is entitled to regulate a particular activity, which renders the Definition and each
Request to which it applies unduly burdensome, vague, ambiguous, oppressive and harassing.

7. Opposer objects to the Definition of "concerning”, “relating to” and “pertaining
to” contained in Definition H, in that such Definition, and the Requests to which it applies, are
overly broad, unduly burdensome, vague, ambiguous, oppressive and harassing. Opposer further
objects to the Definition in that each Request in which it is contained, as worded, seeks material
which is exempt or immune from discovery, including, but not limited to, the notes and

correspondence of counsel, the work-product of Opposer, its attorneys and representatives, and
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are therefore protected from discovery under the attorney/client, attorney work-product, party
communication, and other applicable privilege, exemption or immunity,

8. Opposer objects to each Instruction and Definition, that requires Opposer to
provide information conceming "each", "every”, "any" and/or "all" of the designated area of
inquiry and/or requires Opposer to provide information which "evidence", "refer", or "support"
the designated area of inquiry, in that each such Instruction and Definition, and the Requests to
which they apply, as worded, seek material which is exempt or immune from discovery,
including, but not limited to, the notes and correspondence of counsel, the work-product of
Opposer, its attorneys and representatives, and are therefore protected from discovery under the
attorney/client, attorney work-product, party communication, and other applicable privilege,
exemption or immunity.

9. Opposer objects to Instruction O, in that the relevant provisions of the TBMP
provide all instructions and requirements pertaining to making objections and asserting
privileges and immunities, recognized with respect to responding to discovery requests.

10.  Opposer objects to Instructions I, J, K, and P, in that the relevant provisions of the
TBMP provide all instructions and requirements recognized with respect to responding to
discovery requests.

11.  Opposer objects to Instruction Q, in that it renders the Requests overly broad,
unduly burdensome, oppressive and harassing, in that Opposer has used some of its marks for
more than 20 years, which causes the scope of Applicant’s Requests to be expanded to such an
extent that they exceed the scope of discovery permitted under the TBMP.

12. Opposer objects to producing the any documents and things requested or inquired

about for inspection, copying or photographing at the offices of counsel for Applicant as

OPPOSER'S OBJECTIONS AND RESPONSES SUBJECT THERETO
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subjecting Plaintiff to undue burden and unnecessary expense, harassment and annoyance.
Subject to its objections and to any protective order issued by the Board, Opposer will offer to
produce all non-objectionable documents or tangible things responsive to these requests at the

offices of Opposer’s counsel, Pieter J. Tredoux, Esq., 1717 Main Street, Suite 3400, Dallas

Texas, 75201, at a time mutually agreeable to the parties.

IL.

OBJECTIONS AND RESPONSES
TO SPECIFIC REQUESTS

RESPONSES

1. All documents concerning the application for and the registration of Opposer’s marks.

RESPONSE:
See Recurring Objections.

Opposer further objects to this Request for the reason that same is vexatious, ambiguous,
overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry to be
expanded to such an extent that it exceeds the scope of discovery permitted under the TBMP.

Opposer further objects to this Request for the reason that it inquires about matters which
are non-public, confidential, private, and trade secret information concerning Opposer. Opposer
will suffer irreparable damage and harm if Opposer’s confidential and private information is
disclosed to Applicant, who is a competitor of Opposer or otherwise disseminated or disclosed to
third parties.

Opposer further objects to this Request for the reason that it seek material which is
exempt or immune from discovery, including, but not limited to, the notes and correspondence of
counsel, the work-product of Opposer, its attorneys and representatives, and are therefore
protected from discovery under the attorney/client, attorney work-product, party communication,
and other applicable privilege, exemption or immunity.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will produce non-objectionable documents responsive to this request, to the
extent same exists, in the manner described in Paragraph 12 above.
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2. All documents and things concerning Opposer’s creation, development and adoption of
Opposer’s marks.

RESPONSE:
See Recurring Objections.

Opposer further objects to this Request for the reason that same is vexatious, ambiguous,
overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry to be
expanded to such an extent that it exceeds the scope of discovery permitted under the TBMP.

Opposer further objects to this Request for the reason that it inquires about matters which
are non-public, confidential, private, and trade secret information concerning Opposer. Opposer
will suffer irreparable damage and harm if Opposer’s confidential and private information is
disclosed to Applicant, who is a competitor of Opposer or otherwise disseminated or disclosed to
third parties.

Opposer further objects to this Request for the reason that it seek material which is
exempt or immune from discovery, including, but not limited to, the notes and correspondence of
counsel, the work-product of Opposer, its attorneys and representatives, and are therefore
protected from discovery under the attorney/client, attorney work-product, party communication,
and other applicable privilege, exemption or immunity.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will produce non-objectionable documents responsive to this Request, to the
extent same exists, in the manner described in Paragraph 12 above.

3. All documents concerning Opposer’s right to use or register each of Opposer’s marks.
RESPONSE:
See Recurring Objections.

Opposer further objects to this Request for the reason that same is vexatious, ambiguous,
overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry to be
expanded to such an extent that it exceeds the scope of discovery permitted under the TBMP.

Opposer further objects to this Request for the reason that it inquires about matters which
are non-public, confidential, private, and trade secret information concerning Opposer. Opposer
will suffer irreparable damage and harm if Opposer’s confidential and private information is
disclosed to Applicant, who is a competitor of Opposer or otherwise disseminated or disclosed to
third parties.
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Opposer further objects to this Request for the reason that it seek material which is
exempt or immune from discovery, including, but not limited to, the notes and correspondence of
counsel, the work-product of Opposer, its attorneys and representatives, and are therefore
protected from discovery under the attorney/client, attorney work-product, party communication,
and other applicable privilege, exemption or immunity.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will produce non-objectionable documents responsive to this request, to the
exten{ same exists, in the manner described in Paragraph 12 above.

4. All documents concerning any search, inquiry or investigation conducted to determine the
availability or registrability of Opposer’s mark.

RESPONSE:
See Recurring Objections.

Opposer further objects to this Request for the reason that same is vexatious, ambiguous,
overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry to be
expanded to such an extent that it exceeds the scope of discovery permitted under the TBMP.

Opposer further objects to this Request for the reason that it inquires about matters which
are non-public, confidential, private, and trade secret information concerning Opposer. Opposer
will suffer irreparable damage and harm if Opposer’s confidential and private information is
disclosed to Applicant, who is a competitor of Opposer or otherwise disseminated or disclosed to
third parties.

Opposer further objects to this Request for the reason that it seek material which is
exempt or immune from discovery, including, but not limited to, the notes and correspondence of
counsel, the work-product of Opposer, its attorneys and representatives, and are therefore
protected from discovery under the attorney/client, attorney work-product, party communication.
and other applicable privilege, exemption or immunity.

5. Documents sufficient to establish the date of first use of each of Opposer’s marks in the
United States and in commerce.

RESPONSE:
See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vague,
ambiguous, and overly broad, in that it inquires about matters that are not adequately defined and
described. Opposer is unable to determine what is meant by the phrase “sufficient to establish”
as used in this Request, which renders the Request vague, ambiguous, and overly broad.
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Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will produce non-objectionable documents responsive to this request, to the
extent same exists, in the manner described in Paragraph 12 above.

6. Representative photographs of each product sold, distributed or offered under Opposer’s
marks in the United States of America.

RESPONSE:
See Recurring Objections.

Opposer further objects to this Request for the reason that same is vexatious, ambiguous.
overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry to be
expanded to such an extent that it exceeds the scope of discovery permitted under the TBMP.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will produce non-objectionable documents responsive to this request, to the
extent same exists, in the manner described in Paragraph 12 above.

7. All extant or proposed labels, packaging, stencils, mock-ups, in-store displays, and price
lists which have ever been used, or are intended to be used on or in connection with any
of the goods or services sold under each of Opposer’s marks.

RESPONSE:
See Recurring Objections.
Opposer further objects to this Request for the reason that same is vexatious, ambiguous.

overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry to be
expanded to such an extent that it exceeds the scope of discovery permitted under the TBMP.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will produce non-objectionable documents responsive to this request, to the
extent same exists, in the manner described in Paragraph 12 above.

8. Documents sufficient to identify each retail outlet or other point of sale, whether owned
by Opposer or a third party, in which Opposer’s goods are sold in the United States.
RESPONSE:

See Recurring Objections.
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Opposer further objects to this interrogatory for the reason that same is vague,
ambiguous, and overly broad, in that it inquires about matters that are not adequately defined and
described. Opposer is unable to determine what is meant by the phrase “sufficient to identify” as
used in this Request, which renders the Request vague, ambiguous, and overly broad.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will produce non-objectionable documents responsive to this request, to the
extent same exists, in the manner described in Paragraph 12 above.

9. Photographs of Opposer’s retail establishments, including any storefronts, signs or
permanent displays containing any of Opposer’s marks.

RESPONSE:
See Recurring Objections.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will produce non-objectionable documents responsive to this request, to the
extent same exists, in the manner described in Paragraph 12 above.

10. Representative samples of catalogues featuring goods or services bearing Opposer’s
marks.

RESPONSE:
See Recurring Objections.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will produce non-objectionable documents responsive to this request, to the
extent same exists, in the manner described in Paragraph 12 above.

I1. Separately for each good or service offered by Opposer under or in connections with
Opposer’s mark, and for each calendar quarter (or, if not available, year) in which
Opposer sold or offered such good or service, documents sufficient to identify the sale
price or projected sales price for each good or service.

RESPONSE:
See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vague,
ambiguous, and overly broad, in that it inquires about matters that are not adequately defined and
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described. Opposer is unable to determine what is meant by the phrase “sufficient to identify™ as
used in this Request, which renders the Request vague, ambiguous, and overly broad.

Opposer further objects to this Request for the reason that it inquires about matters which
are non-public, confidential, private, and trade secret information concerning Opposer. Opposer
will suffer irreparable damage and harm if Opposer’s confidential and private information is

disclosed to Applicant, who is a competitor of Opposer or otherwise disseminated or disclosed to
third parties.

Opposer turther objects to this Request in general, for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry

to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will produce non-objectionable documents responsive to this Request, to the
extent same exists, in the manner described in Paragraph 12 above.

I2. Separately for each good or service offered by Opposer under or in connection with
Opposer’s mark, and for each such calendar quarter (or, if not available, year) in which
Opposer sold or offered such good or service, documents sufficient to identify the manner
in which Opposer’s mark was used or is intended to be used in association with such
good or service.,

RESPONSE:
See Recurring Objections.

Opposer turther objects to this interrogatory for the reason that same is vague,
ambiguous, and overly broad, in that it inquires about matters that are not adequately defined and
described. Opposer is unable to determine what is meant by the phrase “sufficient to identify” as
used in this Request, which renders the Request vague, ambiguous, and overly broad.

Opposer further objects to this Request in general, for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry
to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will produce non-objectionable documents responsive to this Request, to the
extent same exists, in the manner described in Paragraph 12 above.

OPPOSER’S OBJECTIONS AND RESPONSES SUBJECT THERETO
TO APPLICANT'S FIRST SET OF REQUESTS FOR
PRODUCTION OF DOCUMENTS AND THINGS ~ Page 12




I3. Separately for each good or service offered by Opposer under or in connection with
Opposer’s mark, and for each calendar quarter (or, if not available, year) in which
Opposer sold or offered such good or service, documents sufficient to identify all other

claimed (whether by Opposer or a third party) marks and designations used in connection
with such good or service.

RESPONSE:
See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vague,
ambiguous, and overly broad, in that it inquires about matters that are not adequately defined and
described. Opposer is unable to determine what is meant by the phrase “sufficient to identify” as
used in this Request, which renders the Request vague, ambiguous, and overly broad.

Opposer further objects to this Request in general, for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry
to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will produce non-objectionable documents responsive to this Request, to the
extent same exists, in the manner described in Paragraph 12 above.

14. Separately for each good or service offered by Opposer under or in connection with
Opposer’s mark, and for each calendar quarter (or, if not available, year) in which
Opposer sold or offered such good or service, documents sufficient to Identify the class
of purchasers that would be considered typical end users of each of applicant’s goods or
services sold in connection with applicant’s mark.

RESPONSE;
See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vague,
ambiguous, and overly broad, in that it inquires about matters that are not adequately defined and
described. Opposer is unable to determine what is meant by the phrase “sufficient to identify” as
used in this Request, which renders the Request vague, ambiguous, and overly broad.

Opposer further objects to this Request for the reason that it inquires about matters which
are non-public, confidential, private, and trade secret information concerning Opposer. Opposer
will suffer irreparable damage and harm if Opposer’s confidential and private information is
disclosed to Applicant, who is a competitor of Opposer or otherwise disseminated or disclosed to
third parties.
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Opposer further objects to this Request in general, for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry

to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will produce non-objectionable documents responsive to this Request, to the
extent same exists, in the manner described in Paragraph 12 above.

15. Documents sufficient to identify any manufacturers, contractors or sub-contractors that
produce items bearing Opposer’s marks.

RESPONSE:
See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vague,
ambiguous, and overly broad, in that it inquires about matters that are not adequately defined and
described. Opposer is unable to determine what is meant by the phrase “sufficient to identify” as
used in this Request, which renders the Request vague, ambiguous, and overly broad.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will produce non-objectionable documents responsive to this Request, to the
extent same exists, in the manner described in Paragraph 12 above.

16. Any marketing, advertising and/or promotional plans and analyses that have been
prepared by or for Opposer in connection with the promotion or sale of goods or services
under each of Opposer’s marks.

RESPONSE:

See Recurring Objections.

Opposer further objects to this Request for the reason that it inquires about matters which
are non-public, confidential, private, and trade secret information concerning Opposer. Opposer
will suffer irreparable damage and harm if Opposer’s confidential and private information is
disclosed to Applicant, who is a competitor of Opposer or otherwise disseminated or disclosed to
third parties.
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Subject to the foregoing objections and while continuing to insist on same for all

purposes, Opposer will produce non-objectionable documents responsive to this Request, to the
extent same exists, in the manner described in Paragraph 12 above.

[7. Documents concerning studies performed by or on behalf of Opposer regarding its “DE
BOULLE,” * DE B and Design” and “DB marks,” including but not limited to market
research, consumer recognition, brand imagery or identity, focus group and any other
research conducted in the United States.

RESPONSE.:
See Recurring Objections.

Opposer further objects to this Request for the reason that same is vexatious, ambiguous,
overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry to be
expanded to such an extent that it exceeds the scope of discovery permitted under the TBMP.

Opposer further objects to this Request for the reason that it inquires about matters which
are non-public, confidential, private, and trade secret information concerning Opposer. Opposer
will suffer irreparable damage and harm if Opposer’s confidential and private information is
disclosed to Applicant, who is a competitor of Opposer or otherwise disseminated or disclosed to
third parties.

Opposer further objects to this Request for the reason that it seek material which is
exempt or immune from discovery, including, but not limited to, the notes and correspondence of
counsel, the work-product of Opposer, its attorneys and representatives, and are therefore
protected from discovery under the attorney/client, attorney work-product, party communication,
and other applicable privilege, exemption or immunity.

Subject to the foregoing objections and while continuing to insist on same for all

purposes, Opposer will produce non-objectionable documents responsive to this request, to the
extent same exists, in the manner described in Paragraph 12 above.

18. Documents sufficient to identify Opposer’s primary competitors in the retail jewelry
business.
RESPONSE:
See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vague,
ambiguous, and overly broad, in that it inquires about matters that are not adequately defined and
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described. Opposer is unable to determine what is meant by the phrase “sufficient to identify” as
used in this Request, which renders the Request vague, ambiguous, and overly broad.

Opposer further objects to this Request, in general, for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry

to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Opposer further objects to this Request for the reason that it inquires about matters which
are non-public, contidential, private, and trade secret information concerning Opposer. Opposer
will suffer irreparable damage and harm if Opposer’s confidential and private information is

disclosed to Applicant, who is a competitor of Opposer or otherwise disseminated or disclosed to
third parties.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will produce non-objectionable documents responsive to this request, to the
extent same exists, in the manner described in Paragraph 12 above.

19. Documents sufficient to identify any plans to expand its retail jewelry business outside of
the Dallas, Texas area.

RESPONSE:
See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vague,
ambiguous, and overly broad, in that it inquires about matters that are not adequately defined and
described. Opposer is unable to determine what is meant by the phrase “sufficient to identify” as
used in this Request, which renders the Request vague, ambiguous, and overly broad.

Opposer further objects to this Request, in general, for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry
to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Opposer further objects to this Request for the reason that it inquires about matters which
are non-public, confidential, private, and trade secret information concerning Opposer. Opposer
will suffer irreparable damage and harm if Opposer’s confidential and private information is
disclosed to Applicant, who is a competitor of Opposer or otherwise disseminated or disclosed to
third parties.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will produce non-objectionable documents responsive to this request, to the
extent same exists, in the manner described in Paragraph 12 above.
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20. Representative samples of all sales, advertising, marketing and promotional materials or
items which Opposer uses or has used in connection with Opposer’s marks.

RESPONSE:
See Recurring Objections.

Opposer further objects to this Request, for the reason that same is vexatious, ambiguous,
overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry to be
expanded to such an extent that it exceeds the scope of discovery permitted under the TBMP.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will produce non-objectionable documents responsive to this request, to the
extent same exists, in the manner described in Paragraph 12 above.

21. Documents sufficient to establish the amounts Opposer spent on advertising and
promotion, year by year, in connection with the advertising and promotion of goods and
services bearing or associated with Opposer’s marks, for each year in which there have
been such expenditures.

RESPONSE:
See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vague,
ambiguous, and overly broad, in that it inquires about matters that are not adequately defined and
described. Opposer is unable to determine what is meant by the phrase “sufficient to establish”
as used in this Request, which renders the Request vague, ambiguous, and overly broad.

Opposer further objects to this Request, in general, for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry
to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Opposer further objects to this Request for the reason that it inquires about matters which
are non-public, confidential, private, and trade secret information concerning Opposer. Opposer
will suffer irreparable damage and harm if Opposer’s confidential and private information is
disclosed to Applicant, who is a competitor of Opposer or otherwise disseminated or disclosed to
third parties.
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Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will produce non-objectionable documents responsive to this request, to the
extent same exists, in the manner described in Paragraph 12 above.

22. Documents sufficient to identify the media (including but not limited to publications,
radio, newspapers and the Internet) in which Opposer advertises, dlsplays or promotes, or
intends to advertise, display or promote, each good or service in connection with
Opposer’s mark.

RESPONSE:
See Recurring Objections.

Opposer further objects to this mtenooatory for the reason that same is vague,
ambiguous, and overly broad, in that it inquires about matters that are not adequately defined and
described. Opposer is unable to determine what is meant by the phrase “sufficient to identify” as
used in this Request, which renders the Request vague, ambiguous, and overly broad.

Opposer further objects to this Request, in general, for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry

to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Opposer further objects to this Request for the reason that it inquires about matters which
are non-public, confidential, private, and trade secret information concerning Opposer. Opposer
will suffer irreparable damage and harm if Opposer’s confidential and private information is
disclosed to Applicant, who is a competitor of Opposer or otherwise disseminated or disclosed to
third parties.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will produce non-objectionable documents responsive to this request, to the
extent same exists, in the manner described in Paragraph 12 above.

23. Documents sufficient to establish total unit and dollar sales of goods and services bearing
or associated with Opposer’s marks by month for each year in which there have been
such sales.

RESPONSE:
See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vague,
ambiguous, and overly broad, in that it inquires about matters that are not adequately defined and
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described. Opposer is unable to determine what is meant by the phrase “sufficient to establish™
as used in this Request, which renders the Request vague, ambiguous, and overly broad.

Opposer further objects to this Request, in general, for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry

to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Opposer further objects to this Request for the reason that it inquires about matters which
are non-public, confidential, private, and trade secret information concerning Opposer. Opposer
will suffer irreparable damage and harm if Opposer’s confidential and private information is

disclosed to Applicant, who is a competitor of Opposer or otherwise disseminated or disclosed to
third parties.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will produce non-objectionable documents responsive to this request, to the
extent same exists, in the manner described in Paragraph 12 above.

24. Documents sufficient to establish total unit and dollar sales of goods and services bearing
or associated with Opposer’s web site www.deboulle.com and bearing or associated with
Opposer’s marks by month for each year in which there have been such sales.

RESPONSE:

See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vague,
ambiguous, and overly broad, in that it inquires about matters that are not adequately defined and
described. Opposer is unable to determine what is meant by the phrase “sufficient to establish”
as used in this Request, which renders the Request vague, ambiguous, and overly broad.

Opposer further objects to this Request, in general, for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry
to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Opposer further objects to this Request for the reason that it inquires about matters which
are non-public, confidential, private, and trade secret information concerning Opposer. Opposer
will suffer irreparable damage and harm if Opposer’s confidential and private information is
disclosed to Applicant, who is a competitor of Opposer or otherwise disseminated or disclosed to
third parties.
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Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will produce non-objectionable documents responsive to this request, to the
extent same exists, in the manner described in Paragraph 12 above.

25. Documents sufficient to establish total unit and dollar sales of goods and services bearing

or associated with Opposer’s marks sold in catalogues by month for each year in which
there have been such sales.

RESPONSE;:
See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vague,
ambiguous, and overly broad, in that it inquires about matters that are not adequately defined and
described. Opposer is unable to determine what is meant by the phrase “sufficient to establish”
as used in this Request, which renders the Request vague, ambiguous, and overly broad.

Opposer further objects to this Request, in general, for the reason that same is vexatious.
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry

to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Opposer further objects to this Request for the reason that it inquires about matters which
are non-public, confidential, private, and trade secret information concerning Opposer. Opposer
will suffer irreparable damage and harm if Opposer’s confidential and private information is
disclosed to Applicant, who is a competitor of Opposer or otherwise disseminated or disclosed to
third parties.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will produce non-objectionable documents responsive to this request, to the
extent same exists, in the manner described in Paragraph 12 above.

26. Documents sufficient to establish total unit and dollar sales of goods and service bearing
or associated with Opposer’s marks sold to customers outside of Texas.

RESPONSE:
See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vague.
ambiguous, and overly broad. in that it inquires about matters that are not adequately defined and
described. Opposer is unable to determine what is meant by the phrase “sufficient to establish”
as used in this Request, which renders the Request vague, ambiguous, and overly broad.
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Opposer further objects to this Request, in general, for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry

to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Opposer further objects to this Request for the reason that it inquires about matters which
are non-public, confidential, private, and trade secret information concerning Opposer. Opposer
will suffer irreparable damage and harm if Opposer’s confidential and private information is

disclosed to Applicant, who is a competitor of Opposer or otherwise disseminated or disclosed to
third parties.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will produce non-objectionable documents responsive to this request, to the
extent same exists, in the manner described in Paragraph 12 above.

27. Documents sufficient to identify any consent, authorization or permission given by
Opposer to any person or entity to use Opposer’s marks, including without limitation,
through the use of agreements, contracts and licenses, if any.

RESPONSE:
See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vague,
ambiguous, and overly broad, in that it inquires about matters that are not adequately defined and
described. Opposer is unable to determine what is meant by the phrase “sufficient to identify” as
used in this Request, which renders the Request vague, ambiguous, and overly broad.

Opposer further objects to this Request for the reason that it inquires about matters which
are non-public, confidential, private, and trade secret information concerning Opposer. Opposer
will suffer irreparable damage and harm if Opposer’s confidential and private information is
disclosed to Applicant, who is a competitor of Opposer or otherwise disseminated or disclosed to
third parties.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will produce non-objectionable documents responsive to this request, to the
extent same exists, in the manner described in Paragraph 12 above.

28. Documents sufficient to identify any consent, authorization or permission given to
Opposer by any person or entity to use Opposer’s marks, including without limitation,
through the use of agreements, contracts and licenses, if any.

RESPONSE:
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See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vague,
ambiguous, and overly broad, in that it inquires about matters that are not adequately defined and
described. Opposer is unable to determine what is meant by the phrase “sufficient to identify” as
used in this Request, which renders the Request vague, ambiguous, and overly broad.

Opposer further objects to this Request for the reason that it inquires about matters which
are non-public, confidential, private, and trade secret information concerning Opposer. Opposer
will suffer irreparable damage and harm if Opposer’s confidential and private information is

disclosed to Applicant, who is a competitor of Opposer or otherwise disseminated or disclosed to
third parties.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will produce non-objectionable documents responsive to this request, to the
extent same exists, in the manner described in Paragraph 12 above.

29. Documents concerning communications to the trade or the public that Opposer’s “DE B
and Design” or “DB™ marks are trademarks and/or exclusive property of Opposer.

RESPONSE:
See Recurring Objections.

Opposer further objects to this Request for the reason that same is vexatious, ambiguous,
overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry to be
expanded to such an extent that it exceeds the scope of discovery permitted under the TBMP.

Opposer further objects to this Request for the reason that it seek material which is
exempt or immune from discovery, including, but not limited to, the notes and correspondence of
counsel, the work-product of Opposer, its attorneys and representatives, and are therefore
protected from discovery under the attorney/client, attorney work-product, party communication,
and other applicable privilege, exemption or immunity.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will produce non-objectionable documents responsive to this request, to the
extent same exists, in the manner described in Paragraph 12 above.

30. Documents sufficient to identify all policies or procedures of Opposer regarding
enforcement or policing of Opposer’s marks, and all documents concerning any efforts
by Opposer, whether successful or unsuccessful, to enforce or police its alleged rights in
and to Opposer’s marks.
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RESPONSE:
See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vague,
ambiguous, and overly broad, in that it inquires about matters that are not adequately defined and
described. Opposer is unable to determine what is meant by the phrase “sufficient to identify” as
used in this Request, which renders the Request vague, ambiguous, and overly broad.

Opposer further objects to this interrogatory for the reason that it assumes facts not in
evidence in describing or characterizing Opposer’s long-standing and recognized rights in and to
its marks and brands as “alleged” rights.

Opposer further objects to this Request, in general, for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry

to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Opposer further objects to this Request for the reason that it inquires about matters which
are non-public, confidential, private, and trade secret information concerning Opposer. Opposer
will suffer irreparable damage and harm if Opposer’s confidential and private information is
disclosed to Applicant, who is a competitor of Opposer or otherwise disseminated or disclosed to
third parties.

Opposer further objects to this Request for the reason that it seek material which is
exempt or immune from discovery, including, but not limited to, the notes and correspondence of
counsel, the work-product of Opposer, its attorneys and representatives, and are thercfore
protected from discovery under the attorney/client, attorney work-product, party communication,
and other applicable privilege, exemption or immunity.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will produce non-objectionable documents respounsive to this request, to the
extent same exists, in the manner described in Paragraph 12 above.

31. Documents concerning any protest, objection or proceeding, including but not limited to
U.S. Patent and Trademark Office proceeding (including a refusal to register by a
Trademark Examining Attorney), or federal or state court action, instituted by the
Opposer against the use, application for registration of any trade name, trademark or
service mark based on its alleged similarity to any of Opposer’s marks.

RESPONSE:

See Recurring Objections.
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Opposer further objects to this Request, in general, for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry

to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Opposer further objects to this Request for the reason that it seek material which is
exempt or immune from discovery, including, but not limited to, the notes and correspondence of
counsel, the work-product of Opposer, its attorneys and representatives, and are therefore
protected from discovery under the attorney/client, attorney work-product, party communication,
and other applicable privilege, exemption or immunity.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will produce non-objectionable documents responsive to this request, to the
extent same exists, in the manner described in Paragraph 12 above.

32. Documents concerning third parties who use the initials “D” and “B” for jewelry and/or
retail jewelry stores in the United States.

RESPONSE:
See Recurring Objections.

Opposer further objects to this Request, in general, for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry
to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Opposer further objects to this Request for the reason that it seek material which is
exempt or immune from discovery, including, but not limited to, the notes and correspondence of
counsel, the work-product of Opposer, its atforneys and representatives, and are therefore
protected from discovery under the attorney/client, attorney work-product, party communication,
and other applicable privilege, exemption or immunity.

Subject to the foregoing objections and while continuing to insist on same for all

purposes, Opposer will produce non-objectionable documents responsive to this request, to the
extent same exists, in the manner described in Paragraph 12 above.

33. Documents concerning Opposer’s decision to file trademark applications for each of its
marks in the United States Patent & Trademark Office.
RESPONSE:

See Recurring Objections.

OPPOSER’S OBJECTIONS AND RESPONSES SUBJECT THERETO
TO APPLICANT’S FIRST SET OF REQUESTS FOR
PRODUCTION OF DOCUMENTS AND THINGS — Page 24




Opposer further objects to this Request, in general, for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry

to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Opposer further objects to this Request for the reason that it inquires about matters which
are non-public, confidential, private, and trade secret information concerning Opposer. Opposer
will suffer irreparable damage and harm if Opposer’s confidential and private information is

disclosed to Applicant, who is a competitor of Opposer or otherwise disseminated or disclosed to
third parties.

Opposer further objects to this Request for the reason that it seek material which is
exempt or immune from discovery, including, but not limited to, the notes and correspondence of
counsel, the work-product of Opposer, its attorneys and representatives, and are therefore
protected from discovery under the attorney/client, attorney work-product, party communication,
and other applicable privilege, exemption or immunity.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will produce non-objectionable documents responsive to this request, to the
extent same exists, in the manner described in Paragraph 12 above.

34. Any written report or opinion which Opposer has ever received from an attorney, whether
or not such attorney was or is employed by Opposer, concerning:
(a) its rights in and the scope of protection in and to Opposer’s marks, and;
(b) the effect of Applicant’s use or registration of Applicant’s mark upon Opposer’s
mark or the goodwill relating thereto.

RESPONSE:
See Recurring Objections.

Opposer further objects to this Request for the reason that it inquires about matters which
are non-public, confidential, private, and trade secret information concerning Opposer. Opposer
will suffer irreparable damage and harm if Opposer’s confidential and private information is
disclosed to Applicant, who is a competitor of Opposer or otherwise disseminated or disclosed to
third parties.

Opposer further objects to this Request for the reason that it seek material which is
exempt or immune from discovery, including, but not limited to, the notes and correspondence of
counsel, the work-product of Opposer, its attorneys and representatives, and are therefore
protected from discovery under the attorney/client, attorney work-product, party communication,
and other applicable privilege, exemption or immunity.
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35. Documents concerning any instances of actual confusion or mistake in the marketplace as

to source, sponsorship or affiliation between the goods and services of Opposer and those
of Applicant.

RESPONSE:
See Recurring Objections.

Opposer further objects to this Request, in general, for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry

to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Opposer further objects to this Request for the reason that it inquires about matters which
are non-public, confidential, private, and trade secret information concerning Opposer. Opposer
will suffer irreparable damage and harm if Opposer’s confidential and private information is
disclosed to Applicant, who is a competitor of Opposer or otherwise disseminated or disclosed to
third parties.

Opposer further objects to this Request for the reason that it seek material which is
exempt or immune from discovery, including, but not limited to, the notes and correspondence of
counsel, the work-product of Opposer, its attorneys and representatives, and are therefore
protected from discovery under the attorney/client, attorney work-product, party communication,
and other applicable privilege, exemption or immunity.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will produce non-objectionable documents responsive to this request, to the
extent same exists, in the manner described in Paragraph 12 above.

36. Documents concerning any investigations, searches, or surveys which Opposer has
conducted or commissioned, or caused to be conducted or commissioned, relating to
whether there is, or may be, a likelihood of confusion between Applicant’s marks and
Opposer’s marks.

RESPONSE:
See Recurring Objections.

Opposer further objects to this Request, in general, for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry
to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.
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Opposer further objects to this Request for the reason that it inquires about matters which
are non-public, confidential, private, and trade secret information concerning Opposer. Opposer
will suffer irreparable damage and harm if Opposer’s confidential and private information is

disclosed to Applicant, who is a competitor of Opposer or otherwise disseminated or disclosed to
third parties.

Opposer further objects to this Request for the reason that it seek material which is
exempt or immune from discovery, including, but not limited to, the notes and correspondence of
counsel, the work-product of Opposer, its attorneys and representatives, and are therefore
protected from discovery under the attorney/client, attorney work-product, party communication,
and other applicable privilege, exemption or immunity.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will produce non-objectionable documents responsive to this request, to the
extent same exists, in the manner described in Paragraph 12 above.

37. Documents that support Opposer’s claims that Opposer’s “DB’ and “DE B and Design”
marks are “famous, distinctive and well-known.” See Paragraph 7 of each of Opposer’s
Notice(s) of Opposition to applications for DB LOGO, DB MONOGRAM, DB STAR,
and SO DB; Paragraph 6 of Opposer’s Notice of Opposition to DB SIGNATURE.

RESPONSE:
See Recurring Objections.

Opposer further objects to this Request, in general, for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry
to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Opposer further objects to this Request for the reason that it inquires about matters which
are non-public, confidential, private, and trade secret information concerning Opposer. Opposer
will suffer irreparable damage and harm if Opposer’s confidential and private information is
disclosed to Applicant, who is a competitor of Opposer or otherwise disseminated or disclosed to
third parties.

Opposer further objects to this Request for the reason that it seek material which is
exempt or immune from discovery, including, but not limited to, the notes and correspondence of
counsel, the work-product of Opposer, its attorneys and representatives, and are there’f'ore
protected from discovery under the attorney/client, attorney work-product, party communication,
and other applicable privilege, exemption or immunity.
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Subject to the foregoing objections and while continuing to insist on same for all

purposes, Opposer will produce non-objectionable documents responsive to this request, to the
extent same exists, in the manner described in Paragraph 12 above.

38. Documents that support Opposer’s claims that confusion is likely between each of
Opposer’s marks and each of Applicant’s marks. See Paragraphs 10-14 of each of
Opposer’s Notice(s) of Opposition to applications for DB LOGO, DB MONOGRAM,

DB; and SO DB; Paragraphs 9-13 of Opposer’s Notice fo Opposition to DB
SIGNATURE.

RESPONSE:
See Recurring Objections.

Opposer further objects to this Request, in general, for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry
to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Opposer further objects to this Request for the reason that it inquires about matters which
are non-public, confidential, private, and trade secret information concerning Opposer. Opposer
will suffer irreparable damage and harm if Opposer’s confidential and private information is
disclosed to Applicant, who is a competitor of Opposer or otherwise disseminated or disclosed to
third parties.

Opposer further objects to this Request for the reason that it seek material which is
exempt or immune from discovery, including, but not limited to, the notes and correspondence of
counsel, the work-product of Opposer, its attorneys and representatives, and are therefore
protected from discovery under the attorney/client, attorney work-product, party communication,
and other applicable privilege, exemption or immunity.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will produce non-objectionable documents responsive to this request, to the
extent same exists, in the manner described in Paragraph 12 above.

39. Documents that support Opposer’s claim that Applicant’s marks would “cause dilution of
the distinctive quality” of Opposer’s marks, including, but not limited to any
investigation, study or survey measuring dilution. See Paragraph 15 of cach of Opposer’s
Notice(s) of Opposition to Applicant’'s DB LOGO, DB MONOGRAM, DB STAR, and
SO DB marks; and Paragraph 14 of Opposer’s Notice of Opposition to DB
SIGNATURE.

RESPONSE:
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See Recurring Objections.

Opposer further objects to this Request, in general, for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry
to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Opposer further objects to this Request for the reason that it inquires about matters which
are non-public, confidential, private, and trade secret information concerning Opposer. Opposer
will suffer irreparable damage and harm if Opposer’s confidential and private information is
disclosed to Applicant, who is a competitor of Opposer or otherwise disseminated or disclosed to
third parties.

Opposer further objects to this Request for the reason that it seek material which is
exempt or immune from discovery, including, but not limited to, the notes and correspondence of
counsel, the work-product of Opposer, its attorneys and representatives, and are therefore
protected from discovery under the attorney/client, attorney work-product, party communication,
and other applicable privilege, exemption or immunity.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will produce non-objectionable documents responsive to this request, to the
extent same exists, in the manner described in Paragraph 12 above.

40. An organizational chart or other document which list or from which it may be determined
the identities of each officer, manager and sales representative of Opposer.

RESPONSE:
See Recurring Objections.

Opposer further objects to this Request, in general, for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry
to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will produce non-objectionable documents responsive to this request, to the
extent same exists, in the manner described in Paragraph 12 above.

41. All documents on which Opposer will rely to prove the allegations set forth in its
Notice(s) of Opposition.
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RESPONSE:
See Recurring Objections.

Opposer further objects to this Request, in general, for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry

to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Opposer further objects to this Request for the reason that it inquires about matters which
are non-public, confidential, private, and trade secret information concerning Opposer. Opposer
will suffer irreparable damage and harm if Opposer’s confidential and private information is

disclosed to Applicant, who is a competitor of Opposer or otherwise disseminated or disclosed to
third parties.

Opposer further objects to this Request for the reason that it seek material which is
exempt or immune from discovery, including, but not limited to, the notes and correspondence of
counsel, the work-product of Opposer, its attorneys and representatives, and are therefore
protected from discovery under the attorney/client, attorney work-product, party communication,
and other applicable privilege, exemption or immunity.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will produce non-objectionable documents responsive to this request, to the
extent same exists, in the manner described in Paragraph 12 above.

42. Any expert report that Opposer intends to use in this opposition proceeding.

RESPONSE:
See Recurring Objections.

Opposer further objects to this Request for the reason that it seek material which is
exempt or immune from discovery, including, but not limited to, the notes and correspondence of
counsel, the work-product of Opposer, its attorneys and representatives, and are therefore
protected from discovery under the attorney/client, attorney work-product, party communication,
and other applicable privilege, exemption or immunity.

Opposer further reserves the right to supplement its response to this Request in
accordance with the requirements of the scheduling order in this Proceeding, and the
requirements of the TBMP.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will produce non-objectionable documents responsive to this request, to the
extent same exists, in the manner described in Paragraph 12 above.
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DEBOULLE DIAMOND & JEWELRY, INC.,

Opposer, Consolidated Opposition

No. 91165285
V.

DE BEERS LV LTD,,

Applicant.
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OPPOSER’S OBJECTIONS TO APPLICANT’S
FIRST SET OF INTERROGATORIES

TO:  Applicant, De Beers LV Ltd., by and through its attorneys: Mark 1. Peroff, Esq.,
Darren W. Saunders, Esq., and Melanie Bradley, Esq., Kirkpatrick & Lockhart
Nicholson Graham, LLP, 599 Lexington Avenue, New York, NY 10022-6030

® ¢ W
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Opposer, De Boulle Diamond & Jewelry, Inc. (“Opposer” and/or "De Boulle"), hereby
submits its Objections to Applicant, De Beers LV Ltd.’s ("Applicant" and/or “De Beers") First
Set of Interrogatories to Opposer, pursuant to Rules 26, 33 and 34 of the Federal Rules of Civil |

|

Procedure, 37 CFR §§2.116 and 2.120, and Trademark Trial and Appeal Board Manual of ‘

Procedure, Chapter 400 (collectively the “TBMP”).
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This the 2 Q day of December, 2005,

Respectfully submitted,

|

Pieter\J. Tre¢doux
E-MaiNAddYess:
ptredoux(@fredoux.com

[Member of the New York Bar]
300 Park Avenue, Suite 1700
New York, New York 10022
(212) 308-3500

-and -

David A. Harlow

NELSON MULLINS RILEY & SCARBOROUGH LLP
E-Mail Address:

david.harlow@nelsonmullins.com

NC Bar No. 1887

4140 Parkiake Avenue

GlenlLake One / Second Floor

Post Office Box 30519 (27622-0519)

Raleigh, North Carolina 27612

{919) 877-3800

CO-COUNSEL FOR OPPOSER
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CERTIFICATE OF SERVICE

The undersigned hereby certifies that he has served a copy of the foregoing document

upon counsel of record via hand delivery, on this the 2 O day of December, 2005, and
addressed as follows:

Mark I. Peroff, Esq.

Darren W. Saunders, Esq.

Melanie Bradley, Esq.

Kirkpatrick & Lockhart Nicholson Graham, LLP
599 Lexington Avenue

New York, NY 10022-6030

Pieter@doux
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L.

RECURRING OBJECTIONS

1. The objections set forth in paragraphs 2 through 11 below apply to and are
incorporated into Opposer’s response to each Interrogatory as if set forth at length, unless the
context specifically states otherwise.

2. Applicant has set forth in its Interrogatories Instructions and extremely broad
Definitions of various terms purportedly to aid Opposer's responses to the Interrogatories. Such
Instructions and Definitions, however, have unduly complicated Opposer's ability to provide a
response to the Interrogatories, inasmuch as the Instructions and Definitions render the
Interrogatories ambiguous, overly broad, unduly burdensome, and repetitive. The Instructions
and Definitions cause each of the Interrogatories to which they apply to seek information which
is not relevant, material, or reasonably calculated to lead to the discovery of admissible evidence:
in that each such Interrogatory secks information which is not even remotely connected to the
facts and circumstances of this Proceeding. The Instruction and Definitions thus cause the scope
of Applicant’s Interrogatories to be expanded to such an extent that they exceed the scope of
discovery permitted under the TBMP; in that the relevant provisions of the TBMP provide all
instructions and definitions recognized with respect to responding to discovery requests.

3. Opposer objects to the definition of "Opposer and "Applicant", contained in
Definitions A and B, in that such definitions, require Opposer to make a determination whether a
person or entity qualifies or acted within one of many enumerated capacities, and/or bears an
enumerated relationship to or affiliation with another person or entity, which renders the
Definitions and each Interrogatory to which they apply, unduly burdensome, vague, ambiguous,

oppressive and harassing.
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4. Opposer objects to the definitions of the terms "documents" and “identify"
contained in Definitions E and G, in that such Definitions, as worded, and each Interrogatory to
which they apply, are overly broad, unduly burdensome, vague, ambiguous, oppressive and
harassing. These Definitions cause the scope of Applicant’s Interrogatories to be expanded to
such an extent that they exceed the scope of discovery permitted under the TBMP: in that the
relevant provisions of the TBMP provide all instructions and definitions recognized with respect
to responding to discovery requests.

5. Opposer objects to the definitions of the term "describe", contained in Definition
H, in that it requires Opposer to make a determination (i) if the area of inquiry involves “an act,
an omission to act, a legal transaction or an event”; and then (ii) which “factual details” or
documents [as broadly defined by Applicant] are “relevant” to the “act”, “omission to act” “legal
transaction” or “event”. Such Definition, as worded, and each Interrogatory to which it applies,
are overly broad, unduly burdensome, vague, ambiguous, oppressive and harassing. Opposer
further objects to the Definition in that it requires Opposer to provide “all” “factual details” or
documents that are “relevant” to the Interrogatory in which it is contained, in that each such
Interrogatory, as worded, seeks material which is exempt or immune from discovery. including,
but not limited to, the notes and correspondence of counsel, the work-product of Opposer, its
attorneys and representatives, and are therefore protected from discovery under the
attorney/client, attorney work-product, party communication, and other applicable privilege,
exemption or immunity.

6. Opposer objects to the definitions of the terms "and" as well as “or” contained in
Definition I, and Instructions M and N, in toto, in that the Definition and Instructions, by their

own wording, attempts to require Opposer to respond to Interrogatories which are “otherwise
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outside [the] scope” of permissible discovery, and/or the matters inquired about in a particular
Interrogatory, which renders the Definition and Instructions, and the Interrogatories to which
they apply, overly broad, unduly burdensome, vague, ambiguous, oppressive and harassing.

7. Opposer objects to the definition of "commerce”, contained in Definition J, in that
such definition is vague and ambiguous, and requires Opposer to make a legal determination and
solve a plethora complex constitutional, regulatory and other legal arguments, as to whether
Congress is entitled to regulate a particular activity, which renders the Definition and each
Interrogatory to which it applies unduly burdensome, vague, ambiguous, oppressive and
harassing.

8. Opposer objects to each Instruction and Definition, that requires Opposer to
provide information concerning "each", "every", "any" and/or "all" of the designated area of
inquiry and/or requires Opposer to provide information which "evidence", "refer", "relate" or
"support" the designated area of inquiry, in that each such Instruction and Definition, and the
Interrogatories to which they apply, as worded, seek material which is exempt or immune from
discovery, including, but not limited to, the notes and correspondence of counsel, the work-
product of Opposer, its attorneys and representatives, and are therefore protected from discovery
under the attorney/client, attorney work-product, party communication, and other applicable
privilege, exemption or immunity.

9. Opposer objects to Instructions K and O, in that the relevant provisions of the
TBMP provide all instructions and requirements pertaining to making objections and asserting
privileges and immunities, recognized with respect to responding to discovery requests.

10.  Opposer objects to Instruction Q, in that it renders the Interrogatories overly

broad, unduly burdensome, oppressive and harassing, in that Opposer has used some of its marks
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for more than 20 years, which causes the scope of Applicant’s Interrogatories to be expanded to
such an extent that they exceed the scope of discovery permitted under the TBMP.

11.  Opposer objects to producing the any documents and things requested or inquired
about for inspection, copying or photographing at the offices of counsel for Applicant as
subjecting Plaintiff to undue burden and unnecessary expense, harassment and annoyance.
Subject to its objections and to any protective order issued by the Board, Opvposer will offer to
produce all non-objectionable documents or tangible things responsive to these Interrogatories at
the offices of Opposer’s counsel, Pieter J. Tredoux, Esq., 1717 Main Street, Suite 3400, Dallas

Texas. 75201, at a time mutually agreeable to the parties.

I1.

OBJECTIONS TO
SPECIFIC INTERROGATORIES

INTERROGATORY NO. 1.

Identify each and every federal and state trademark registration and application, whether
existing, pending or lapsed, of or including Opposer’s marks, that is or was owned by, or for the
benefit of, or filed on the behalf of, Opposer.

ANSWER:

See Recurring Objections.

INTERROGATORY NO.2.

Explain fully the meaning or significance of each of Opposer’s marks, including without

limitation, the meaning or significance it is intended to project or convey to the public.
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ANSWER:
See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vague,
ambiguous, and overly broad, in that it inquires about matters that are not adequately defined and
described. Opposer is unable to determine what is meant by the “meaning or significance” of the
marks inquired about, which renders the interrogatory vague, ambiguous, and overly broad.

INTERROGATORY NO. 3.

Describe the circumstances surrounding the first use of each of Opposer’s marks in the
United States and in commerce, including the exact date and nature of such use, the type and

quantity of goods involved, how they were ordered, and the payment received by Opposer.

ANSWER:
See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry
to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP

Opposer further objects to this Interrogatory for the reason that it inquires about matters
which are non-public, confidential, private, and trade secret information concerning Opposer.
Opposer will suffer irreparable damage and harm if Opposer’s confidential and private
information is disclosed to Applicant, who is a competitor of Opposer or otherwise disseminated
or disclosed to third parties.

INTERROGATORY NO. 4.

Identify each and every product or service now or previously sold, distributed or offered
under Opposer’s marks in the United States of America (including any product not identified in
the registrations for Opposer’ marks), and all labeling and packaging therefore.

ANSWER:

See Recurring Objections.
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- Opposer further objects to this interrogatory for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry

to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

INTERROGATORY NO.5.

Identify each retail jewelry store, by location, that is owned, operated, licensed or
franchised by Opposer doing business under Opposer’s marks.
ANSWER:

See Recurring Objections.

INTERROGATORY NO.6.

Identify each person or entity that sells Opposer’s goods in the United States and identify
documents from which it may be determined each retail outlet or other point of sale in which
Opposer’s goods are sold in the United States.

ANSWER:
See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry
to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Opposer further objects to this Interrogatory for the reason that it inquires about matters
which are non-public, confidential, private, and trade secret information concerning Opposer.
Opposer will suffer irreparable damage and harm if Opposer’s confidential and private
information is disclosed to Applicant, who is a competitor of Opposer or otherwise disseminated
or disclosed to third parties.

INTERROGATORY NO. 7.

[dentify the target markets for Opposer’s goods and services and the channels of trade
through which goods bearing Opposer’s marks are distributed or are intended to be distributed,

and through which services are rendered or are intended to be rendered.

OPPOSER’S OBJECTIONS TO APPLICANT’S
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ANSWER:
See Recurring Objections.

INTERROGATORY NO. 8.

ldentify all market research, marketing, advertising and/or promotional plans and
analyses that have been prepared by or for Opposer in connection with the promotion or sale of
goods or services under each of Opposer’s marks including, but not limited to, any market

research, study or survey measuring consumer reaction to, or awareness or recognition of,

Opposer’s marks.
ANSWER:
See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry

to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Opposer further objects to this Interrogatory for the reason that it inquires about matters
which are non-public, confidential, private, and trade secret information concerning Opposer.
Opposer will suffer irreparable damage and harm if Opposer’s confidential and private
information is disclosed to Applicant, who is a competitor of Opposer or otherwise disseminated
or disclosed to third partics.

Opposer further objects to this Interrogatory for the reason that it seek material which is
cxempt or immune from discovery, including, but not limited to, the notes and correspondence of
counsel, the work-product of Opposer, its attorneys and representatives, and are therefore
protected from discovery under the attorney/client, attorney work-product, party communication,
and other applicable privilege, exemption or immunity.

INTERROGATORY NQO. 9.

Identify all extant or proposed labels, packaging, stencils, mock-ups, in-store displays
and price lists which have ever been used, or are intended to be used on or in connection with
any of the goods or services sold under each of Opposer’s marks.

ANSWER:

OPPOSER’S OBJECTIONS TO APPLICANT’S
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ANSWER:
See Recurring Objections.

INTERROGATORY NO. 8.

Identify all market research, marketing, advertising and/or promotional plans and
analyses that have been prepared by or for Opposer in connection with the promotion or sale of
goods or services under each of Opposer’s marks including, but not limited to, any market
research, study or survey measuring consumer reaction to, or awareness or recognition of,
Opposer’s marks.

ANSWER:

See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same IS vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry
to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Opposer further objects to this Interrogatory for the reason that it inquires about matters
which are non-public, confidential, private, and trade secret information concerning Opposer.
Opposer will suffer irreparable damage and harm if Opposer’s confidential and private
information is disclosed to Applicant, who is a competitor of Opposer or otherwise disseminated
ot disclosed to third parties.

Opposer further objects to this Interrogatory for the reason that it seek material which is
exempt or immune from discovery, including, but not limited to, the notes and correspondence of
counsel, the work-product of Opposer, its attorneys and representatives, and are therefore
protected from discovery under the attorneyj/client, attorney work-product, party communication,
and other applicable privilege, exemption or immunity.

INTERROGATORY NO. 9.

Identify all extant or proposed labels, packaging, stencils, mock-ups, in-store displays
and price lists which have ever been used, or are intended to be used on or in connection with
any of the goods or services sold under each of Opposer’s marks.

ANSWER:

OPPOSER’S OBJECTIONS TO APPLICANT’S
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See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry

to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

INTERROGATORY NO. 10.

Identify each and every catalogue where goods bearing Opposer’s marks are sold or
offered for sale.
ANSWER:

See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vexatious,

ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry

to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

INTERROGATORY NO. 11.

Identify all advertising agencies which Opposer uses or has used in connection with
advertising and promotional activities involving Opposer’s marks.
ANSWER:

See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry

to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

INTERROGATORY NO. 12.
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Identify all advertising and promotional materials which Opposer uses or has used in
connection with Opposer’s marks, if any, and state the media (e.g., newspaper, magazine,
television, etc.) in which such advertising appeared.

ANSWER:

See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry

to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

INTERROGATORY NO. 13.

Identify all amounts spent on advertising and promotion, year by year, in connection with
the advertising and promotion of Opposer’s marks, for each year in which there have been such
expenditures,

ANSWER:
See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same 1s vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry
to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Opposer further objects to this Interrogatory for the reason that it inquires about matters
which are non-public, confidential, private, and trade secret information concerning Opposer.
Opposer will suffer irreparable damage and harm if Opposer’s confidential and private
information is disclosed to Applicant, who is a competitor of Opposer or otherwise disseminated
or disclosed to third parties.

INTERROGATORY NO. 14.

Identify any advertising or promotion conducted outside of Texas.
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ANSWER:
See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry
to be expanded to such an extent that it exceeds the scope of discovery permitted under the

INTERROGATORY NO. 15.

State the total unit and dollar sales of goods and services bearing or associated with
Opposer’s marks by month for each year in which there have been such sales.

ANSWER:

See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry
to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Opposer further objects to this Interrogatory for the reason that it inquires about matters
which are non-public, confidential, private, and trade secret information concerning Opposer.
Opposer will suffer irreparable damage and harm if Opposer’s confidential and private
information is disclosed to Applicant, who is a competitor of Opposer or otherwise disseminated
or disclosed to third parties.

INTERROGATORY NO. 16.

State the total unit and dollar sales of goods and services sold over the Internet via

Opposer’s web site www.deboulle.com and bearing or associated with Opposer’s marks by

month for each year in which there have been such sales.
ANSWER:

See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry

to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

OPPOSER’S OBJECTIONS TO APPLICANT’S
FIRST SET OF INTERROGATORIES - Page 13




. . - T e, . ‘

Opposer further objects to this Interrogatory for the reason that it inquires about matters
which are non-public, confidential, private, and trade secret information concerning Opposer.
Opposer will suffer irreparable damage and harm if Opposer’s confidential and private

information is disclosed to Applicant, who is a competitor of Opposer or otherwise disseminated
or disclosed to third parties.

INTERROGATORY NO. 17.

Identify each sale of Opposer’s goods made outside of Texas.

ANSWER:
See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry

to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Opposer further objects to this Interrogatory for the reason that it inquires about matters
which are non-public, confidential, private, and trade secret information concerning Opposer.
Opposer will suffer irreparable damage and harm if Opposer’s confidential and private
information is disclosed to Applicant, who is a competitor of Opposer or otherwise disseminated
or disclosed to third parties.

INTERROGATORY NO. 18.

Identify any person or entity authorized to use any of Opposer’s marks as, or as part of. a
trademark or other trade symbol, and identify and documents that refer or relate thereto,
including licenses agreements, that refer or relate to such consents or uses.

ANSWER:

See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry
to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Opposer further objects to this Interrogatory for the reason that it inquires about matters

which are non-public, confidential, private, and trade secret information concerning Opposer.
Opposer will suffer irreparable damage and harm if Opposer’s confidential and private
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information is disclosed to Applicant, who is a competitor of Opposer or otherwise disseminated
or disclosed to third parties.

Opposer further objects to this [nterrogatory for the reason that it seek material which is
exempt or immune from discovery, including, but not limited to, the notes and correspondence of
counsel, the work-product of Opposer, its attorneys and representatives, and are therefore
- protected from discovery under the attorney/client, attorney work-product, party communication,
and other applicable privilege, exemption or immunity.

INTERROGATORY NO. 19.

Identify any person or entity who ever authorized Opposer to use, or consented to
Opposer’s use any of Opposer’s marks as, or as part of, a trademark or other trade symbol and
identify copies of any documents that refer or relate thereto, including license agreements, that
refer or relate in such consents or uses.

ANSWER:

See Recurring Objections.

ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry

Opposer further objects to this Interrogatory for the reason that it inquires about matters
which are non-public, confidential, private, and trade secret information concerning Opposer.
Opposer will suffer irreparable damage and harm if Opposer’s confidential and private

Opposer further objects to this Interrogatory for the reason that it seek material which is
exempt or immune from discovery, including, but not limited to, the notes and correspondence of
counsel, the work-product of Opposer, its attorneys and representatives, and are therefore
protected from discovery under the attorney/client, attomey work-product, party communication,
and other applicable privilege, exemption or immunity.

INTERROGATORY NO. 20.

If any of Opposer’s marks have ever been amended, for each mark, describe the nature of

the amendment and identify any documents that refer or relate or are relevant thereto.

OPPOSER’S OBJECTIONS TO APPLICANT’S
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ANSWER:
See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry

to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Opposer further objects to this Interrogatory for the reason that it seek material which is
exempt or immune from discovery, including, but not limited to, the notes and correspondence of
counsel, the work-product of Opposer, its attorneys and representatives, and are therefore
protected from discovery under the attorney/client, attorney work-product, party communication,
and other applicable privilege, exemption or immunity.

INTERROGATORY NO. 21.

If, other than the instant opposition proceeding, Opposer is now or ever has been
involved in any U.S. Patent and T rademark Office proceeding (including a refusal to register by
a Trademark Examining Attorney), or federal or state court action, which involves or relates (o
Opposer’s marks, identify same, and the parties thereto, and identify any documents that refer or
relate thereto.

ANSWER:

See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry
to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Opposer further objects to this Interrogatory for the reason that it seek material which is
exempt or immune from discovery, including, but not limited to, the notes and correspondence of
counsel, the work-product of Opposer, its attorneys and representatives, and are therefore
protected from discovery under the attorney/client, attorney work-product, party communication,

and other applicable privilege, exemption or immunity.

INTERROGATORY NO. 22.
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Identify any third party trademarks, if any, Opposer has protested or otherwise opposed
or objected to, including without limitation, in “cease and desist” letters or any other
enforcement activities, based on an alleged likelihood of confusion with any of Opposer’s marks;
and identify any documents that refer or relate thereto.

ANSWER:

See Recurring Objections.

Opposer further objects to this Interrogatory for the reason that it seek material which is
exempt or immune from discovery, including, but not limited to, the notes and correspondence of
counsel, the work-product of Opposer, its attorneys and representatives, and are therefore
protected from discovery under the attorney/client, attorney work-product, party communication,
and other applicable privilege, exemption or immunity.

INTERROGATORY NO. 23.

[dentify any third parties that Opposer is aware of, if any, which use the initials “D” and
“B” as or as part of a trademark in connection with Opposer’s goods and services.
ANSWER:

See Recurring Objections.

Opposer further objects to this Interrogatory for the reason that it seek material which is
exempt or immune from discovery, including, but not limited to, the notes and correspondence of
counsel, the work-product of Opposer, its attorneys and representatives, and are therefore

protected from discovery under the attorney/client, attorney work-product, party communication,
and other applicable privilege, exemption or immunity.

INTERROGATORY NO. 24.

Describe the circumstances surrounding Opposer’s decision to file trademark applications
for each of its marks in the Untied States Patent & Trademark Office and identify any documents

related thereto.
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ANSWER:

See Recurring Objections.

ambiguous, and overly broad, in that jt inquires about matters that are not adequately defined and
described. Opposer is unable to determine what ig meant by the “circumstances surrounding” the
event inquired about, which renders the interrogatory vague, ambiguous, and overly broad.

Opposer further objects to this interrogatory for the reason that same is vexatious,

ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry
fo be expanded to sych an extent that it exceeds the Scope of discovery permitted under the

Opposer further objects to this Interrogatory for the reason that it secek materia] which is
exempt or immune from discovery, including, but not limited to, the notes and correspondence of
counsel, the work-product of Opposer, its attorneys and I€presentatives, and are therefore
protected from discovery under the attorney/client, attorney work-product, party communication,
and other applicable privilege, exemption or immunity.

INTERROGATORY NO. 25.
=R IATORY NO. 25,

Describe the circumstances in which Opposer’s first became aware of Applicant’s (a) use
of, and/or (b) registration of Applicant’s mark?

ANSWER:

See Recurring Objections.

INTERROGATORY NO. 26.
—=0RMUALOURY NO. 26.

Identify any oral or written report or opinion which Opposer has ever received from an

attorney, whether or not such attorney was or is employed by Opposer, concerning:

OPPOSER’S OBJECTIONS TO APPLICANT’S
FIRST SET OF INTERROGATORIES - Page 18




. . - ' " i - . 4.-

(a) its rights in the scope of protection in and to Opposer’s marks, and;
(b) the effect of Applicant’s use or registration of Applicant’s mark upon Opposer’s

mark or the goodwill relating thereto.

ANSWER:
See Recurring Objections,

Opposer further objects to this interrogatory for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry
to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Opposer further objects 1o this Interrogatory for the reason that it inquires about matters
which are non-public, confidential, private, and trade secret information concerning Opposer.
Opposer will suffer irreparable damage and harm if Opposer’s confidential and private
information is disclosed to Applicant, who is a competitor of Opposer or otherwise disseminated
or disclosed to third parties.

Opposer further objects to this Interrogatory for the reason that it seek material which is
exempt or immune from discovery, including, but not limited to, the notes and correspondence of
counsel, the work-product of Opposer, its attorneys and representatives, and are therefore
protected from discovery under the attorney/client, attorney work-product, party communication,
and other applicable privilege, exemption or immunity.

INTERROGATORY NO. 27.

Describe any instances of actual confusion or mistake in the marketplace as to source,
sponsorship or affiliation of the goods and services of Opposer and those of Applicant, or of the
Applicant and Opposer in general; and identify any documents that refer or relate thereto.
ANSWER:

See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry

to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.
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Opposer further objects to this Interrogatory for the reason that it seek material which is
exempt or immune from discovery, including, but not limited to, the notes and correspondence of
counsel, the work-product of Opposer, its attorneys and representatives, and are therefore
protected from discovery under the attorney/client, attorney work-product, party communication,
and other applicable privilege, exemption or immunity.

INTERROGATORY NO. 28.

Identify any investigations, searches, or surveys which Opposer has conducted or
commissioned, or caused to be conducted or commissioned, relating to whether there is, or may
be, a likelihood of confusion between Applicant’s marks and Opposer’s marks.

ANSWER:
See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry

to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Opposer further objects to this Interrogatory for the reason that it seek material which is
exempt or immune from discovery, including, but not limited to, the notes and correspondence of
counsel, the work-product of Opposer, its attorneys and representatives, and are therefore
protected from discovery under the attorney/client, attorney work-product, party communication,
and other applicable privilege, exemption or immunity.

INTERROGATORY NO. 29.

[dentify any and all documents that support Opposer’s claims that Opposer’s “DB” and
“deB” marks are “famous, distinctive and well-known.” See Paragraph 7 of each of Opposer’s
Notice(s) of Opposition to applications for DG LOGO, DB MONOGRAM, DB STAR, and SO
DB; Paragraph 6 of Opposer’s Notice of Opposition to DB SIGNATURE.
ANSWER:

See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry
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to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Opposer further objects to this Interrogatory for the reason that it inquires about matters
which are non-public, confidential, private, and trade secret information concerning Opposer.

Opposer further objects to this Interrogatory for the reason that it seek material which is
exempt or immune from discovery, including, but not limited to, the notes and correspondence of
counsel, the work-product of Opposer, its attorneys and representatives, and are therefore
protected from discovery under the attorney/client, attorney work-product, party communication,
and other applicable privilege, exemption or immunity.

INTERROGATORY NO. 30.

Identify any and all documents that support Opposer’s claims that confusion is likely
between any of Opposer’s marks and each of Applicant’s marks, See Paragraphs 10-14 of each
of Opposer’s Notice(s) of Opposition to applications for DB LOGO, DB MONOGRAM, DB
STAR, and SO DB; Paragraphs 9-13 of Opposer’s Notice of Opposition to DB SIGNATURE.
ANSWER:

See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry
to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Opposer further objects to this Interrogatory for the reason that it seek material which is
exempt or immune from discovery, including, but not limited to, the notes and correspondence of
counsel, the work-product of Opposer, its attorneys and representatives, and are therefore
protected from discovery under the attorney/client, attorney work-product, party communication,
and other applicable privilege, exemption or immunity.

INTERROGATORY NO. 31.

Identify fully all documents and oral communications on which Opposer will rely on to

prove the allegations set forth in its Notice(s) of Opposition.
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ANSWER:

See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry

to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Opposer further objects to this Interrogatory for the reason that it inquires about matters
which are non-public, confidential, private, and trade secret information concerning Opposer.
Opposer will suffer irreparable damage and harm if Opposer’s confidential and private

information is disclosed to Applicant, who is a competitor of Opposer or otherwise disseminated
or disclosed to third parties.

Opposer further objects to this Interrogatory for the reason that it seek material which is
exempt or immune from discovery, including, but not limited to, the notes and correspondence of
counsel, the work-product of Opposer, its attorneys and representatives, and are thercfore
protected from discovery under the attorney/client, attorney work-product, party communication,
and other applicable privilege, exemption or immunity.

INTERROGATORY NOQ. 32,

Identify any expert witness(es) that Opposer intends to call to testify on its behalf in this
opposition proceeding, and describe the substance of the testimony to be offered by any such
witness.

ANSWER:
See Recurring Objections

Opposer further objects to this Interrogatory for the reason that it seek material which is
exempt or immune from discovery, including, but not limited to, the notes and correspondence of
counsel, the work-product of Opposer, its attorneys and representatives, and are therefore
protected from discovery under the attorney/client, attorney work-product, party communication,
and other applicable privilege, exemption or immunity,

INTERROGATORY NO. 33.

Identify any fact witness that Opposer intends to call to testify on its behalf in this
opposition proceeding, and describe the substance of the testimony to be offered by any such

witness.
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ANSWER:
See Recurring Objections

Opposer further objects to this Interrogatory for the reason that it seek material which is
exempt or immune from discovery, including, but not limited to, the notes and correspondence of
counsel, the work-product of Opposer, its attorneys and representatives, and are therefore
protected from discovery under the attorneyjclient, attorney work-product, party communication,
and other applicable privilege, exemption or immunity.

INTERROGATORY NO. 34.

Identify the persons most knowledgeable about the creation, adoption and use of each of
Opposer’s marks.
ANSWER:

See Recurring Objections

INTERROGATORY NO. 35

Identify the person(s) having principal knowledge of the advertising and promotion of
Opposer’s products and services sold or offered for sale in the United States.
ANSWER;

See Recurring Objections

INTERROGATORY NO. 36.

Identify the person(s) having principal knowledge of the marketing (including but not
limited to market research and marketing studies conducted by or on behalf of Opposer), of
Opposer’s products and services sold or offered for sale in the United States.

ANSWER:
See Recurring Objections

INTERROGATORY NO. 37.
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Identify the person(s) having principal knowledge of the sales, including but not limited
to the unit and dollar sales by month, of Opposer’s products and services sold or offered for saje

in the United States.
ANSWER:
See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry
to be expanded to such an extent that jt exceeds the scope of discovery permitted under the
TBMP.

Opposer further objects to this Interrogatory for the reason that it inquires about matters
which are non-public, confidential, private, and trade secret information concerning Opposer.
Opposer will suffer irreparable damage and harm if Opposer’s confidential and private
information is disclosed to Applicant, who is a competitor of Opposer or otherwise disseminated
or disclosed to third parties.

INTERROGATORY NO. 38.

Identify each and every person who is or was responsible for the maintenance and/or
protection of Opposer’s marks in the United States.
ANSWER:

See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry

to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

INTERROGATORY NO. 39.

Identify each and every person who prepared, assisted in the preparation of, or provided

information for the answers to the foregoing interrogatories, indicating for each such person
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which interrogatory answer he or she prepared, assisted in the preparation of, or otherwise
provided the information for, and/or which documents he or she provided.

ANSWER:

Opposer objects to this Interrogatory for the reason that it causes the number of
Applicant’s Interrogatories, including subparts, to exceed the number permitted by 37 CFR §
2.120 (d)(1), and Trademark Trial and Appeal Board Manua) of Procedure § 405.03(a).

See further, Recurring Objections.

Opposer further objects to this interrogatory for the reason that it is multifarious, in that it
requires Opposer to provide information pertaining to 39 different interrogatories, questions and
subjects, which renders the interrogatory vexatious, overly broad, and unduly burdensome,

which cause the scope of Applicant’s inquiry to be expanded to such an extent that it exceeds the
scope of discovery permitted under the TBMP.

Opposer further objects to this Interrogatory for the reason that it seek material which is
exempt or immune from discovery, including, but not limited to, the notes and correspondence of
counsel, the work-product of Opposer, its attorneys and representatives, and are therefore
protected from discovery under the attorney/client, attorney work-product, party communication,
and other applicable privilege, exemption or immunity.

INTERROGATORY NO. 40.

Identify each and every person who has actual knowledge of the facts sought to be
elicited by each of the interrogatories contained herein.

ANSWER:

Opposer objects to this Interrogatory for the reason that it causes the number of
Applicant’s Interrogatories, including subparts, to exceed the number permitted by 37 CFR §
2.120 (d)(1), and Trademark Trial and Appeal Board Manual of Procedure § 405.03(a).

See further, Recurring Objections.

Opposer further objects to this interrogatory for the reason that it is multifarious, in that it
requires Opposer to provide information pertaining to 39 different interrogatories, questions and
subjects, which renders the interrogatory vexatious, overly broad, and unduly burdensome,
which cause the scope of Applicant’s inquiry to be expanded to such an extent that it exceeds the
scope of discovery permitted under the TBMP.

Opposer further objects to this interrogatory for the reason that same Is vague,
ambiguous, and overly broad, in that it inquires about matters that are not adequately defined and
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described. Opposer is unable to determine the precise nature or extent of each of the “facts

sought to be elicited” inquired about in this interrogatory, which renders the interrogatory vague,
ambiguous, and overly broad.

Opposer further objects to this Interrogatory for the reason that it seck material which is
exempt or immune from discovery, including, but not limited to, the notes and correspondence of
counsel, the work-product of Opposer, its attorneys and representatives, and are therefore
protected from discovery under the attorney/client, attorney work-product, party communication,
and other applicable privilege, exemption or immunity.

Opposer further incorporates herein as if set forth at length for all purposes its objections

to Interrogatories No’s. 1 through 39, to the extent same is referenced and inquired about in this
Interrogatory.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAIL BOARD

X
.................. — e §
§
DEBOULLE DIAMOND & JEWELRY, INC., §
§

Opposer, § Consolidated Opposition

§ No. 91165285

v. §
§
DE BEERSLV LTD., §
§
Applicant. §
X

OPPOSER’S OBJECTIONS AND ANSWERS TO
APPLICANT’S FIRST REQUEST FOR ADMISSIONS

TO:  Applicant, De Beers LV Ltd., by and through its attorneys: Mark I. Peroff, Esq.,

Darren W. Saunders, Esq., and Melanie Bradley, Esq., Kirkpatrick & Lockhart
Nicholson Graham, LLP, 599 Lexington Avenue, New York, NY 10022-6030

Opposer, De Boulle Diamond & Jewelry, Inc. (“Opposer” and/or "De Boulle"), hereby
submits its Objections and Answers to Applicant, De Beers LV Ltd."s ("Applicant" and/or "De
Beers") First Requests for Admissions pursuant to Rules 26, and 36 of the Federal Rules of Civil
Procedure, 37 CFR §§2.116 and 2.120, and Trademark Trial and Appeal Board Manual of

Procedure, Chapter 400 (collectively the “TBMP”).
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This the %6 day of December, 2005.

Respectfully submitted,

/
!
/

Pietar J. Tyedoux

E-Ma\| Address:
ptredoux@jredoux.com
[Member of the New York Bar)
300 Park Avenue, Suite 1700
New York, New York 10022
(212) 308-3500

-and -

David A. Harlow

NELSON MULLINS RILEY & SCARBOROQUGH LLP
E-Mail Address:

david.harlow@nelsonmullins.com

NC Bar No. 1887

4140 Parklake Avenue

GlenLake One / Second Floor

Post Office Box 30519 (27622-0519)

Raleigh, North Carolina 27612

(919) 877-3800

CO-COUNSEL FOR OPPOSER
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CERTIFICATE OF SERVICE

The undersigned hereby certifies that he has served a copy of the foregoing document

upon counsel of record via hand delivery, on this the §1g day of December, 2005, and
addressed as follows:

Mark L. Peroff, Esq.

Darren W. Saunders, Esq.

Melanie Bradley, Esq.

Kirkpatrick & Lockhart Nicholson Graham, LLP
599 Lexington Avenue

New York, NY 10022-6030 /&A
Piete“\.'l‘jdoux
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RECURRING OBJECTIONS

1. The objections set forth in paragraphs 2 through 6 below apply to and are
incorporated into Opposer’s response to each Request as if set forth at length, unless the context
specifically states otherwise.

2. Applicant has set forth in its Requests extremely broad Definitions of various
terms purportedly to aid Opposer's responses to the Requests. Such Definitions, however, have
unduly complicated Opposer’s ability to provide a response to the Requests, inasmuch as the
Definitions render the Requests ambiguous, overly broad, unduly burdensome, and repetitive,
The Definitions cause each of the Requests to which they apply to seek information which is not
relevant, material, or reasonably calculated to lead to the discovery of admissible evidence; in
that each such Request seeks information which is not even remotely connected to the facts and
circumstances of this Proceeding. The Definitions thus cause the scope of Applicant’s Requests
to be expanded to such an extent that they exceed the scope of discovery permitted under the
TBMP; in that the relevant provisions of the TBMP provide all instructions and definitions
recognized with respect to responding to discovery requests.

3. Opposer objects to the definition of "Opposer and "Applicant", contained in
Definitions A and B, in that such definitions, require Opposer to make a determination whether a
person or entity qualifies or acted within one of many enumerated capacities, and/or bears an
enumerated relationship to or affiliation with another person or entity, which renders the
Definitions and each Request to which they apply, unduly burdensome, vague, ambiguous,

oppressive and harassing.
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4. Opposer objects to the definitions of the terms "and" as well as “or” contained in
Definition F, in that the Definition by its own wording, attempts to require Opposer to respond to
Requests which are “otherwise outside [the] scope” of permissible discovery, and/or the matters
inquired about in a particular Request, which renders the Definition, and the Requests to which it
they applies, overly broad, unduly burdensome, vague, ambiguous, oppressive and harassing.

5. Opposer objects to the definition of “commerce", contained in Definition G, in
that such definition is vague and ambiguous, and requires Opposer to make a legal determination
and solve a plethora complex constitutional, regulatory and other legal arguments, as to whether
Congress is entitled to regulate a particular activity, which renders the Definition and each
Request to which it applies unduly burdensome, vague, ambiguous, oppressive and harassing.

6. Opposer objects to the Definition of “concerning"”, “relating to” and “pertaining
to” contained in Definition H, in that such Definition, and the Requests to which it applies, are
overly broad, unduly burdensome, vague, ambiguous, oppressive and harassing. Opposer further
objects to the Definition in that each Request in which it is contained, as worded, seeks material
which is exempt or immune from discovery, including, but not limited to, the notes and
correspondence of counsel, the work-product of Opposer, its attorneys and representatives, and
are therefore protected from discovery under the attorney/client, attorney work-product, party
communication, and other applicable privilege, exemption or immunity.

IL.

OBJECTIONS AND ANSWERS
TO REQUEST FOR ADMISSIONS

1. Opposer operates a single-location retail jewelry establishment in Dallas, Texas.

ANSWER:

OPPOSER’S OBJECTIONS AND ANSWERS TO APPLICANT’S
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Admit

2. Opposer operates a web site at the web address under the domain name
www.deboulle.com.

ANSWER:

Admit
3. Customers cannot purchase jewelry from Opposer via Opposer’s website.
ANSWER:

Deny

4, The name DE BOULLE is derived from the name of Opposer’s company founder Dennis
Boulle.

ANSWER:
Admitted to the extent that Opposer’s corporate name is an arbitrary and fanciful device

derived from components of Mr. Boulle’s name. Otherwise the Request is denied.

5. Opposer’s “DE B and Design” and “DB” marks are derived form the name “DE
BOULLE.”

ANSWER:

Admit

6. Opposer uses a stylized form of the mark DE BOULLE as follows:

% Boulle

ANSWER:

Admitted to the extent that Opposer uses a stylized form of the mark DE BOULLE
displaying the two components of the mark, “De” and “Boulle”, in different cases, to equally but
separately the respective components by their individual varied stylized form. To the extent that
the request seeks to imply that the inserted image is a true, accurate, and correct rendition of
Opposer’s mark in all respects, the request is denied.
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7. The domination portion of the stylized mark in Request for Admission No. 7 is “Boulle”

ANSWER:

Opposer objects to this Request, in that it cannot determine which mark js referred to in
the Request. To the extent that the request refers to the mark referenced in Request for
Admission No. 6, the request is denied.

8. Other jewelry retailers in the United States use the initials “D" and “B” for their business.

ANSWER:

Opposer objects to this Request, in that it is vague, ambiguous, and overly broad, and
assumes facts not in evidence, in that it seeks an admission (i) that multiple “other [unspecified]
Jewelry retailers in the United States use the initials “D” and “B” for their business”, and (ii) that
such other multiple [unspecified] Jjewelry retailers in the United States have rights to the mark
“D” and “B” that are senior to Opposer, which Opposer cannot truthfully admit or deny without

further specificity.

Opposer’s marks.
ANSWER:

Opposer objects to this request in that it is vague, ambiguous, overly broad, and
misleading, in that, as worded, it implies that the trade name DeBeers was used in trade and

commerce in the United States, prior to launching Applicant's first store in New York. The
request as worded is therefore denied.

10.  Opposer was aware of Applicant and Applicant’s marks before it filed trademark
applications for Opposer’s mark.

ANSWER:
Admit

1. Opposer sells third-party branded Jjewelry, timepieces and accessories including the
brands “BULGARI,” “FRED LEIGHTON,” “BAUME et MERCIER,” and “PATEK
PHILLIPE”.

ANSWER:

Admit
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12. Opposer does not distribute “DEBOULLE” “DE B and Design” or “DB” branded goods
to third party retailers.

ANSWER:
Admit

13. Opposer does not distribute “DEBOULLE” “DE B and Design” and/or DB” branded
goods via third party web sites.

ANSWER:

Admit

14 The products sold by Applicant and Opposer are high-end luxury goods.
ANSWER:

Admit.

15. Consumers of high end “luxury” goods tend to be sophisticated.

ANSWER:

Opposer objects to this Request, in that it is overly broad, ambiguous, and misleading, in
that it seeks to imply that the purchasing decisions of consumers are identical for all luxury
goods, and fails to distinguish that consumers of diamonds and fine jewelry have far less product
knowledge and information than when buying other luxury goods, and are therefore not
necessarily sophisticated when making purchasing decisions. The Request as worded is therefore
denied.

16. Consumers generally exercise great care in purchasing diamonds.

ANSWER:

Admitted to the extent that consumers generally exercise great care to ensure that they
know and trust the merchant from which the diamonds are bought, as consumers of diamonds
generally have very little product knowledge and information. Otherwise the Request is denied.
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17. “De Beers” is a world-famous trade name and trademark.

ANSWER:

Opposer objects to this request in that it is vague, ambiguous, overly broad, and
misleading, in that, as worded, it implies that the trade name DeBeers was used in trade and
commerce in the United States, prior to launching Applicant's first store in New York, and that
the DeBeers brand has been distinguished world wide only for its mining and wholesale trade of
diamonds, and not for the notoriety associated with its monopolistic business practices, violation
of American law, involvement in the trade in blood diamonds, and its long-time association with
the South African Apartheid regime. The request as worded is therefore denied.

18. The “De Beers™ name is well-known in the United States.

ANSWER:

Opposer objects to this request in that it is vague, ambiguous, ovetly broad, and
misleading, in that, as worded, it implies that the trade name DeBeers was used in trade and
commerce in the United States, prior to launching Applicant's first store in New York, and that
the DeBeers brand has been distinguished world wide only for its mining and wholesale trade of
diamonds, and not for the notoriety associated with its monopolistic business practices, violation
of American law, involvement in the trade in blood diamonds, and its long-time association with
the South African Apartheid regime. The request as worded is therefore denied.

19, De Beers has conducted advertising and promotional campaigns in the United States.
ANSWER:

Opposer objects to this request in that it is vague, ambiguous, overly broad, and
misleading, in that, as worded, it implies that DeBeers conducted advertising and promotional
campaigns in the United States, prior to launching Applicant's first store in New York. Upon
information and belief De Beers was prevented from doing business, in the United States by its
extensive legal problems until 2004, and that all activities including adverting was conducted
not by De Beers but through third parties such as the Diamond Promotion Service, and Ogilvy &
Mather. The request as worded is therefore denied.

20. Consumers in the United States associate the name “De Beers” with diamonds.

ANSWER:

OPPOSER’S OBJECTIONS AND ANSWERS TO APPLICANT’S
FIRST REQUEST FOR ADMISSIONS — Page 9




Opposer objects to this request in that it is vague, ambiguous, overly broad, and
misleading, in that, as worded, it implies that the trade name DeBeers was used in trade and

diamonds, and not for the notoriety associated with its monopolistic business practices, violation
of American law, involvement in the trade in blood diamonds, and its long-time association with
the South African Apartheid regime. The request as worded is therefore denied.

21. Each of Applicant’s marks contains an additional element other than the initials “D” and
G‘B”‘

ANSWER:
Deny

22, Opposer is not aware of any instances of actual confusion between products sold under
Opposer’s marks and Applicant’s marks,

ANSWER:

Admit

OPPOSER’S OBJECTIONS AND ANSWERS TO APPLICANT’S
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Pieter Tredoux

From: "Bradley, Melanie" <mbradley @king.com>

To: <pjt@hush.com>

Cc: "Saunders, Darren W * <dsaunders@klng.com>
Sent: Tuesday, May 09, 2006 4:19 PM

Subject: DeBoulle v. DeBeers

Dear Pieter:

We have not received from you a draft protective order in the
above-identified matter. We do need to have this order filed with the
Trademark Trial and Appeal Board before we are able to provide you with
access to DeBeers' confidential materials. [t is unlikely that we wil]

Sincerely,

Melanie Bradley, Esq.

Kirkpatrick & Lockhart Nicholson Graham
599 Lexington Avenue

New York, N.Y. 10022

212-536-4071 (phone)

212-536-3901 (fax)

mbradlcy@klng.com

No virus found in this incoming message.
Checked by AVG Free Edition.
Version: 7.1.392 / Virus Database: 268.5.6/340 - Release Date: 5/15/2006
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

DE BEERS LV LTD.,

Applicant.

X
;
DEBOULLE DIAMOND & J EWELRY, INC,, §
§ Consolidated Opposition No. 91 162370
Opposer, § Opposition No.’s: 91162370
§ 91162469
§ 91164615
§ 91165285
§ 91165469
§
§
§
X

OPPOSER’S OBJECTIONS AND RESPONSES SUBJECT THERETO,
TO APPLICANT’S FIRST SET OF INTERROGATORIES

TO:  Applicant, De Beers LV Ltd., by and through its attorneys: Mark I. Peroff, Esq.,
Darren W. Saunders, Esq., and Melanie Bradley, Esq., Kirkpatrick & Lockhart
Nicholson Graham, LLP, 599 Lexington Avenue, New York, NY 10022-6030

Opposer, De Boulle Diamond & Jewelry, Inc. (“Opposer” and/or "De Boulle"), hereby
submits its Objections and Answers Subject Thereto to Applicant, De Beers LV Ltd.’s
("Applicant" and/or "De Beers") First Set of Interrogatories to Opposer, pursuant to Rules 26, 33
and 34 of the Federal Rules of Civil Procedure, 37 CFR §§2.116 and 2. 120, and Trademark Trial

and Appeal Board Manual of Procedure, Chapter 400 (collectively the “TBMP™).
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This the ‘/ L day of May, 2006.

Respectfully submitted,

)

|

\
Pietex J. Tredoux
E-MaN Address:
ptredoux@tredoux.com
[Member of the New York Bar]
300 Park Avenue, Suite 1700
New York, New York 10022
(212) 308-3500

-and -

David A. Harlow

NELSON MULLINS RILEY & SCARBOROUGH LLP
E-Mail Address:

david.harlow@nelsonmullins.com

NC Bar No. 1887

4140 Parklake Avenue

GlenLake One / Second Floor

Post Office Box 30519 (27622-0519)

Raleigh, North Carolina 27612

(919) 877-3800

CO-COUNSEL FOR OPPOSER
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CERTIFICATE OF SERVICE

The undersigned hereby certifies that he has served a copy of the foregoing document
on counsel of record via telecopier and United States First Class Mail Postage Prepaid on the
Ll day of May, 2006, and addressed as follows:

Mark I. Peroff, Esq.

Darren W. Saunders, Esq.

Melanie Bradley, Esq.

Kirkpatrick & Lockhart Nicholson Graham, LLP
599 Lexington Avenue

New York, NY 10022-6030

P\i'ete J. Tredoux
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RECURRING OBJECTIONS

1. The objections set forth in paragraphs 2 through 11 below apply to and are
incorporated into Opposer’s response to each Interrogatory as if set forth at length, unless the
context specifically states otherwise.

2. Applicant has set forth in its Interrogatories Instructions and extremely broad
Definitions of various terms purportedly to aid Opposer's responses to the Interrogatories. Such
Instructions and Definitions, however, have unduly complicated Opposer's ability to provide a
response to the Interrogatories, inasmuch as the Instructions and Definitions render the
Interrogatories ambiguous, overly broad, unduly burdensome, and repetitive. The Instructions
and Definitions cause each of the Interrogatories to which they apply to seek information which
is not relevant, material, or reasonably calculated to lead to the discovery of admissible evidence;
in that each such Interrogatory seeks information which is not even remotely connected to the
facts and circumstances of this Proceeding. The Instruction and Definitions thus cause the scope
of Applicant’s Interrogatories to be expanded to such an extent that they exceed the scope of
discovery permitted under the TBMP; in that the relevant provisions of the TBMP provide all
instructions and definitions recognized with respect to responding to discovery requests.

3. Opposer objects to the definition of "Opposer and "Applicant”, contained in
Definitions A and B, in that such definitions, require Opposer to make a determination whether a
person or entity qualifies or acted within one of many enumerated capacities, and/or bears an
enumerated relationship to or affiliation with another person or entity, which renders the
Definitions and each Interrogatory to which they apply, unduly burdensome, vague, ambiguous,

oppressive and harassing.
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4, Opposer objects to the definitions of the terms "documents" and “identify"
contained in Definitions E and G, in that such Definitions, as worded, and each Interrogatory to
which they apply, are overly broad, unduly burdensome, vague, ambiguous, oppressive and
harassing. These Definitions cause the scope of Applicant’s Interrogatories to be expanded to
such an extent that they exceed the scope of discovery permitted under the TBMP; in that the
relevant provisions of the TBMP provide all instructions and definitions recognized with respect
to responding to discovery requests.

S. Opposer objects to the definitions of the term "describe", contained in Definition
H, in that it requires Opposer to make a determination (i) if the area of inquiry involves “an act,
an omission to act, a legal transaction or an event”; and then (ii) which “factual details” or
documents [as broadly defined by Applicant] are “relevant” to the “act”, “omission to act” “legal
transaction” or “event”. Such Definition, as worded, and each Interrogatory to which it applies,
are overly broad, unduly burdensome, vague, ambiguous, oppressive and harassing. Opposer
further objects to the Definition in that it requires Opposer to provide “all” “factual details” or
documents that are “relevant” to the Interrogatory in which it is contained, in that each such
Interrogatory, as worded, seeks material which is exempt or immune from discovery, including,
but not limited to, the notes and correspondence of counsel, the work-product of Opposer, its
attorneys and representatives, and are therefore protected from discovery under the
attorney/client, attorney work-product, party communication, and other applicable privilege,
exemption or immunity.

6. Opposer objects to the definitions of the terms "and" as well as “or™ contained in
Definition I, and Instructions M and N, in toto, in that the Definition and Instructions, by their

own wording, attempts to require Opposer to respond to Interrogatories which are “otherwise
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outside [the] scope™ of permissible discovery, and/or the matters inquired about in a particular
Interrogatory, which renders the Definition and Instructions, and the Interrogatories to which
they apply, overly broad, unduly burdensome, vague, ambiguous, oppressive and harassing.

7. Opposer objects to the definition of “commerce", contained in Definition J, in that
such definition is vague and ambiguous, and requires Opposer to make a legal determination and
solve a plethora complex constitutional, regulatory and other legal arguments, as to whether
Congress is entitled to regulate a particular activity, which renders the Definition and each
Interrogatory to which it applies unduly burdensome, vague, ambiguous, oppressive and
harassing.

8. Opposer objects to each Instruction and Definition, that requires Opposer to
provide information concerning “"each", "every", "any" and/or "all" of the designated area of
inquiry and/or requires Opposer to provide information which "evidence", “refer", "relate" or
"support” the designated area of inquiry, in that each such Instruction and Definition, and the
Interrogatories to which they apply, as worded, seek material which is exempt or immune from
discovery, including, but not limited to, the notes and correspondence of counsel, the work-
product of Opposer, its attorneys and representatives, and are therefore protected from discovery
under the attorney/client, attorney work-product, party communication, and other applicable
privilege, exemption or immunity.

9. Opposer objects to Instructions K and O, in that the relevant provisions of the
TBMP provide all instructions and requirements pertaining to making objections and asserting
privileges and immunities, recognized with respect to responding to discovery requests.

10.  Opposer objects to Instruction Q, in that it renders the Interrogatories overly

broad, unduly burdensome, oppressive and harassing, in that Opposer has used some of its marks
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for more than 20 years, which causes the scope of Applicant’s Interrogatories to be expanded to
such an extent that they exceed the scope of discovery permitted under the TBMP.

. Opposer objects to producing the any documents and things requested or inquired
about for inspection, copying or photographing at the offices of counsel for Applicant as
subjecting Plaintiff to undue burden and unnecessary expense, harassment and annoyance.
Subject to its objections and to any protective order issued by the Board, Opposer will offer to
produce all non-objectionable documents or tangible things responsive to these Interrogatories at
the offices of Opposer’s counsel, Pieter J. Tredoux, Esq., 1717 Main Street, Suite 3400, Dallas

Texas, 75201, at a time mutually agreeable to the parties.

II.

OBJECTIONS AND ANSWERS TO
SPECIFIC INTERROGATORIES

INTERROGATORY NO. 1.

Identify each and every federal and state trademark registration and application, whether
existing, pending or lapsed, of or including Opposer’s marks, that is or was owned by, or for the
benefit of, or filed on the behalf of, Opposer.

ANSWER:

See Recurring Objections.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will respond:

Application for federal registration of the Mark “DB", U.S. Trademark Application Serial No.

78/604,056, dated April 7, 2005
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Application for federal registration of the Mark “DE BOULLE", U.S. Trademark Application

Serial No. 78/444,880, dated July 1, 2004

Application for federal registration of the Mark “DE B" and Design, U.S. Trademark Application

Serial No. 78/440,907, dated July 1, 2004

Federal Trademark Registration No. 1928079, for the mark De Boulle and design, dated July 25,

1995.

INTERROGATORY NO.2.

Explain fully the meaning or significance of each of Opposer’s marks, including without
limitation, the meaning or significance it is intended to project or convey to the public.

ANSWER;
See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vague,
ambiguous, and overly broad, in that it inquires about matters that are not adequately defined and
described. Opposer is unable to determine what is meant by the “meaning or significance” of the
marks inquired about, which renders the interrogatory vague, ambiguous, and overly broad.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will respond:

Opposer's marks distinguish the fine Jewelry, diamonds and other gems and time
pieces selected, designed and sold by Opposer from similar goods and services sold by others to
the target consumers of engagement and wedding rings, gifts for special occasions, such as
birthdays, anniversaries, and the Holidays, and connoisseurs and consumers of luxury goods in
general, in Dallas, Texas, elsewhere in the United States, and abroad. Opposer's marks have
become  associated in  the minds of consumers as an indication of
the origin of the fine craftsmanship, exquisite design, and high quality of its fine jewelry,
diamonds and other gems and other gems, and timepieces.

INTERROGATORY NO. 3.
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Describe the circumstances surrounding the first use of each of Opposer’s marks in the
United States and in commerce, including the exact date and nature of such use, the type and

quantity of goods involved, how they were ordered, and the payment received by Opposer.

ANSWER:
See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry
to be expanded to such an extent that it exceeds the scope of discovery permitted under the

Opposer further objects to this Interrogatory for the reason that it inquires about matters
which are non-public, confidential, private, and trade secret information concerning Opposer.
Opposer will suffer irreparable damage and harm if Opposer’s confidential and private
information is disclosed to Applicant, who is a competitor of Opposer or otherwise disseminated
or disclosed to third parties,

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will respond:

early as 1984,

Opposer first used the DB mark in commerce in the United States, in association with the
sale of fine jewelry, diamonds and other gems, and timepieces, selected, designed, manufactured,
and sold by Opposer from its store and on its Web site (until 2003, by way of a shopping cart, e-
mail, and 800-number; currently, while the e-commerce site is being redesigned, by way of e-
mail, and 800 number), as well as on packaging used to deliver Opposer's goods to its customers,
in Dallas, Texas, elsewhere in the United States, and abroad, as early as December 2000.

Opposer first used the De B mark in commerce in the United States, in association with
the sale of fine Jewelry, diamonds and other gems, and timepieces, selected, designed,

early as July 2001.
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INTERROGATORY NO. 4.

Identify each and every product or service now or previously sold, distributed or offered
under Opposer’s marks in the United States of America (including any product not identified in
the registrations for Opposer’ marks), and all labeling and packaging therefore.

ANSWER:

See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry

to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will respond:

See response to Interrogatory no 3. Opposer will further produce non-objectionable
documents responsive to this Interrogatory, to the extent same exists, in the manner described in
Paragraph 11 above.

INTERROGATORY NO.5.

Identify each retail jewelry store, by location, that is owned, operated, licensed or
franchised by Opposer doing business under Opposer’s marks.
ANSWER:

See Recurring Objections.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will respond:

De Boulle Diamond & Jewelry, Inc.
6821 Preston Road
Dallas, TX 75205.

INTERROGATORY NO.6.
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Identify each person or entity that sells Opposer’s goods in the United States and identity
documents from which it may be determined each retail outlet or other point of sale in which
Opposer’s goods are sold in the United States.

ANSWER:
See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry

to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Opposer further objects to this Interrogatory for the reason that it inquires about matters
which are non-public, confidential, private, and trade secret information concerning Opposer.
Opposer will suffer irreparable damage and harm if Opposer’s confidential and private

information is disclosed to Applicant, who is a competitor of Opposer or otherwise disseminated
or disclosed to third parties.

Subject to the foregoing objections and while continuing (o insist on same for all
purposes, Opposer will respond:

De Boulle Diamond & Jewelry, Inc.
6821 Preston Road
Dallas, TX 75205.

www.deboulle.com
www.deboulle.net

INTERROGATORY NO. 7.

Identify the target markets for Opposer’s goods and services and the channels of trade
through which goods bearing Opposer’s marks are distributed or are intended to be distributed,
and through which services are rendered or are intended to be rendered.

ANSWER:
See Recurring Objections.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will respond:
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See response to Interrogatory No.’s 2 and 3.

INTERROGATORY NO. 8.

Identify all market research, marketing, advertising and/or promotional plans and
analyses that have been prepared by or for Opposer in connection with the promotion or sale of
goods or services under each of Opposer’s marks including, but not limited to, any market
research, study or survey measuring consumer reaction to, or awareness or recognition of,
Opposer’s marks.

ANSWER:
See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same 1s vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry

to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Opposer further objects to this Interrogatory for the reason that it inquires about matters
which are non-public, confidential, private, and trade secret information concerning Opposer.
Opposer will suffer irreparable damage and harm if Opposer’s confidential and private
information is disclosed to Applicant, who is a competitor of Opposer or otherwise disseminated
or disclosed to third parties.

Opposer further objects to this Interrogatory for the reason that it seek material which is
exempt or immune from discovery, including, but not limited to, the notes and correspondence of
counsel, the work-product of Opposer, its attorneys and representatives, and are therefore
protected from discovery under the attorney/client, attorney work-product, party communication,
and other applicable privilege, exemption or immunity.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will respond:

Opposer will produce non-objectionable documents responsive to this Interrogatory, to
the extent same exists, in the manner described in Paragraph 11 above.

INTERROGATORY NO. 9.
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Identify all extant or proposed labels, packaging, stencils, mock-ups, in-store displays
and price lists which have ever been used, or are intended to be used on or in connection with
any of the goods or services sold under each of Opposer’s marks.

ANSWER:

See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry

to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will respond:

Opposer will produce non-objectionable documents responsive to this Interrogatory, to
the extent same exists, in the manner described in Paragraph 11 above.

INTERROGATORY NO. 10.

Identify each and every catalogue where goods bearing Opposer’s marks are sold or

offered for sale.
ANSWER:
See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry

to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will respond:

Opposer will produce non-objectionable documents responsive to this Interrogatory, to
the extent same exists, in the manner described in Paragraph 11 above.

INTERROGATORY NO. 11,
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Identify all advertising agencies which Opposer uses or has used in connection with
advertising and promotional activities involving Opposer’s marks.
ANSWER:

See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vexatious,

ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry

to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will respond:

Opposer principally conducts it own media, marking and public relations campaigns.

INTERROGATORY NO. 12.

Identify all advertising and promotional materials which Opposer uses or has used in
connection with Opposer’s marks, if any, and state the media (e.g., newspaper, magazine,
television, etc.) in which such advertising appeared.

ANSWER:

See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry
to be expanded to such an extent that it exceeds the scope of discovery permitted under the

TBMP.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will respond: :

Opposer will produce non-objectionable documents responsive to this Interrogatory, to
the extent same exists, in the manner described in Paragraph 11 above.

INTERROGATORY NO. 13.
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Identify all amounts spent on advertising and promotion, year by year, in connection with

the advertising and promotion of Opposer’s marks, for each year in which there have been such

expenditures.
ANSWER:
See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry

to be expanded to such an extent that it exceeds the scope of discovery permiited under the
TBMP.

Opposer further objects to this Interrogatory for the reason that it inquires about matters
which are non-public, confidential, private, and trade secret information concerning Opposer.
Opposer will suffer irreparable damage and harm if Opposer’s confidential and private
information is disclosed to Applicant, who is a competitor of Opposer or otherwise disseminated
or disclosed to third parties.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will respond:

Opposer spends between $500,000 and $1,000,000 per annum on its media, marking and
public relations campaigns

INTERROGATORY NO. 14.

Identify any advertising or promotion conducted outside of Texas.
ANSWER:

See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry

to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will respond:

Opposer, generally, advertises and promotes its brand and goods and services in media
with a nationwide circulation, on its Web site, in catalogs and other mail-outs delivered
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throughout the United States and abroad, and by way of word-of-mouth promotions and referrals
from its customer base throughout the United States and abroad. Opposer also advertises
its brand on a race car that that competes in events on the Formula Ford Zetec Cooper Tire
Championship Series on the East Coast. Opposer will further produce non-objectionable
documents responsive to this Interrogatory, to the extent same exists, in the manner described in
Paragraph 11 above.

INTERROGATORY NO. 13.

State the total unit and dollar sales of goods and services bearing or associated with
Opposer’s marks by month for each year in which there have been such sales.

ANSWER:
See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry
to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Opposer further objects to this Interrogatory for the reason that it inquires about matters
which are non-public, confidential, private, and trade secret information concerning Opposer.
Opposer will suffer irreparable damage and harm if Opposer’s confidential and private
information is disclosed to Applicant, who is a competitor of Opposer or otherwise disseminated
or disclosed to third parties.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will respond:

Opposer does  not  maintain records of sales by adveriising or
marketing source.

INTERROGATORY NO. 16.

State the total unit and dollar sales of goods and services sold over the Internet via

Opposer’s web site www.deboulle.com and bearing or associated with Opposer’s marks by

month for each year in which there have been such sales.

ANSWER:
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See Recurring Objections.

‘ Opposer further objects to this interrogatory for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry

to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Opposer further objects to this Interrogatory for the reason that it inquires about matters
which are non-public, confidential, private, and trade secret information concerning Opposer.
Opposer will suffer irreparable damage and harm if Opposer’s confidential and private
information is disclosed to Applicant, who is a competitor of Opposer or otherwise disseminated
or disclosed to third parties.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will respond:

Opposer does not maintain records of sales by advertising or
marketing source.

INTERROGATORY NO. 17.

Identify each sale of Opposer’s goods made outside of Texas.
ANSWER:
See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry
to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Opposer further objects to this Interrogatory for the reason that it inquires about matters
which are non-public, confidential, private, and trade secret information concerning Opposer.
Opposer will suffer irreparable damage and harm if Opposer’s confidential and private
information is disclosed to Applicant, who is a competitor of Opposer or otherwise disseminated
or disclosed to third parties.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will respond:

Over the past three (3) years, at least 35% of Opposer’s sales were made to consumers
with residences outside the State of Texas.
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INTERROGATORY NO. 18.

Identify any person or entity authorized to use any of Opposer’s marks as, or as part of, a
trademark or other trade symbol, and identify and documents that refer or relate thereto,
including licenses agreements, that refer or relate to such consents or uses.

ANSWER:
See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry

to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Opposer further objects to this Interrogatory for the reason that it inquires about matters
which are non-public, confidential, private, and trade secret information concerning Opposer.
Opposer will suffer irreparable damage and harm if Opposer’s confidential and private

information is disclosed to Applicant, who is a competitor of Opposer or otherwise disseminated
or disclosed to third parties.

Opposer further objects to this Interrogatory for the reason that it seek material which is
exempt or immune from discovery, including, but not limited to, the notes and correspondence of
counsel, the work-product of Opposer, its attorneys and representatives, and are therefore
protected from discovery under the attorney/client, attorney work-product, party communication,
and other applicable privilege, exemption or immunity.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will respond:

None other than Opposer.

INTERROGATORY NO. 19.

[dentify any person or entity who ever authorized Opposer to use, or consented to
Opposer’s use any of Opposer’s marks as, or as part of, a trademark or other trade symbol and
identify copies of any documents that refer or relate thereto, including license agreements, that
refer or relate in such consents or uses.

ANSWER:
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See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry

to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Opposer further objects to this Interrogatory for the reason that it inquires about matters
which are non-public, confidential, private, and trade secret information concerning Opposer.
Opposer will suffer irreparable damage and harm if Opposer’s confidential and private
information is disclosed to Applicant, who is a competitor of Opposer or otherwise disseminated
or disclosed to third parties.

Opposer further objects to this Interrogatory for the reason that it seek material which is
exempt or immune from discovery, including, but not limited to, the notes and correspondence of
counsel, the work-product of Opposer, its attorneys and representatives, and are therefore
protected from discovery under the attorney/client, attorney work-product, party communication,
and other applicable privilege, exemption or immunity.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will respond:

None.

INTERROGATORY NO. 20.

If any of Opposer’s marks have ever been amended, for each mark, describe the nature of
the amendment and identify any documents that refer or relate or are relevant thereto.
ANSWER:

See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry
to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Opposer further objects to this Interrogatory for the reason that it seek material which is
exempt or immune from discovery, including, but not limited to, the notes and correspondence of
counsel, the work-product of Opposer, its attorneys and representatives, and are therefore
protected from discovery under the attorney/client, attorney work-product, party communication,
and other applicable privilege, exemption or immunity.
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Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will respond:

None.

INTERROGATORY NO. 21.

If, other than the instant opposition proceeding, Opposer is now or ever has been
involved in any U.S. Patent and Trademark Office proceeding (including a refusal to register by
a Trademark Examining Attorney), or federal or state court action, which involves or relates to

Opposer’s marks, identify same, and the parties thereto, and identify any documents that refer or

relate thereto.
ANSWER:
See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry
to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Opposer further objects to this Interrogatory for the reason that it seek material which is
exempt or immune from discovery, including, but not limited to, the notes and correspondence of
counsel, the work-product of Opposer, its attorneys and representatives, and are therefore
protected from discovery under the attorney/client, attorney work-product, party communication,
and other applicable privilege, exemption or immunity.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will respond:

See response to Interrogatory No 1.

De Boulle v Collibri Corporation; Case 3-:06-cv-00794 US District Court Northern
District of Texas, Dallas Division.

Opposer will produce non-objectionable documents responsive to this Interrogatory, to
the extent same exists, in the manner described in Paragraph 11 above. See further the record

and file in the cited proceedings for documents inquired about in this Interrogatory.

INTERROGATORY NO. 22.
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[dentify any third party trademarks, if any, Opposer has protested or otherwise opposed
or objected to, including without limitation, in “cease and desist” letters or any other
enforcement activities, based on an alleged likelihood of confusion with any of Opposer’s marks;
and identify any documents that refer or relate thereto.

ANSWER:
See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry
to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Opposer further objects to this Interrogatory for the reason that it seek material which is
exempt or immune from discovery, including, but not limited to, the notes and correspondence of
counsel, the work-product of Opposer, its attorneys and representatives, and are therefore
protected from discovery under the attorney/client, attorney work-product, party communication,
and other applicable privilege, exemption or immunity.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will respond:

None.

INTERROGATORY NO. 23.

Identify any third parties that Opposer is aware of, if any, which use the initials “D” and
“B” a5 or as part of a trademark in connection with Opposer’s goods and services.

ANSWER:

See Recurring Objections.

Opposer further objects to this Interrogatory for the reason that it seek material which is
exempt or immune from discovery, including, but not limited to, the notes and correspondence of
counsel, the work-product of Opposer, its attorneys and representatives, and are therefore
protected from discovery under the attorney/client, attorney work-product, party communication,

and other applicable privilege, exemption or immunity.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will respond:
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Colibri Corporation 100 Niantic Ave., Providence, RI 02907, as part of a stylized mark

for men’s accessories.

INTERROGATORY NO. 24.

Describe the circumstances surrounding Opposer’s decision to file trademark applications
for each of its marks in the Untied States Patent & Trademark Office and identify any documents

related thereto.
ANSWER.
See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vague,
ambiguous, and overly broad, in that it inquires about matters that are not adequately defined and
described. Opposer is unable to determine what is meant by the “circumstances surrounding” the
event inquired about, which renders the interrogatory vague, ambiguous, and overly broad.

Opposer further objects to this interrogatory for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry
to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Opposer further objects to this Interrogatory for the reason that it seek material which is
exempt or immune from discovery, including, but not limited to, the notes and correspondence of
counsel, the work-product of Opposer, its attorneys and representatives, and are therefore
protected from discovery under the attorney/client, attorney work-product, party communication,

and other applicable privilege, exemption or immunity.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will respond:

Opposer became aware of Applicant’s intent to use marks that infringe on Opposer’s
marks and goodwill.

INTERROGATORY NO. 25.

Describe the circumstances in which Opposer’s first became aware of Applicant’s (a) use

of. and/or (b) registration of Applicant’s mark?
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ANSWER:
See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vague,
ambiguous, and overly broad, in that it inquires about matters that are not adequately defined and
described. Opposer is unable to determine what is meant by the “circumstances” inquired about,
which renders the interrogatory vague, ambiguous, and overly broad.

Opposer further objects 1o this Interrogatory for the reason that it seek material which is
exempt or immune from discovery, including, but not limited to, the notes and correspondence of
counsel, the work-product of Opposer, its attorneys and representatives, and are therefore
protected from discovery under the attorney/client, attorney work-product, party communication,
and other applicable privilege, exemption or immunity.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will respond:

Through Opposer’s activities in monitoring the trade media.

INTERROGATORY NO. 26.

Identify any oral or written report or opinion which Opposer has ever received from an
attorney, whether or not such attorney was or is employed by Opposer, concerning:
(a) its rights in the scope of protection in and to Opposer’s marks, and;
(b) the effect of Applicant’s use or registration of Applicant’s mark upon Opposer’s
mark or the goodwill relating thereto.

ANSWER:

See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry
to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Opposer further objects to this Interrogatory for the reason that it inquires about matters
which are non-public, confidential, private, and trade secret information concerning Opposer.
Opposer will suffer irreparable damage and harm if Opposer’s confidential and private
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information is disclosed to Applicant, who is a competitor of Opposer or otherwise disseminated
or disclosed to third parties.

Opposer further objects to this Interrogatory for the reason that it seek material which is
exempt or immune from discovery, including, but not limited to, the notes and correspondence of
counsel, the work-product of Opposer, its attorneys and representatives, and are therefore
protected from discovery under the attorney/client, attorney work-product, party communication,
and other applicable privilege, exemption or immunity.

INTERROGATORY NO. 27.

Describe any instances of actual confusion or mistake in the marketplace as to source,
sponsorship or affiliation of the goods and services of Opposer and those of Applicant, or of the

Applicant and Opposer in general; and identify any documents that refer or relate thereto.

ANSWER:

See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry
to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Opposer further objects to this Interrogatory for the reason that it seek material which 1s
exempt or immune from discovery, including, but not limited to, the notes and correspondence of
counsel, the work-product of Opposer, its attorneys and representatives, and are therefore
protected from discovery under the attorney/client, attorney work-product, party communication,
and other applicable privilege, exemption or immunity.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will respond:

None

INTERROGATORY NO. 28.

Identify any investigations, searches, or surveys which Opposer has conducted or
commissioned, or caused to be conducted or commissioned, relating to whether there is, or may

be, a likelihood of confusion between Applicant’s marks and Opposer’s marks.
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ANSWER:
See Recurring Objections.

_ Opposer further objects to this interrogatory for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry

to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Opposer further objects to this Interrogatory for the reason that it seek material which is
exempt or immune from discovery, including, but not limited to, the notes and correspondence of
counsel, the work-product of Opposer, its attorneys and representatives, and are therefore
protected from discovery under the attorney/client, attorney work-product, party communication,
and other applicable privilege, exemption or immunity.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will respond:

Opposer will produce non-objectionable documents responsive to this Interrogatory, to
the extent same exists, in the manner described in Paragraph 11 above.

INTERROGATORY NO. 29.

Identify any and all documents that support Opposer’s claims that Opposer’s “DB” and
“deB” marks are “famous, distinctive and well-known.” See Paragraph 7 of each of Opposer’s
Notice(s) of Opposition to applications for DG LOGO, DB MONOGRAM, DB STAR, and SO
DB; Paragraph 6 of Opposer’s Notice of Opposition to DB SIGNATURE.

ANSWER:

See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry
to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Opposer further objects to this Interrogatory for the reason that it inquires about matters
which are non-public, confidential, private, and trade secret information concerning Opposer.
Opposer will suffer irreparable damage and harm if Opposer’s confidential and private

information is disclosed to Applicant, who is a competitor of Opposer or otherwise disseminated
or disclosed to third parties.
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Opposer further objects to this Interrogatory for the reason that it seek material which is
exempt or immune from discovery, including, but not limited to, the notes and correspondence of .
counsel, the work-product of Opposer, its attorneys and representatives, and are therefore
protected from discovery under the attorney/client, attorney work-product, party communication,
and other applicable privilege, exemption or immunity.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will respond:

Opposer will produce non-objectionable documents responsive to this Interrogatory, to
the extent same exists, in the manner described in Paragraph 11 above.

INTERROGATORY NO. 30.

Identify any and all documents that support Opposer’s claims that confusion is likely
between any of Opposer’s marks and each of Applicant’s marks. See Paragraphs 10-14 of each
of Opposer’s Notice(s) of Opposition to applications for DB LOGO, DB MONOGRAM, DB
STAR, and SO DB; Paragraphs 9-13 of Opposer’s Notice of Opposition to DB SIGNATURE.

ANSWER:
See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry
to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Opposer further objects to this Interrogatory for the reason that it seek material which is
exempt or immune from discovery, including, but not limited to, the notes and correspondence of
counsel, the work-product of Opposer, its attorneys and representatives, and are therefore
protected from discovery under the attorney/client, attorney work-product, party communication,
and other applicable privilege, exemption or immunity.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will respond:

Opposer will produce non-objectionable documents responsive to this Interrogatory, to
the extent same exists, in the manner described in Paragraph 11 above.
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INTERROGATORY NO. 31.

Identify fully all documents and oral communications on which Opposer will rely on to
prove the allegations set forth in its Notice(s) of Opposition.

ANSWER:
See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry

to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Opposer further objects to this Interrogatory for the reason that it inquires about matters
which are non-public, confidential, private, and trade secret information concerning Opposer.
Opposer will suffer irreparable damage and harm if Opposer’s confidential and private
information is disclosed to Applicant, who is a competitor of Opposer or otherwise disseminated
or disclosed to third parties.

Opposer further objects to this Interrogatory for the reason that it seek material which is
exempt or immune from discovery, including, but not limited to, the notes and correspondence of
counsel, the work-product of Opposer, its attorneys and representatives, and are therefore
protected from discovery under the attorney/client, attorney work-product, party communication,
and other applicable privilege, exemption or immunity.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will respond:

Opposer will produce non-objectionable documents responsive to this Interrogatory, to
the extent same exists, in the manner described in Paragraph 11 above.

INTERROGATORY NO. 32.

Identify any expert witness(es) that Opposer intends to call to testify on its behalf in this
opposition proceeding, and describe the substance of the testimony to be offered by any such
witness.

ANSWER:

See Recurring Objections
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Opposer further objects to this Interrogatory for the reason that it seek material which is
exempt or immune from discovery, including, but not limited to, the notes and correspondence of
counsel, the work-product of Opposer, its attorneys and representatives, and are therefore
protected from discovery under the attorney/client, attorney work-product, party communication,
and other applicable privilege, exemption ot immunity.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will respond:

Denis J. Boulle

De Boulle Diamond & Jewelry, Inc.
6821 Preston Road

Dallas, TX 75205.

Will testify about the reputation, fame, and distinctiveness of Opposer’s Marks and brand.
Distribution channels and practices in the fine jewelry and diamond trade. De Beers’ business
and marketing practices, branding, distribution and sales practices, reputation in the business
community.

INTERROGATORY NO. 33.

[dentify any fact witness that Opposer intends to call to testify on its behalf in this
opposition proceeding, and describe the substance of the testimony to be offered by any such
witness.

ANSWER:
See Recurring Objections

Opposer further objects to this Interrogatory for the reason that it seek material which is
exempt or immune from discovery, including, but not limited to, the notes and correspondence of
counsel, the work-product of Opposer, its attorneys and representatives, and are therefore
protected from discovery under the attorney/client, attorney work-product, party communication,

and other applicable privilege, exemption or immunity.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will respond:

Denis J. Boulle

De Boulle Diamond & Jewelry, Inc.
6821 Preston Road

Dallas, TX 75205
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INTERROGATORY NO. 34.

Identify the persons most knowledgeable about the creation, adoption and use of each of

Opposer’s marks.
ANSWER:
See Recurring Objections

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will respond:

Denis J. Boulle

De Boulle Diamond & Jewelry, Inc.
6821 Preston Road

Dallas, TX 75205

INTERROGATORY NO. 35

Identify the person(s) having principal knowledge of the advertising and promotion of
Opposer’s products and services sold or offered for sale in the United States.
ANSWER:

See Recurring Objections

Subject to the foregoing objections and while continuing to insist on same for all

purposes, Opposer will respond:

Denis J. Boulle

De Boulle Diamond & Jewelry, Inc.
6821 Preston Road

Dallas, TX 75205

INTERROGATORY NO. 36.

Identify the person(s) having principal knowledge of the marketing (including but not
limited to market research and marketing studies conducted by or on behalf of Opposer), of
Opposer’s products and services sold or offered for sale in the United States.

ANSWER:
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See Recurring Objections

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will respond:

Denis J. Boulle

De Boulle Diamond & Jewelry, Inc.
6821 Preston Road

Dallas, TX 75205

INTERROGATORY NO. 37.

[dentify the person(s) having principal knowledge of the sales, including but not limited
to the unit and dollar sales by month, of Opposer’s products and services sold or offered for sale
in the United States.

ANSWER:

See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vexatious,
ambiguous, overly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry
to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Opposer further objects to this Interrogatory for the reason that it inquires about matters
which are non-public, confidential, private, and trade secret information concerning Opposer.
Opposer will suffer irreparable damage and harm if Opposer’s confidential and private
information is disclosed to Applicant, who is a competitor of Opposer or otherwise disseminated
or disclosed to third parties.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will respond:

Denis J. Boulle

De Boulle Diamond & Jewelry, Inc.

6821 Preston Road

Dallas, TX 75205

Opposer reserves the right to supplement its response and designate expert witnesses in

accordance with the requirements of the scheduling order in this Proceeding and the

requirements of the TBMP.
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INTERROGATORY NO. 38.

Identify each and every person who is or was responsible for the maintenance and/or
protection of Opposer’s marks in the United States.
ANSWER:

See Recurring Objections.

Opposer further objects to this interrogatory for the reason that same is vexatious,
ambiguous, ovetly broad, and unduly burdensome, which cause the scope of Applicant’s inquiry
to be expanded to such an extent that it exceeds the scope of discovery permitted under the
TBMP.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will respond:

See Recurring Objections

Denis J. Boulle

De Boulle Diamond & Jewelry, Inc.

6821 Preston Road

Dallas, TX 75205

Opposer reserves the right to supplement its response and designate witnesses in

accordance with the requirements of the scheduling order in this Proceeding and the

requirements of the TBMP.

INTERROGATORY NO. 39.

Identify each and every person who prepared, assisted in the preparation of, or provided
information for the answers to the foregoing interrogatories, indicating for each such person
which interrogatory answer he or she prepared, assisted in the preparation of, or otherwise
provided the information for, and/or which documents he or she provided.

ANSWER:
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Opposer objects to this Interrogatory for the reason that it causes the number of
Applicant’s Interrogatories, including subparts, to exceed the number permitted by 37 CFR §
2.120 (d)(1), and Trademark Trial and Appeal Board Manual of Procedure § 405.03(a).

See further, Recurring Objections.

Opposer further objects to this interrogatory for the reason that it is multifarious, in that it
requires Opposer to provide information pertaining to 39 different interrogatories, questions and
subjects, which renders the interrogatory vexatious, overly broad, and unduly burdensome,
which cause the scope of Applicant’s inquiry to be expanded to such an extent that it exceeds the
scope of discovery permitted under the TBMP.

Opposer further objects to this Interrogatory for the reason that it seek material which is
exempt or immune from discovery, including, but not limited to, the notes and correspondence of
counsel, the work-product of Opposer, its attorneys and representatives, and are therefore
protected from discovery under the attorney/client, attorney work-product, party communication,
and other applicable privilege, exemption or immunity.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will respond:

See Recurring Objections

Denis J. Boulle

De Boulle Diamond & Jewelry, Inc.
6821 Preston Road

Dallas, TX 75205

Pieter J Tredoux

300 Park Avenue
Suite 1700

New York, NY 10022

INTERROGATORY NO. 40.

Identify each and every person who has actual knowledge of the facts sought to be
elicited by each of the interrogatories contained herein.

ANSWER:

Opposer objects to this Interrogatory for the reason that it causes the number of
Applicant’s Interrogatories, including subparts, to exceed the number permitted by 37 CFR §
2.120 (d)(1), and Trademark Trial and Appeal Board Manual of Procedure § 405.03(a).
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See further, Recurring Objections.

Opposer further objects to this interrogatory for the reason that it is multifarious, in that it
requires Opposer to provide information pertaining to 39 different interrogatories, questions and
subjects, which renders the interrogatory vexatious, overly broad, and unduly burdensome,
which cause the scope of Applicant’s inquiry to be expanded to such an extent that it exceeds the
scope of discovery permitted under the TBMP.

Opposer further objects to this interrogatory for the reason that same is vague,
ambiguous, and overly broad, in that it inquires about matters that are not adequately defined and
described. Opposer is unable to determine the precise nature or extent of each of the “facts
sought to be elicited” inquired about in this interrogatory, which renders the interrogatory vague,
ambiguous, and overly broad.

Opposer further objects to this Interrogatory for the reason that it seek material which is
exempt or immune from discovery, including, but not limited to, the notes and correspondence of
counsel, the work-product of Opposer, its attorneys and representatives, and are therefore
protected from discovery under the attorney/client, attorney work-product, party communication,
and other applicable privilege, exemption or immunity.

Opposer further incorporates herein as if set forth at length for all purposes its objections
to Interrogatories No’s. 1 through 39, to the extent same is referenced and inquired about in this
Interrogatory.

Subject to the foregoing objections and while continuing to insist on same for all
purposes, Opposer will respond:

Denis J. Boulle

De Boulle Diamond & Jewelry, Inc.
6821 Preston Road

Dallas, TX 75205
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KTATE OF TEXAS §

§ VERIFICATION

COUNTY OF DALLAS  §

BEFORE ME, the undersigned Notary Public, on this day personally appeared Denis J.

houlle, who being by me duly sworn on his oath deposed and said: “I am Denis J. Boulle, the

Fbief Executive Officer and Chairman of the Board of De Boulle Diamond & Jewelry, Inc., the

Dpposer in this Proceeding; I have read the foregoing answers to interrogatories and every

rtatcmem contained therein is within my personal knowledge and true and correct, except to the

éxtent such apswers are made upon information and belief, or by reference to documents or other

Jo

f\ings to be provided in response to the interrogatory.”

N

Denis J. Boulle

SUBSCRIBED AND SWORN TO BEFORE ME on this the |t day of May, 2006, to

brtify which witness my hand and official seal.

e ioole € C
et wnee
"Pjﬁj 0111272008

Notary Public, State of Texas

dPPOSER'S OBJECTIONS AND RESPONSES SUBJECT THERETO
APPLICANT’S FIRST SET OF INTERROGATORIES - Page 34




Exhibit G




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

DE BOULLE DIAMOND & JEWELRY, INC.,
Opposet, Consolidated Opposition No.: 91162370
v Opposition No.’s: 91 162370
91162469
DEe BEERS LV LTD,, 91164615
. 91165285
Applicant. 91165465

AFFIDAVIT OF DENIS J. BOULLE IN SUPPORT OF
OPPOSER’S RESPONSE TO APPLICANT’S
MOTION FOR DISCOVERY SANCTIONS

STATE OF TEXAS §

COUNTY OF DALLAS §

BEFORE ME, the undersigned authority, on this day personally appeared Denis J.
Boulle, who is personally known to me, and first being duly sworn according to the law
upon his oath deposed and said:

1. My name is Denis J. Boulle. Iam over eighteen years of age, have never
been convicted of a crime and am fully competent t0 make this affidavit. I have personal
knowledge of the facts stated herein, all of which are true and correct.

2. I am the Chief Executive Officer of De Boulle Diamond & Jewelry, Inc.,

Opposer in this Proceeding (“De Boulle™. 1am making this Affidavit in support of the




Response t0 Applicant’s Motion for Discovery Sanctions, filed by counsel for De Boulle

in this Proceeding.

3. In 2005, De Boulle employed David A. Harlow, of the firm of Nelson
Mullins Riley & Scarborough LLP, GlenLake One, Suite 200, 4140 Parklake Avenue,
Raleigh, North Carolina 27612, to represent it in opposing certain Applications for federal
wrademark registration of certain Marks filed by De Beers LV with the United States Patent
and Trademark Office.

4. In June, 2006, De Boulle was informed that the Trademark Trial and
Appeal Board (the “Board”) had suspended all proceedings in the various Oppositions
filed by De Boulle, pending the outcome of its ruling on a Motion to Compel Discovery
filed by De Beers LV Ltd. Until a few days ago, it was De Boulle’s understanding the
Board had not ruled on the Motion filed by De Beers LV Ltd.

5. De Boulle did not receive a copy of the Board’s Order, dated July 26, 2006,
granting the Motion, and had no notice of the Board’s ruling at all, until it received a copy

of the Motion for Discovery Sanctions recently filed by De Beers LV Ltd.

6. De Boulle takes its obligations and responsibilities to the Board and
opposing counsel very seriously. Had it received a copy of the Board’s Order it would
most certainly have instructed its counsel to fully comply with the Board's Order, to the

extent in to the extent De Boulle’s previous responses to discovery were deemed

insufficient.




7. Upon receipt of a copy of the Board’s Order, De Boulle immediately
engaged the firm of Griggs Bergen LLP, to substitute as counsel for Mr. Harlow and his

firm to rectify this matter.
FURTHER AFFIANT SAYETH NAUGHT.

Denis J. Boulle, Affiant

SUBSCRIBED AND SWORN TO BEFORE ME this 3| g]’day of January, 2007, to

certify which witness my hand and official seal.

Y
gj””&"’% Nicole £ Compton i
il j% 5 My Commission Expires ‘
v hed
S oo L AL

Notary Public, State of Texas

[NOTARY SEAL]




CERTIFICATE OF SERVICE

The undersigned hereby certifies that he has served a copy of the foregoing
document upon counsel of record by mailing a tr \g%gp} thereof, through the United States

Mail, first class, postage prepaid, on this the ay of January, 2007, and addressed as
follows:

Darrell Saunders, Esq.
Vincent P. Rao, II, Esq.
Kirkpatrick & Lockhart Preston Gates Ellis LLP

399 Lexington Avenue
< ~/1( 3

New York, NY 10022-6030
Scott T Grtggs

I../




